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Abstract 

This thesis is a comparative study analysing the development of intellectual property 

(IP) harmonisation in the EU and ASEAN. The purpose of this study is to investigate 

whether there is a need for ASEAN to harmonise its IP laws at a regional level and, if 

there is the need, what would be a feasible way for ASEAN to achieve a greater level 

of IP harmonisation and further develop a harmonised regional IP system. ASEAN 

had a strong commitment to deepen and broaden economic integration through the 

establishment of the ASEAN Economic Community (AEC), which enables the free 

flow of goods, services, capital and workers. The establishment of the AEC in 2015 is 

considered to be a milestone in ASEAN’s history of moving towards a highly 

integrated community. Consequently, a harmonisation of the IP laws of the ASEAN 

members has become more necessary in order to ensure a well-functioning common 

market and a move towards a highly competitive economic region. IP harmonisation 

has been prioritised as one of the essential tasks that needs to be accomplished. 

Notwithstanding, due to the disparities of the member states’ backgrounds, especially 

in economic, social, and legal aspects, standardising the IP laws of the member states 

remains challenging.  

To examine the prospect of ASEAN achieving a higher degree of IP harmonisation, 

and thereby be able to propose an appropriate solution for ASEAN to develop a 

regional IP regime, a comparative approach is required and inevitable, while using the 

EU as a point of reference. The major factors which are impeding and delaying an IP 

harmonisation process in ASEAN, the disparities in IP standards among the ASEAN 

members, the development gap between the older and newer members, and ASEAN’s 

practice and institutional structure, are discussed. At the end, a strategic plan 

providing a framework for developing an ASEAN regional IP system is proposed. 
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Firstly, it is suggested that the traditional ‘ASEAN Way’ should be modified in order 

to serve as facilitator of regional cooperation. Secondly, more assistance from well-

off countries in helping less developed members to catch up with the rest of ASEAN 

is needed to promote prosperity of the region as a whole. Thirdly, national IP laws of 

the member states should be approximated to be in line with international standards. 

Fourthly, an ASEAN-wide IP system should be incrementally developed through the 

combined use of hard and soft laws. Finally, a regional IP court should be established 

to move towards a more rule-based organisation. This would help ASEAN finally 

move towards achieving its goals of establishing a well-functioning common market 

and deepening regional economic integration.  
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A HARMONISATION1 OF INTELLECTUAL PROPERTY (IP) LAW  

IN EU AND ASEAN 

 

CHAPTER 1 INTRODUCTION 

 

1.1 Research Background 

To achieve a deep regional economic integration, the establishment of the ASEAN 

Economic Community (AEC) has been set as one of the key objectives of the 

Association of Southeast Asian Nations (ASEAN). ASEAN, which consists of ten 

member states, namely Indonesia, Malaysia, Philippines, Singapore, Thailand, Brunei 

Darussalam, Vietnam, Lao PDR, Myanmar, and Cambodia, was established in order 

to encourage economic growth, social progress and cultural development, and 

promote regional collaboration, peace and stability.2 Being inspired by the European 

Union (EU), ASEAN has officially launched the AEC in 31 December 2015 in order 

to strengthen the region’s economy.3 Similar to the EU, establishing a single market 

and production base is clearly stated as a major goal of the AEC.4 The AEC aims to 

unify ASEAN into a single market to allow the free movement of goods, services, 

capital and labour. However, the full-scale implementation of the AEC is still an on-

going process. There are still commitments which remain to be fulfilled. These 

unfulfilled commitments under the previous AEC Blueprint and the post 2015 

economic vision of ASEAN are incorporated into AEC Blueprint 2025, which serves 

                                                
 
1 According to the Oxford English Dictionary (OED), ‘harmonise’ is defined as ‘make or form a 
pleasing or consistent whole’. 
2 ASEAN, ‘Overview’ <http://www.asean.org/asean/about-asean> accessed 28 May 2013 
3 Association of Southeast Asian Nations, ASEAN Economic Community Blueprint (ASEAN 
Secretariat 2008) 2. 
4 ASEAN, ‘ASEAN Economic Community’ <http://www.asean.org/communities/asean-economic-
community> accessed 27 March 2016. 
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as ASEAN’s roadmap for transforming ASEAN into a single market and production 

base.  

To ensure that goods can freely move within the community, both tariff and non-tariff 

trade barriers (NTBs) must be removed. Significant progress has been made in tariff 

reduction.5 Nevertheless, removing NTBs remains challenging and thereby is 

considered as the major impediment to achieving a single market.6 According to 

ASEAN Community Vision 2025, ASEAN is strongly committed to eliminating 

NTBs in order to establish a highly integrated community by 2025.7  One of the most 

common NTBs to trade that can limit the free movement of goods are IP rights.8 A 

lack of adequate and effective IP protection can obstruct cross-border trade. 

Moreover, IP rights are essentially territorial and can be protected by the individual 

countries that have granted these rights.9 In other words, IP rights can be obtained and 

enforced on a country-by-country basis. Hence, the territorial nature of IP rights can 

be used to create barriers to cross-border trade.10 Furthermore, since IP rights are 

limited to national jurisdiction, the disparities of IP laws between the member states 

can impede the free flow of goods, and thus adversely affect the operation of an 

internal market.11  

When analysing regional integration around the world, the EU is perceived as a model 

for regional economic integration. Among all regional groupings, the EU has 

                                                
 
5 ASEAN, A Blueprint for Growth ASEAN Economic Community 2015: Progress and Key 
Achievements (n 3) 10. 
6 Sanchita Basu Das and others, The ASEAN Economic Community: A Work in Progress (Institute of 
Southeast Asian Studies 2013). 
7 ASEAN, ASEAN 2025: Forging Ahead Together (ASEAN Secretariat 2015) 15. 
8 Helen Norman, Intellectual Property Law (OUP 2014) 23. 
9 Lionel Bently and Brad Sherman, Intellectual Property Law (4edn OUP 2014) 6. 
10 Norman (n 8) 23. 
11 ibid. 
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achieved the highest level of integration, and thereby has successfully established a 

well-functioning internal market. To ensure that IP rights will not become barriers to 

trade within the community, harmonisation of IP laws among the EU members has 

become one of the EU’s priorities. For well over a decade, there have been strong and 

continuous efforts to harmonise IP laws within the EU. It is recognised that disparities 

in IP laws of the member states could have a negative impact on cross-border trade, 

and could thereby partition the EU internal market.12 Generally, harmonisation can be 

accomplished by either increasing or decreasing IP standards to a certain level. 

However, the harmonisation in the EU primarily occurred through a strengthening of 

IP standards among its member countries in order to encourage economic 

development and take advantage of new technology.13 The harmonisation of IP laws 

in the EU resulted from two separate approaches and areas of focus which were  

harmonisation through EU legislation and harmonisation through international 

conventions. Nevertheless, the core measures, which were used are the enactment of 

directives and regulations.14 To reduce disparities in substantive IP laws between 

member states, various harmonisation directives covering major areas of IP rights 

have been approved. This helped the EU standardise national IP laws of the member 

states, which resulted  in stronger and more effective IP protection and enforcement.15 

However, merely adopting a series of harmonisation directives could not solve the 

issue of territoriality of IP rights.16 Consequently, a community-wide IP system was 

                                                
 
12 Norman (n 8) 23. 
13 Ville Oksanen and Mikko Valimaki, ‘Some Economic Aspects of the European Harmonization of 
Intellectual Property Rights in Software and its Impact to Eastern EU’ (2004) Helsinki Institute for 
Information Technology (HIIT), 5 <http://www.dklevine.com/archive/refs4122247000000000448.pdf> 
accessed 27 May 2015 
14 Norman (n 8) 23. 
15 Oksanen and Valimaki (n 13) 5. 
16 Estelle Derclaye and Trevor Cook, ‘An EU Copyright Code: what and how, if ever?’ (2011) 3 IPQ 
259, 262.  
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developed through the issuance of regulations. As of now, the EU-wide systems cover 

most major areas of IP rights namely, trademarks, designs, plant variety rights 

(PVRs), and geographical indications (GIs). Moreover, by 2017 the unitary patent 

system will come into operation.17  Proceeding in accordance with this timeframe will 

leave copyright as the only remaining fragmented sector of IP rights. In addition to 

the creation of secondary legislation, IP protection in the EU has been standardised by 

the effectiveness and successes of international conventions. A noteworthy example is 

the European Patent Convention (EPC)18, which all the EU member states have 

adopted and of which all are contracting parties. The EPC harmonised certain aspects 

of national patent laws of the member states. However, the rights granted under the 

EPC are included in a bundle of national patent rights, unlike the grant of single 

patent right that is valid throughout the European territory.19 This requires that the 

European patents granted by the European Patent Office (EPO) must still rely on the 

national patent laws of the contracting states.20 For this reason, this is considered 

partial harmonisation. A fragmented system such as this can still partition the internal 

market. Therefore, in 2011, a proposal to adopt a unitary patent was introduced.21 If 

the unitary patent system is firmly established, it would allow an applicant to obtain a 

European patent with unitary effect.22 This would be a significant step towards 

developing complete IP harmonisation in the EU. Furthermore, to ensure effective IP 

                                                
 
17 Clive Cookson, ‘Unitary European patent system is a few steps closer’ 
<http://www.ft.com/cms/s/2/0780e2ee-f4cb-11e4-8a42-00144feab7de.html#axzz3igmd4MGE> 
accessed 13 August 2015. 
18 Ulrich Loewenheim, ‘Harmonization and Intellectual Property in Europe’ (1995-1996) 2 CJEL 481, 
484. 
19 Annette Kur and Thomas Dreier, European Intellectual Property Law: Text, Cases and Materials 
(Edward Elgar Publishing 2013) 91. 
20 ibid. 
21 European Commission, ‘Proposal for a Regulation of the European Parliament and of the Council 
Implementing Enhanced Cooperation in the Area of the Creation of Unitary Patent Protection’ COM 
(2011) 215 final 2011/0093 (COD), 3. 
22 ibid 3-4. 
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protection for their nationals’ rights overseas, the EU actively pursues international IP 

cooperation through the adoption of major international IP treaties. In addition to 

legislation, institutions have been playing an important role in harmonising IP laws in 

the EU. Apart from regional institutions that are directly involved in making the EU 

law, namely the European Commission, the Council of the European Union, and the 

European Parliament, the Court of Justice of the European Union (CJEU) has also 

been playing a vital role in the development of IP harmonisation in the EU through its 

case law. This is also known as negative integration.23 The existence of the CJEU can 

ensure a uniform interpretation and application of the EU law24, and thereby removing 

distortion to competition and facilitating a higher level of harmonisation. 

Harmonisation of IP laws is essential to facilitate the free movement of goods, one of 

the fundamental principles of the internal market. A high degree of IP harmonisation 

is clearly linked to the EU’s success in creating a properly functioning internal 

market. Since ASEAN shares similar interests with the EU in creating an internal 

market, it would not be possible for ASEAN to unify the national markets into an 

internal market if IP rights are still treated differently from country to country.25 

Therefore, in order to help ASEAN achieve a higher degree of IP harmonisation and 

further develop a regional IP system, the EU should be used as a benchmark. Both 

                                                
 
23 The EU internal market is established through both negative and positive integration. In addition to 
integrate the internal market through positive integration which can only be achieved through European 
legislation, the CJEU chose to integrate the internal market negatively through its case law. See John 
Pinder, ‘Positive Integration and Negative Integration: Some Problems of Economic Union in the EEC’ 
(1968) 24 The World Today 24, 88; Robert Schütze, European Constitutional law (2nd edn, Cambridge 
University Press 2016) 17; José M. Magone, Routledge Handbook of European Politics (Routledge 
2014) 267; Robert Schütze, European Union Law (Cambridge University Press 2015) 474-475. 
24 Tobias Lock, The European Court of Justice and International Courts (OUP 2015) 80 
25 Koo Jin Shen, ‘No regional IP system that covers all of ASEAN’ The Brunei Times (Bandar Seri 
Begawan, 13 March 2015) <http://www.bt.com.bn/business-national/2015/03/13/‘no-regional-ip-
system-covers-all-asean’#sthash.6ZMmyOTX.qHxMqeIt.dpbs> accessed 17 July 2016. 
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success and difficulties can be learned from the EU’s experience. The most important 

lesson that ASEAN can learn from the EU is that the IP harmonisation process in the 

EU has been pursued through both legislation and institutions. The adoption of the 

harmonising directives and international IP laws can help approximate national IP 

laws of the member states, particularly in the areas that directly affect the operation of 

the internal market. This results in decreasing disparities between national IP regimes 

between the EU members and reducing impediments to the operation of the internal 

market, and thereby paving the way for the EU to establish an EU-wide IP system 

through the regulations. Additionally, the CJEU has developed case law in relation to 

IP. National courts can refer question regarding the interpretation and application of 

the EU law to the CJEU for a preliminary ruling. The CJEU’s judgements on EU law 

is formally binding among the parties. However, in practice national courts and 

legislators are influenced by the CJEU’s decisions.26 This can help provide guidelines, 

and thereby diminish disparity in interpreting and applying the EU law between the 

member states and facilitate a higher degree of harmonisation.  

Unlike the EU, a low level of IP harmonisation has been achieved in ASEAN. After 

the adoption of the Framework Agreement on IP Cooperation, ASEAN member 

countries agree to strengthen regional IP cooperation and provide a standard of 

protection consistent with international standards.27 This agreement also commits 

ASEAN to explore the prospect of creating a regional IP system, particularly an 

ASEAN trademark and patent system, including an ASEAN trademark and patent 

                                                
 
26 Ulrich Loewenheim, ‘Harmonization and Intellectual Property in Europe’ (1995-1996) 2 CJEL 483. 
27 ‘World Intellectual Property Report’ (1996) vol.10, number 5, at 127-8 (as cited in Assafa 
Endeshaw, Intellectual Property in Asian Emerging Economies: Law and Policy in the Post-Trips Era 
(Ashgate Publishing 2010) 57. 
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office.28 However, up to now, this goal has never been achieved. Despite the adoption 

of various action plans providing a framework for regional IP cooperation, IP 

harmonisation in ASEAN still lags behind schedule. The adoption and 

implementation of some initiatives relating to IP harmonisation has not been 

accomplished before the deadline established in ASEAN IPR Action Plan 2011-2015. 

It is quite obvious that the level of a country’s development has a correlation with IP 

protection. Therefore, one of the major constraints would be a wide development gap 

between ASEAN countries, which results in different levels of IP standards. For 

instance, Singapore, the only developed country in the region, has very strong and 

effective IP laws, whereas other ASEAN countries, particularly the least developed 

country members such as Myanmar, Lao PDR and Cambodia, have weak IP 

protection that still falls below international standards. Consequently, harmonising IP 

laws at the regional level would not be a task that can be achieved easily or in a short 

period of time. Additionally, ASEAN’s practice, also known as the ‘ASEAN Way’, 

could be considered as another impediment. Strongly emphasising national 

sovereignty and non-interference with other states’ affairs would lead to loose 

regional cooperation in the area of IP harmonisation and a low level of 

institutionalisation, and thereby make the harmonisation process fall further behind 

schedule. 

It can be clearly seen that harmonisation of IP laws in ASEAN is still challenging. In 

order to help ASEAN move towards achieving a higher level of IP harmonisation, 

there are many factors, particularly disparity in IP standards among the ASEAN 

members, development gap between the older and newer members as well as 

                                                
 
28 ibid. 
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ASEAN’s practice and institutional structure, that should be seriously addressed. 

These factors have all contributed to limitations for ASEAN to achieve progress in IP 

harmonisation following on the EU footsteps. Therefore, this research aims to answer 

whether there is a need to harmonise IP laws among the ASEAN members. If there is 

a need, and by using a comparative analysis with the EU, the only regional economic 

integration that has successfully achieved a considerable degree of IP harmonisation, 

what would be an effective and appropriate measure for ASEAN to use to devise a 

single regional IP regime. Determining this would finally help ASEAN move towards 

achieving its goal of establishing a well-functioning common market and deeper 

regional economic integration. 

 

1.2 Research Objectives  

1) To study and explain the development of harmonisation of IP laws in the EU 

and ASEAN.  

2) To examine the needs and reasons for a harmonisation of IP law in ASEAN. 

3) To examine the prospect of the harmonisation of IP law in ASEAN by 

considering the disparities in the level of development between the ASEAN 

members and ASEAN’s practice.  

4) To investigate what obstacles ASEAN faces in its attempt to achieve its goal 

in harmonising IP law. 

5) To propose a feasible solution for ASEAN to devise a single regional IP 

system. 
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1.3 Research Questions 

 1) Would it be necessary for ASEAN to harmonise its IP laws between member 

states? 

 2) What would be an effective and appropriate measure to allow ASEAN to move 

towards greater harmonisation of its IP laws at a regional level? 

 

1.4 Research Methodology 

This research will be conducted using a comparative approach to investigate the 

prospect of a harmonisation of IP laws in ASEAN by comparing ASEAN with the 

EU. The research will use a documentary research method based on study and 

analysis of legislation, international agreements, articles, journals, monographs, case 

reports, a policy document from a government/organisation, and websites that relate 

to IP harmonisation in the EU and ASEAN. These legal resources can be accessed via 

library and online databases such as Westlaw, Hein online, and LexisNexis. 

Additionally, many primary and secondary sources in foreign jurisdictions may be 

required. These sources can be accessed via Thai government organisations and 

university libraries in Thailand. The obtained information will be applied and 

analysed in order to investigate the prospect of harmonising IP laws in ASEAN. A 

comparative analysis of the development processes of IP harmonisation in the EU and 

ASEAN will be carried out in order to be able to propose recommendations regarding 

effective measures for ASEAN to pursue to achieve a greater level of IP 

harmonisation and devise a regional IP system.  
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1.5 Research Framework 

This research will focus on the prospect of creating a single regional IP system in 

ASEAN. The research will examine the development and the impact of an IP 

harmonisation at the regional level on various issues, particularly legal and economic.  

Furthermore, the research will fully analyse the development of harmonisation of IP 

law in the EU and see what lessons can be learned to help ASEAN. This research will 

be categorised into six chapters as follows; 

Chapter 1 Introduction 

This chapter will provide research background of the problems concerning the 

developments of a harmonisation of IP laws in ASEAN.  In addition, this chapter will 

demonstrate how harmonising IP standards is important for ASEAN in order to 

establish a genuine common market and be able to compete strongly in the global 

economy, and why ASEAN should create a single regional IP system. In addition, the 

objectives of the study, research questions, methodology and scope of the study and 

contributions are discussed in this chapter.  

 

 Chapter 2 The Significance of Harmonisation of IP Laws 

This chapter will focus on the core concept of IP harmonisation. At the beginning, 

this chapter will discuss the general concept of IP harmonisation. Then, the 

development of IP harmonisation at multilateral, regional, and bilateral levels will be 

examined. The role of dispute settlement mechanism in IP harmonisation will also be 

discussed. Finally, the differences in the legal and economic effects of IP 

harmonisation in developed and developing countries will be analysed. 
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 Chapter 3 The Development of IP Harmonisation in the EU 

This chapter will investigate historical backgrounds and objectives of IP 

harmonisation in the EU in order to demonstrate how this process is significant to the 

establishment of a genuine single market. In addition, the IP system of the EU, which 

was primarily developed through secondary legislations and international agreements 

in six major areas, namely copyright, patents, trademarks, designs, GIs and PVRs, 

will be examined. In order to analyse the overall impact of IP harmonisation in the 

EU, its legal and economic impact will be addressed. 

 Chapter 4 The Development of IP Harmonisation in ASEAN 

In this chapter, the historical background of ASEAN and the objectives of IP 

harmonisation in ASEAN will be examined. Additionally, the development of IP 

protection in ASEAN member states will be addressed. Four major areas of IP rights, 

namely copyright, patents, trademarks, and GIs will be examined. In this section, the 

ASEAN members will be categorised into three groups based on their levels of 

development, ‘developed’, ‘developing’, and ‘least developed’ countries. Moreover, 

cooperation between the ASEAN members in standardising an IP system within the 

region will be addressed. In this section, the adoption of ASEAN IP cooperation 

initiatives, as well as the significant progress and achievement in IP harmonisation in 

ASEAN will be examined.  

 Chapter 5 The Prospect of Devising a Regional IP System in ASEAN 

In order to investigate the possibility of ASEAN having a harmonised system of IP 

protection, major factors that impede the IP harmonisation process need to be 

considered. This chapter will examine diversity gaps among the ASEAN members, 
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particularly the development gap between the older and newer ASEAN member 

countries. ASEAN’s practice, which is commonly known as the ‘ASEAN Way’, as 

well as ASEAN’s institutional structure, will also be addressed. After that, disparity in 

IP protection among ASEAN members will be examined. Finally, feasible solutions 

that would help ASEAN move towards the creation of a harmonised regional IP 

system will be proposed.  

 Chapter 6 Conclusion 

This chapter will present an overall analysis of the research and provide some 

recommendations based on the conclusions reached. 

 

1.6 Research Contribution 

This research contributes to providing a solution for ASEAN to further harmonise its 

IP laws at a regional level through an analysis of the ASEAN members’ IP regimes 

with a view toward the implementation of an overarching harmonised IP system. The 

findings and proposals, which are substantially outlined in Chapter 5, could be used as 

an academic reference for authorities and policy makers to help ASEAN move 

towards a greater harmonisation of IP laws between members and further develop a 

regional IP regime. This thesis also discusses the significance of IP harmonisation to 

cross-border trade and the formation of a common market. Its development at an 

international level and at the EU level are also examined. Ultimately, this research 

contributes to the enhancement of IP protection and enforcement within ASEAN, and 

thus positively affects regional economic growth and prosperity. 
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CHAPTER 2 THE SIGNIFICANCE OF HARMONISATION OF IP LAWS 

 

In examining the significance of IP harmonisation to international trade, this chapter 

will first investigate the general concept of harmonisation of law in the field of IP. 

Then, the development of IP harmonisation at various levels, namely multilateral, 

regional, and bilateral levels will be explored. After that, both legal and economic 

effects of IP harmonisation in the perspective of developed and less-developed 

countries will be examined. As discussed in the previous chapter, the purpose of this 

research is to investigate whether it is necessary for ASEAN to harmonise its IP laws 

at a regional level and what would be a feasible way for ASEAN to achieve a greater 

level of IP harmonisation. Therefore, the results of the analysis conducted in this 

chapter will show that there is a need for ASEAN to harmonise IP laws between the 

member states. IP has been used as an important tool to promote economic growth 

and the establishment of knowledge-based economy. The development of IP 

harmonisation at all levels has provided significant legal and economic impacts on the 

countries involved and thereby facilitating cross-border trade. More consistency in IP 

standards can help enhance legal certainty, and thereby provide more investment 

friendly environment. This could help provide various economic benefits such as 

increased GDP and employment, attract FDI, and technology transfer. Furthermore, 

this chapter also provides available harmonisation methods and approaches that 

ASEAN can adopt to pursue a greater level of IP harmonisation. 

2.1 The Concept of Harmonisation of IP 

Various legal scholars and policy makers have used the term ‘harmonisation’ to refer 

to a process of creating a common standard in a particular area of law. Harmonisation 
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is derived from the word ‘harmonise’ which is defined in the Oxford English 

Dictionary as ‘make or form a pleasing or consistent whole’. The concept of 

harmonisation of law can refer to both the harmonisation of various legislation within 

one legal system and the harmonisation of laws between different legal systems.1 In 

other words, the harmonisation of law can occur at both domestic and international 

levels. However, a prominent example can be found in regional and international 

levels.2 Harmoisation of laws of different countries was defined as ‘replacing, to 

respective degrees, the existing national laws with common rules’.3 This process has 

always taken place between countries since disparity of laws is considered as obstacle 

to trade.4 When laws between countries are harmonised, the disparities in law and 

enforcement would decrease. Therefore, a higher level of legal certainty and 

predictability would be achieved, and thereby facilitate cross-border trade. Based on 

these advantages, there have been continuous efforts from regional integrations such 

as the EU and institutions such as the United Nations Commission on International 

Trade Law (UNCITRAL) and International Institute for the Unification of Private 

Law (UNIDROIT) to achieve the harmonisation of laws.5 The level of harmonisation 

can range from minimum harmonisation to complete harmonisation. 6  Under the 

minimum harmonisation approach, it leaves some discretion to member states to 

                                                
 
1 Michael G. Faure, ‘The Harmonization, Codification and Integration of Environmental Law: A 
Search for Definitions’ (2000) 9 Eur Envt’l L Rev 174, 174. 
2 Gülüm Bayraktaroglu, ‘Harmonization of Private International Law at Different Levels: 
Communitarization v. International Harmonization’ (2003) 5 Eur J L Reform 127, 127.  
3 Marcel Fontaine, ‘Law harmonization and local specificities – a case study: OHADA and the law of 
contracts’ (2013) 18 Unif. Law Rev 50, 50. 
4 ibid. 
5 ibid. 
6 For a more detailed analysis, see Bartlomiej Kurcz, ‘Harmonisation by means of Directives - never-
ending story?’ (2001) European Business Law Review 287. 
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adopt higher standard than minimum standard. Whereas no derogation is allowed 

from member states under the complete harmonisation.7   

Harmonisation is often pursued in certain areas of laws, particularly IP law. There 

were movements towards IP harmonisation dating back 100 years. 8  It can be 

considered as a process that continuously occurs at various levels, namely 

multilateral, regional and bilateral levels. The definition of ‘harmonisation’, however, 

is not clear.  Peter Drahos describes the process of IP harmonisation as a ‘global IP 

ratchet’.9 In his view, the ratchet for IP rights moves only in one direction and is 

controlled by industrialised countries like the US and those in the EU.10 In addition, it 

was opined that since the IP standard always flows outward from developed countries, 

the harmonisation of IP law can be defined as ‘a means adopted by stronger nations of 

imposing higher standards of IP on nations in a poorer bargaining position’. 11 

According to him, IP harmonisation could be identified as the adaptation or 

implementation of the higher level of IP standard imposed by developed countries on 

developing countries.  

The harmonisation of IP rights usually occurs at an international level. In the era of 

globalisation, IP rights have become an important factor in the global economy. IP 

laws can be used as a tool to promote the creativity of artistic works and technological 

advancement.12 However, in order to achieve this goal, effective and adequate IP 

                                                
 
7 ibid. 
8 Commission on Intellectual Property Rights, ‘Integrating Intellectual Property Rights and 
Development Policy’ (Report of the Commission on Intellectual Property Rights, 2002) 5. 
9 Peter Drahos ‘Intellectual Property and Pharmaceutical Markets: A Modal Governance Approach’ 
(2004) 77 Temp L Rev 401, 406. 
10 Owen Morgan, ‘Harmonisation of Intellectual Property: Issues in the South Pacific’ (2010) 4 Int J of 
Bus Glob 237, 247. 
11 ibid 237. 
12 WIPO, Understanding Copyright and Related Rights (WIPO Publication 2005) 4. 
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protection is required. In the EU, appropriate level of IP protection is considered as 

essential factor in promoting growth and competitiveness of the EU economy.13 On 

the contrary, a weak and ineffective IP standard could result in a limitation of 

economic growth and development of a country. Excessively weak IP protection 

could reduce innovation since it fails to provide investors with adequate returns.14 

Therefore, developed countries, in particular the US and those in the EU, are willing 

to strengthen IP protection at the international level in order to protect their economic 

interests and nationals’ rights. In addition, developed countries tend to promote 

harmonisation of IP laws by encouraging developing countries to upgrade their IP 

standards in accordance with the level of developed countries regardless of their 

needs, interests and capacities. 15  Although the reformation of law may be 

burdensome, developing countries tend to adopt higher levels of IP protection in the 

hope that IP would help generate economic growth. That said, by having an adequate 

and effective IP standard, developing countries expect that it would help attract a 

greater number of foreign investment.16 If foreign direct investment (FDI) increases, 

developing countries as host states would directly benefit  in various ways, such as in 

increased technological transfer, improvements in human capital and institutions, and 

stimulating domestic investment. 17  Notwithstanding, there are some cases where 

developing countries may not really want to amend their laws in accordance with 

                                                
 
13 Florence Hartmann-Vareilles, ‘Intellectual property law and the Single Market: the way ahead’ 
(2014) 15 ERA Forum 159, 159. 
14 Keith E. Maskus, ‘Intellectual Property Rights and Economic Development’ (2000) 32 Case W Res J 
Int’l L 471, 474 <http://scholarlycommons.law.case.edu/jil/vol32/iss3/4> accessed 20 April 2016.  
15 Morgan (n 10) 245. 
16 Emmanuel Hassan, Ohid Yaqub, and Stephanie Diepeveen, ‘Intellectual Property and Developing 
Countries: A review of the literature’ (Prepared for the UK Intellectual Property Office and the UK 
Department for International Development, RAND Cooperation 2010) 4. 
<http://www.rand.org/content/dam/rand/pubs/technical_reports/2010/RAND_TR804.pdf> accessed 23 
December 2015. 
17 Shiva S. Makki and Agapi Somwaru, ‘Impact of Foreign Direct Investment and Trade on Economic 
Growth: Evidence from Developing Countries’ (2004) 86 Am J Agr Econ 795, 795. 
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international standards. Under the pressure from developed countries, developing 

countries have been pushed to adopt strict IP regimes that may not match their needs 

and interests. When a national IP system is locked to other countries’ models, 

flexibility in devising and developing its own IP policy will dramatically decrease. 

This could result in a loss of the potential benefits that could derive from having 

appropriate IP standards. 

All in all, there is no clear definition of IP harmonisation. However, according to 

international practices, the process of IP harmonisation is likely to occur at an 

international level and has been used as a tool by developed countries to impose their 

IP standards on other states which usually have less bargaining power or ability to 

protect their own economic interests. The outcome is usually a higher level of IP 

protection and greater enforcement in less-developed countries.  

 

2.2 The Development of IP Harmonisation 

In the era of globalisation, it is acknowledged that IP rights play an important role in 

stimulating the creation of knowledge, invention and technological development, 

which are considered as crucial factors in generating economic growth of a country. 

There have been ongoing attempts to harmonise and strengthen IP systems 

worldwide. The WIPO (World Intellectual Property Organization), WTO (World 

Trade Organization), including industrialised countries have been playing major roles 

in standardising IP rights at the international level through international trade and IP 

agreements. The development of IP law harmonisation occurs at the three levels 

described below.  



   18 

2.2.1 Multilateral Level 

2.2.1.1 IP Harmonisation through WIPO-Administered Treaties  

The WIPO is regarded as one of the primary international institutions dealing with IP 

rights. WIPO was established in order to develop an international legal IP framework 

at the multilateral level to promote IP rights and satisfy the need to have effective 

international protection of IP. To achieve these goals, several agreements on IP 

administered by WIPO have been ratified and amended since 1883 to govern various 

types of IP rights, particularly copyright, patents and trademarks. Some treaties such 

as the Paris and Berne Convention harmonised both substantive and procedural rules, 

which could help standardise both substantive and procedural aspects of the national 

IP laws of the contracting states. Meanwhile, some other treaties, particularly the 

Patent Cooperation Treaty (PCT), the Madrid Agreement and the Madrid Protocol, 

harmonised procedures for filing patents and trademarks in multiple countries, 

whereas substantive laws in these areas were not addressed and were left 

unharmonised. Although the ratification of these treaties did not result in complete 

harmonisation, international IP standards at certain levels have been established with 

strong and continuous support of the WIPO. Moreover, these WIPO-administered 

treaties can help facilitate nationals of the contracting states obtaining IP protection in 

foreign countries, and thereby promote IP harmonisation at the multilateral level 

together with generating economic growth and development among the contracting 

states. In addition, it also encourages harmonisation at regional levels since some 

agreements allow intergovernmental organisations to become party to the agreements. 

Therefore, it would be true to say that a certain degree of IP harmonisation at the 

multilateral level has been achieved through the adoption of international IP 

agreements with strong support from WIPO. One issue to note is that compared with 
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the WTO, dispute settlement mechanism of WIPO is quite weak.18 There is no ‘full-

scale dispute resolution mechanism’ to deal with international disputes over IP.19 

Unlike WTO, WIPO contains no dispute settlement mechanism to deal with non-

compliance with treaties.20 Consequently, failure of the member states to implement 

IP standards in accordance with WIPO-administered treaties can not be challenged.21  

Among various WIPO-administered treaties that have been adopted, there are seven 

agreements that play an essential role in shaping an international legal framework for 

IP rights.  These agreements are the Paris Convention for the Protection of Industrial 

Property, Berne Convention for the Protection of Literary and Artistic Works, Rome 

Convention for the Protection of Performers, Producers of Phonograms and 

Broadcasting Organisations, Patent Cooperation Treaty, WIPO Copyright Treaty, 

Protocol Relating to the Madrid Agreement Concerning the International Registration 

of Marks, and International Convention for the Protection of New Varieties of Plants. 

 

 (a) The Paris Convention for the Protection of Industrial Property (Paris 

Convention) 

The Paris Convention, the first IP agreement administered by WIPO, was adopted in 

1883. It was the first international agreement dealing with the protection of industrial 

                                                
 
18 Fukunaga Yoshifumi, ‘Enforcing TRIPS: Challenges of Adjudicating Minimum Standards 
Agreements’ (2008) 23 Berkeley Tech LJ 867, 869. 
19 Andrew Larrick, ‘Resource Guide for Researching Intellectual Property Law in an International 
Context’ 
<http://library.law.columbia.edu/guides/International_Intellectual_Property#Arbitration_and_Mediatio
n.2C_and_Dispute_Resolution_for_Domain_Names> accessed 9 June 2016. 
20 Graham Dutfield, Intellectual Property, Biogenetic Resources and Traditional Knowledge 
(Routledge 2010) 132. 
21 ibid. 
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property. The agreement was reached in order to facilitate the grant of industrial 

property rights covering inventions (patents), trademarks and industrial designs.22 

Currently, the Convention has 176 contracting states.23 Before the existence of the 

Paris Convention, obtaining protection in the area of industrial property rights was 

quite difficult due to disparities in national IP laws of each country.24   

By virtue of Articles 2 and 3 of the Paris Convention, the principle of national 

treatment was established. This means that when an applicant files an application for 

patent or trademark protection in a foreign country that is a party to the convention, 

the applicant will receive the same treatment as nationals of that country. In addition, 

when IP rights are granted, the owners will be accorded the same standard of 

protection and the same legal remedies if there is an infringement of their IP rights as 

if they were national owners of these rights. The principle of most-favoured nation 

(MFN) was not included in the Paris Convention.25  However, the existence of a 

national treatment principle ensured that each contracting state will afford the same 

protection to foreigners of other contracting states as to its own nationals.26 

According to Article 4 of the Convention, apart from standardising IP standards in the 

member states of the union, the Paris Convention also provided the right of priority, 

otherwise known as the ‘Convention priority right’, ‘Paris Convention priority right’, 

                                                
 
22 WIPO, ‘WIPO Treaties - General Information’ <http://www.wipo.int/treaties/en/general/> accessed 
6 January 2013 
23 WIPO, ‘Contracting Parties’ <http://www.wipo.int/treaties/en/ShowResults.jsp?treaty_id=2> 
accessed 7 October 2015. 
24 WIPO, WIPO Intellectual Property Handbook: Policy, Law and Use (WIPO Publication 2004) 241. 
25 Ruth L. Okediji, ‘Public Welfare and the International Patent System’ in Ruth L. Okediji and Margo 
A. Bagley (eds), Patent Law in Global Perspective (OUP 2014) 22. 
26 ibid. 
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or ‘Union priority right’.27 This means that when an applicant, who is eligible for the 

Convention benefits, files a first regular application for patent, trademark or industrial 

design protection in any member state of the union, the applicant can file a subsequent 

application in other member countries and use the filing date of the first application as 

the effective filing date of the subsequent applications. This provides benefits to all 

the patent, trademark, and industrial design applicants in the countries that are 

contracting states to the Paris Convention. That said, these applicants would be 

prioritised over other applicants who would like to file applications for the same or 

closely similar invention, mark or industrial design in that country. Furthermore, in 

the context of patent protection, the convention priority right is quite important since 

the novelty of the invention within the member countries will be preserved during the 

priority period regardless of the type of novelty-destroying events.28 

The Paris Convention also provides common rules covering various areas such as 

patents, trademarks, industrial designs, trade names, and unfair competition that all 

the contracting states are obliged to follow.29 However, the Convention provides very 

limited provisions addressing substantive laws and minimum standards of protection. 

Therefore, areas such as the determination of most aspects of patent law and the 

conditions for the filing and registration of marks are left to the domestic law of each 

contracting state to address. This can still lead to a disparity in the level of protection 

of industrial rights among the contracting states. The limited substantive provisions is 

one of the major criticisms of the Paris Convention. Due to the lack of an established 

                                                
 

27 Seth M. Reiss, ‘Commentary on the Paris Convention for the Protection of Industrial Property’ 
(OUP and the Center of International Legal Studies, 2008 – 2010) 4 <www.lex-ip.com/Paris.pdf> 
accessed 6 January 2013. 
28 ibid. 
29 WIPO, ‘Summary of the Paris Convention for the Protection of Industrial Property (1883)’ 
<http://www.wipo.int/treaties/en/ip/paris/summary_paris.html> accessed 6 July 2016. 
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level of minimum standard of protection, a contracting state may deny to grant 

protection as long as it does not violate the national treatment principle.30  

Generally, the Paris Convention provides a flexible framework in the area of 

industrial rights. Although this did not lead to a high degree of harmonisation, the 

Paris Convention is an important first step toward IP harmonisation, particularly in 

the area of patents and trademarks at the global level. The existence of the national 

treatment principle could help eliminate discrimination at the national level by 

requiring the contracting states to provide the same industrial rights protection to 

foreigners as they provide to their own nationals. These common standards can also 

help develop consistency of certain levels of industrial rights protection among the 

contracting parties. This outcome can lead to further development in the IP 

harmonisation process at the international level in other areas of IP rights. 

 (b) The Berne Convention for the Protection of Literary and Artistic 

Works (Berne Convention) 

The Berne Convention for the Protection of Literary and Artistic Works, usually 

known as ‘the Berne Convention’, is an IP agreement that governs copyright 

protection. It was concluded in 1886 and the resulting agreement has been ratified by 

more than 168 countries.31 It is considered  to be the first international agreement that 

brings copyright into the international arena. 32  Instead of providing uniform 

international protection covering all aspects of copyright, the Berne Convention sets 

                                                
 
30 Jay Dratler and Stephen M. McJohn, Intellectual Property Law: Commercial, Creative, and 
Industrial Property (Law Journal press 1991) 1-100. 
31 WIPO, ‘WIPO-Administered Treaties’ 
<http://www.wipo.int/treaties/en/ShowResults.jsp?treaty_id=15> accessed 7 October 2015. 
32 WIPO, ‘WIPO Treaties - General Information’ (n 22). 
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forth minimum standards of copyright protection, such as types of work protected, 

scope of exceptions and limitations, and duration of protection, while allowing the 

contracting parties to provide more extension protection.33 It also provides that the 

creation of an expressive work is automatically protected without requiring 

registration or notice a condition to copyright protection. 34  Despite subsequent 

revisions, its basic structure remains unchanged.35 Compared to the Paris Convention, 

the Berne Convention is ‘a more complete legal instrument’.36 It  is considered  to be 

a model and a template for other international copyright law and related rights 

conventions.37  

Similar to the Paris Convention, there was no MFN provision in the Berne 

Convention. 38  One of the most important principles underlining under the Berne 

Convention is the principle of national treatment. The national treatment provision 

essentially provides an ‘equal protection clause of international copyright law’.39 The 

national treatment principle was established in order to broaden international 

copyright protection.40 According to Article 5 of the convention, there is an obligation 

to give the same protections in other member countries as  given to works originating 

in one of the member countries. In other words, subject to some limitations, member 

countries are obliged to provide the same copyright protection to nationals of other 
                                                
 
33 Junji Nakagawa, International Harmonization of Economic Regulation (OUP 2011) 144. 
34 Frederick M. Abbot, ‘Intellectual Property Rights in World Trade’ in A. Guzman and A. Sykes (eds), 
Research Handbook in International Economic Law (Edward Elgar 2007) 452. 
35 Jane C. Ginsburg and Edouard Treppoz, International Copyright Law: U.S. and E.U. Perspectives: 
Text and Cases (Edward Elgar Publishing 2015) 20. 
36 Abbot (n 34) 451. 
37 Ginsburg and Treppoz (n 35) 21. 
38 Susy Frankel, Test Tubes for Global Intellectual Property Issues: Small Market Economies 
(Cambridge University Press 2015) 35. 
39 Graeme B. Dinwoodie, ‘The Development and Incorporation of International Norms in the 
Formation of Copyright Law’ (2001) 62 Ohio St L J 733, 737. 
40 Monica E. Antezana, ‘The European Union Internet Copyright Directive as Even More Than it 
Envisions:Toward a Supra-EU Harmonization of Copyright Policy and Theory’ (2003) 26 BC Int’l & 
Comp L Rev 415, 419. 
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contracting states as they provide to their own nationals. This can facilitate nationals 

of the contracting parties to obtain copyright protection outside their national borders.  

Although the Berne Convention did not result in a complete harmonisation of 

copyright laws, it can help to increase the level of certainty in copyright protection 

and make efforts to standardise copyright protection in the contracting states more 

consistent with each other. In addition, by providing harmonised substantive and 

procedural rules pertaining to copyright protection, it can facilitate the protection of 

artistic works at the international level.  An author in one of the member country can 

automatically obtain copyright protection in other member countries in the same way 

as in their own countries. Thus, this could ensure that local authors from member 

countries would be able to enjoy economic benefit from outside their countries. 

(c) The Rome Convention for the Protection of Performers, Producers of 

Phonograms and Broadcasting Organizations (Rome Convention) 

The Rome Convention for the Protection of Performers, Producers of Phonograms 

and Broadcasting Organizations is generally referred to as ‘The Rome Convention’. It 

was concluded in 1961 and the resulting agreement came into effect in 1964. To date, 

there are 92 contracting states.41  The Convention was established to deal with the 

protection of rights related to copyright in response to technological advancement, 

especially the development of the phonogram industry.42 The protection of related 

rights was created in order to protect ‘people or organisations that add substantial 

                                                
 
41 WIPO, ‘Contracting Parties’ <http://www.wipo.int/treaties/en/ShowResults.jsp?treaty_id=17> 
accessed 3 April 2016. 
42 The International Bureau of WIPO, ‘International Protection of Copyright and Related rights’, 7 
<http://www.wipo.int/export/sites/www/copyright/en/activities/pdf/international_protection.pdf> 
accessed 13 October 2015. 
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creative, technical or organisational skill in the process of bringing a work to the 

public’.43 In other words, the Rome Convention aims to protect particular persons and 

legal entities involved in making works available to the public rather than protecting 

the works themselves. Therefore, performers can enjoy the protection of their 

performances, producers of phonograms the protection of their recordings, and radio 

and broadcasting organisations the protection of their programmes. The protection is 

also extended to persons or legal entities who produce subject matter that does not 

otherwise qualify for copyright protection under national law, but which contains 

sufficient skill to fulfil the requirements of ‘a copyright-like property right’.44 

The Rome Convention is considered to have been the first agreement to deal with the 

protection of related rights.45 The nature of the Rome Convention is quite different 

from other conventions. It was established to set a new international standard in an 

area that barely existed at the national level at the time, whereas the goal of other  

conventions was to syntesise then-existing national regulations. 46  Hence, it was 

typically referred to as a ‘pioneer convention’. 47 Since then, many countries have 

become more concerned about the protection of related rights and eager to implement 

regulations dealing with this issue.48 Article 1 of the Convention clearly states that the 

protection granted under the Rome Convention will not interact with and affect the 

protection of the copyright of literary and artistic works. This is also known as a 

                                                
 
43 Introduction to IP (DL-101), World IP Organization/WIPO Worldwide Academy, Module 3: Related 
Rights, 2 (as cited in Alhaji Tejan-Cole, ‘International Copyright Law – PART II: The Rome 
Convention, 1961 (International Convention for the Protection of Performers, Producers of 
Phonograms and Broadcasting Organisations)’, 1 <http://www.belipo.bz/wp-
content/uploads/2011/12/romeconvention.pdf> accessed 5 April 2016. 
44 The International Bureau of WIPO (n 42) 16. 
45 ibid 17. 
46 ibid. 
47 WIPO, WIPO Intellectual Property Handbook: Policy, Law and Use (n 24) 319. 
48 ibid 



   26 

‘safeguard clause’.49 In other words, the provisions under the Rome Convention could 

not be interpreted in a way that prejudices copyright protection. Therefore, when 

copyrighted work requires the authorisation of the author, this will not be affected by 

the Rome Convention.50 Similar to the Berne Convention, the principle of national 

treatment is firmly established in the Rome Convention. National treatment should be 

granted to performers, producers of phonograms and broadcasting organisations if the 

required conditions are met in accordance with Articles 4, 5 and 6. However, 

according to Article 2(2), national treatment is subject to the minimum standard of 

protection and the limitations provided under this Convention.  To become party to 

the Rome Convention, states must be members of the United Nations (UN), as well as 

the Berne Convention or the Universal Copyright Convention. Since various 

requirements have to be met in order for a country to become a contracting party of 

this Convention and there is a clear link between the Rome Convention and other 

Copyright Conventions, the Rome convention is sometimes referred to as a ‘Closed’ 

Convention.51 

The Rome Convention is considered to be an important Convention that sets the 

international standard of protection of related rights. Apart from granting protection to 

actual works, this Convention encourages the world to be more concerned about the 

rights of performers, producers of phonograms and broadcasting organisations. As a 

result, a standard for the protection of related rights could be established at both the 

national and international levels. However, since the contracting states of the Rome 

Convention must not only be members of the UN but also of the Berne Convention or 

                                                
 
49 The International Bureau of WIPO (n 42) 8. 
50 WIPO, WIPO Intellectual Property Handbook: Policy, Law and Use (n 24) 315. 
51 The International Bureau of WIPO (n 42) 8. 
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the Universal Copyright Convention, this could result in there being fewer contracting 

parties compared with other conventions, and this could potentially reduce the degree 

of harmonisation of the related rights protection at an international level.  

 (d) The Patent Cooperation Treaty (PCT) 

The PCT came into force in 1978.  There are now 148 contracting parties.52 It is 

considered to be ‘a special agreement under the Paris Convention’. 53  Only the 

countries that are members of the Paris Convention can enter into the treaty.  The 

PCT was  created  to complement the Paris Convention.54 The purpose of this Treaty 

is to reduce duplication of patent application filings and examinations by patent 

offices at the national level. In order to obtain a patent under the national patent 

system, applicants need to file applications in every country that they would like to 

obtain protection.55 This is time-consuming for both applicants and patent offices. As 

a result, they would have to spend much time preparing to file applications in each 

country since each country’s forms are usually different and in different languages. 

This would also increase the expense for applicants. Furthermore, patent offices in 

each country would have to consider every single patent application and examine 

whether they meet all the criteria of patentability.56 The international patent procedure 

was established under the PCT in order to address these problems. Therefore, the PCT 

is considered the most significant advance in international cooperation in patents 

                                                
 
52 WIPO, ‘Contracting Parties’ 
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since the adoption of the Paris Convention. 57  Pursuant to the PCT, filing an 

application at the local national office establishes the priority date. In order to obtain 

patent protection in other contracting states, the applicant is required to file only one 

application within the priority year (within one year from the priority date established 

upon filing at the local national office). As provided by the Paris Convention, this is 

accomplished by using an application in the identical form and the same language as 

originally submitted to his national patent office.58 In addition, a single patent office 

was established to examine international patent applications. However, international 

applications can also be filed at national patent offices and international bureaus, 

which may act as  receiving offices.59  

A PCT application would be processed through two background stages, namely an 

international phase and a national or regional phase. In the international phase, PCT 

applications are subject to both search and examination, and an International 

Preliminary Report on Patentability (IPRP) is issued for all PCT applications. It 

should be noted that the IPRP is a non-binding opinion given based on the core 

patentability requirements, namely novelty, inventiveness and industrial 

applicability.60 Although it is non-binding, it provides a useful assessment for the 

applicant to consider when deciding whether or not to continue the process by 

entering the national or regional phase. In the national or regional phase, the 

applications are examined by each country to decide whether or not a patent should be 

granted.  

                                                
 
57 ibid. 
58 ibid 283-284. 
59 ibid 278. 
60 WIPO, Summaries of Conventions, Treaties and Agreements Administered by WIPO (WIPO 2013) 
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The conclusion of the PCT can be regarded as another significant step toward 

harmonisation of the patent system at the international level. Nevertheless, this could 

be considered as partial harmonisation. The PCT system only provides a uniform 

procedure in filling patent application. The decision whether to grant or reject a patent 

is left to the national patent system of each contracting state subjecting the 

patentability to disparities in national patent laws. However, by providing a 

centralised search and examination process before entering the national or regional 

phase, it can provide an applicant useful information for assessing the prospect of 

getting a patent granted. This could help save both cost and time which would 

otherwise be incurred in preparing and filing separate applications in multiple 

countries. In addition, patents are considered to provide economic incentives that 

encourage knowledge and technological development. Therefore, the number of 

patent applications would tend to increase substantially since the PCT facilitates 

individuals obtaining international patents in a practical way. The PCT seems likely to 

go much further than the Paris Convention. By establishing an international patent 

filing system, the certainty of patent protection at the international level would 

increase. Additionally, it would be beneficial to the contracting parties, especially 

developing countries, since the PCT could enhance the opportunities to access new 

inventions and technology.61 It would also help relive burden of conducting patent 

examination in developing countries.62 By offering a relatively low cost for inventors 

to obtain carefully examined patents in various countries, it could provide incentive 
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for innovation in developing countries.63  Thus, this could help the harmonisation of 

patents in more effective ways. 

 (e) The WIPO Copyright Treaty (WCT) 

Due to technological developments, there is a need to reform the copyright law. The 

WCT was adopted in response to the challenges of the internet and digital 

technology.64 Moreover, due to a strong concern over harmonising global copyright 

laws, apart from extending copyright protection into the digital domain, this treaty 

was  adopted in order to standardise copyright law at the international level.65  Since 

this treaty was agreed to after the adoption of an Agreement on Trade-Related 

Aspects of Intellectual Property Rights (TRIPs), it  aims to address areas that are not 

covered by TRIPs.66  Although the WCT may not provide as significant international 

influence as TRIPs, it can provide guidelines that significantly influence law reform 

in copyright law.67 The Treaty entered into force in 2002. Currently, there are 94 

contracting parties.68 Apart from allowing the Member States of WIPO to become 

parties to this treaty, an intergovernmental organisation is also acceptable as party to 

the treaty in accordance with Article 17 of the WCT. Currently, the EU is a party to 

the WCT. Other intergovernmental organisations may be admitted to become party to 
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the Treaty.69 

The WCT is considered to be a special agreement ratified within the scope of Article 

20 of the Berne Convention. Article 1 of the WCT clearly sets forth that the 

interpretation of the WCT, which may result in lowering the standard of protection 

provided under the Berne Convention, is not acceptable. This means that if the level 

of copyright protection provided under the WCT is higher than the Berne Convention, 

it would not be contrary to Article 20 of the Berne Convention. Additionally, it is 

undeniable that the WCT was adopted in respect to the Berne convention, since 

Article 1(4) of the treaty clearly states that ‘Contracting parties shall comply with 

Articles 1 to 21 and the Appendix of the Berne Convention’. Furthermore, the 

existence of the WCT will not derogate from any obligations provided under the 

Berne Convention in accordance with Article 1(2). The WCT aims to ensure effective 

copyright protection, which builds on copyright standards set out under the Berne 

Convention. More importantly, in order to increase effectiveness of harmonisation, 

this treaty was ratified to cover other areas of copyright law in response to the digital 

era. This would extend copyright protection to cover new types of work and thus 

increase the level of copyright protection at the international level. Furthermore, 

allowing intergovernmental organisations to become parties to the treaty would help 

promote the harmonisation of IP rights, particularly in the area of copyright at the 

regional level. This would enhance the possibility of harmonising copyright law at a 

regional level since regional integration organisations could become contracting 

parties to the treaty. Therefore, the common goal of achieving a certain level of 

copyright harmonisation in the region could be achieved. 
                                                
 
69 WIPO, ‘Summary of the WIPO Copyright Treaty (WCT) (1996)’ 
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(f) The Protocol Relating to the Madrid Agreement Concerning 

International Registration of Marks (Madrid Protocol) 

The Protocol Relating to the Madrid Agreement Concerning the International 

Registration of Marks, known as the ‘Madrid Protocol’ came into effect in 1996. 

Currently, it consists of 97 contracting states.70 The Madrid Protocol was  adopted in 

order to govern the system of international registration of marks. Additionally, the 

major purpose of this agreement was to make the Madrid system more widely 

acceptable.71 The Madrid system was initially established in 1891 and functions under 

the Madrid Agreement, which was  created  to harmonise standards and procedures in 

registering trademarks. However, some countries playing important roles in trademark 

fields, such as the UK and US were not part of the agreement at that time. Therefore, 

in order to make the Madrid system more acceptable and effective, the Madrid 

Protocol provides more options than the Madrid Agreement.  The Madrid system for 

the International Registration of Marks is generally governed by both the Madrid 

Agreement and the Madrid Protocol. The countries that would like to participate in 

the Madrid System can accede either to the Madrid Agreement or to the Madrid 

Protocol. Nevertheless, it has been pointed out that most new members prefer to join 

the Madrid Protocol, which is more modern.72  

By setting up international registration of marks, it provide a means for the owner of 

the mark to have his trademark protected in the several countries that are members to 

the Madrid system by directly filing one application in one language at his own 
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national or regional trademark office. 73  It should be noted although termed as 

international registration, the rights granted are a bundle of national rights. However, 

as an alternative to pursuing a national procedure, the Madrid system could help 

facilitate and simplify the trademark registration process in multiple countries. By 

allowing an applicant to register a trademark in several countries with one single 

procedure, it would help the applicant save the time and cost which would normally 

be spent filing applications in each country. Furthermore, the opportunity for an 

intergovernmental organisation which has an office for registering marks with effect 

in its territory to become a contracting party if the required conditions are fulfilled,74 

would help enhance the possibility of trademark harmonisation at other levels, 

particularly the regional level. For instance, since the EU is a contracting party to the 

Madrid Protocol, it would be possible for an applicant to designate the EU in an 

international registration application and thereby obtain a European Union 

Trademark, which would be effective throughout the EU. 

The Madrid Agreement and the Madrid Protocol, which provide harmonised rules 

governing trademark registration procedures, cannot  be  classified or considered to be  

substantive harmonisation treaties.75 Although they provide a means for an applicant 

to obtain trademark protection in multiple countries with a single application, filed 

with a single office, in one language and with one set of fees, the decision  on whether 

or not to grant trademark protection still remains the right of each country or 

contracting party designated for protection. Due to disparities in national trademark 
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legislation of each country, the outcome of an application might vary. Consequently, 

this can only be considered to be partial harmonisation. However, the establishment 

of the Madrid system can be regarded as a significant step toward trademark 

harmonisation at a multilateral level. An increasing number of contracting parties 

demonstrates that the Madrid System is arguably an effective route to obtain 

international trademark registration, and thereby promote trademark harmonisation at 

a multilateral level.  

(g) International Convention for the Protection of New Varieties of Plants 

(UPOV Convention) 

The UPOV Convention was first adopted in 1961 in order to provide an effective sui 

generis system of plant variety protection and encourage the development of new 

varieties of plants. This created international harmonised standards for plant variety 

protection. Stronger emphasis was given to breeders’ rights.76 To protect better the  

interests of commercial plant breeders, the UPOV Convention was amended several 

times, which took place in 1972, 1978 and 1991. Currently, it has 74 contracting 

states.77 By acceding to UPOV Convention, all breeders in UPOV contracting states 

enjoy the same level of protection. Having a harmonised effective sui generis system 

for plant variety protection at international level can help reduce barriers to trade and 

stimulate transfer of technology.78 
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According to TRIPs, WTO members are required to protect new plant varieties using 

patent rights, a sui generis system or some combination thereof. Most of the WTO 

members preferred to adopt a sui generis system, which provides more flexibility in 

designing system for such protection. 79  However, it was argued that the UPOV 

system is inappropriate for developing countries. 80  Adopting UPOV 1991 can 

adversely affect food security in developing countries.81 Strengthening plant breeders’ 

rights can have a negative impact on small-scale farmers to save, use and exchange 

seeds.82 It was suggested that developing countries should develop an alternative sui 

generis plant variety system that is consistent with TRIPs requirements and suitable 

for the seed and agricultural systems in their countries.83  

Generally, the UPOV Convention can help standardise plant variety protection at 

international level. However, UPOV’s one-size-fits-all system might not be the best 

solution for harmonising plant variety protection globally. It is still controversial 

whether this system is suitable for all counties whose conditions vary considerably. 

This has led to further development in designing an alterative harmonised plant 

variety system that is suitable for developing countries. 
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2.2.1.2 IP Harmonisation through International Trade Agreements 

Significant developments in IP harmonisation have been the result of international 

trade agreements such as the General Agreement on Tariffs and Trade (GATT) and 

the Agreement on Trade-Related Aspects of IP rights (TRIPs). Initially, the GATT 

took an important step toward tying IP issues with international trade, and this made 

IP rights, which had traditionally been a matter of national concern, one of the 

essential issues in the international trade arena. After that, when the world had  

become more concerned about strengthening IP protection in order to promote 

technological development and economic growth, the TRIPs agreement was  adopted 

and used as an important tool in efforts to standardise IP laws at the international 

level. Since IP protection varies from state to state due to the varying levels of 

development in different countries, an attempt to harmonise IP through TRIPs has 

been made to fulfil the needs of the contracting states, particularly developing and 

least developed countries. Rather than solely impose an obligation on the contracting 

parties to improve their IP standards in accordance with the TRIPs, an extra transition 

period was granted to developing and least developed countries to implement the 

TRIPs into their national laws. Developed countries were also obliged to provide 

assistance to developing and least developed countries in order to facilitate the 

implementation of the TRIPs agreement. Consequently, it is undeniable that the 

GATT and TRIPs are considered to be the most important international trade 

agreements  leading to the establishment of a framework for global harmonisation of 

IP protection. A certain level of IP harmonisation at the international level would not 

be possible  without the establishment of the GATT and TRIPS Agreements. 
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 (a) The General Agreement on Tariffs and Trade (GATT) 

The GATT was a multilateral agreement dealing with international trade. It was 

established in 1947 and lasted until 1994, when it was replaced by the WTO in 1995. 

According to its preamble, the aim of the GATT was to reduce and eliminate tariffs 

and other barriers to world trade. Although the GATT was known to be an agreement, 

in reality, it functioned as an organisation. Eight rounds of trade negotiations were 

conducted during it existence, 84  the most significant of which was the Uruguay 

Round, since it was in this particular negotiation that the WTO was created and the 

issue of IP rights was first addressed. 

The WTO, which is considered to have been the successor to the GATT,85 came into 

being in 1995. It was established in order to implement the GATT, set and enforce 

rules governing international trade, provide a forum for negotiating the further 

reduction of trade barriers, and set policy for the resolution of trade disputes.86 There 

are currently 162 member countries.87 According to the preamble to the Agreement to 

establish the WTO, the purpose of its establishment was to reduce barriers to trade 

and promote free trade. Although the objectives of the WTO were the same as those 

of the GATT, the WTO extended its focus to other areas of international trade, such 

as foreign investment and IP rights, rather than solely focusing on goods. 

The issue of IP protection emerged from multilateral negotiations in the Uruguay 

Round of the GATT in response to the effect of technological advancements and the 
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globalisation of commercial transactions in the world economy, which stimulated the 

need for stronger IP protection.88  In other words, the GATT was concerned with 

strengthening IP rights to promote an adequate and effective IP standard to ensure that 

IP law and enforcement would not become barriers to legitimate trade. 89  The 

Agreement on Trade-Related Aspects of IP rights (TRIPs) was established to achieve 

this goal. At first, the majority of developing countries opposed the inclusion of IP 

rights in the GATT.90 It can be assumed that, at that time, developing countries may 

have feared that they were not ready for a higher level of IP protection. According to 

F. M. Scherer, ‘when we were a developing nation we systematically appropriated 

other people’s technology. So that was the way we developed’.91 That said, from the 

perspective of developing countries, strengthening IP protection could cause the loss 

of some benefits and decrease their opportunity to learn and access new knowledge 

and technology from developed nations. However, developed countries claimed that 

stronger IP laws would not have an adverse affect on developing countries; rather, a 

greater level of IP standard would help increase foreign direct investment (FDI) and 

the transfer of technology to developing countries. 92 In addition, as importers of 

technologies, developing countries recognised that they might have incurred 

continuing costs if their national laws were reformed to be in accord with the 
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international standard.93 On the other hand, developed countries were extremely keen 

to strengthen IP rights since they claimed that a strong IP standard would have a 

positive impact on international trade.94 In addition, developed countries believed it 

would benefit all countries, regardless of their current stage of development. 95 

However, despite the controversy among developed and developing countries about 

the inclusion of IP rights in the GATT, TRIPs was established in 1994 at the end of 

the Uruguay Round. It was claimed that the establishment of TRIPs showed a strong 

effort from developed countries in integrating IP rights into international free trade.96 

The protection of IP rights in the GATT consists of two essential principles, namely 

the principle of national treatment and the principle of most-favoured-nation (MFN) 

treatment.97  These two principles are considered to be the most important in the 

international trade arena and are normally included in international agreements to 

prevent discrimination in international trade.98 According to the national treatment 

principle, similar to the IP conventions established by the WIPO, contracting states 

are obliged to treat their own nationals and foreigners equally in line with Article 3 of 

the TRIPs. The MFN principle, which originally only related to goods in the GATT, 

ensures that nationals of all contracting states will obtain equal treatment, and when 

extended to the area of IP, that foreigners will be granted the same advantages, 

                                                
 
93 Sheila Page, ‘Developing Countries in GATT/WTO Negotiations’ (2002) Working paper No. 20, 
Overseas Development Institute, 16. 
94 Emmanuel Hudson and others, ‘Intellectual Property and Developing Countries: A review of the 
literature’ (Prepared for the UK Intellectual Property Office and the UK Department for International 
Development, RAND Cooperation 2010) 12-14. 
95 Duke Law (n 84). 
96 Wei Shi, Intellectual Property in the Global Trading System: EU-China Perspective (Springer 2008) 
45. 
97 WTO, ‘Understanding the WTO: The Agreements 
<http://www.wto.org/english/thewto_e/whatis_e/tif_e/agrm7_e.htm> accessed 8 February 2013. 
98 Yannick Radi, ‘The Application of the Most-Favoured-Nation Clause to the Dispute Settlement 
Provisions of Bilateral Investment Treaties: Domesticating the ‘Trojan Horse’ (2007) 18 Eur J Int Law 
757. 



   40 

favours, privileges or immunity as the nationals of the contracting parties in 

accordance with Article 4 of the TRIPs. 

The GATT played an important role in bringing IP rights into the international trade 

arena before it was replaced by the WTO in 1995. In addition, the establishment of 

the TRIPs in the Uruguay Round enabled the inception of IP harmonisation at an 

international level through international trade agreements. Therefore, the TRIPs can 

be considered to be the first agreement that incorporated IP rights into the 

international trade arena. 

 (b) The Agreement on Trade-Related Aspects of IP rights (TRIPs) 

The TRIPs agreement came into force on 1 January 1995.99 It was ratified as part of 

the Uruguay Round of diplomatic conferences in 1994 and administered by the 

WTO. 100  The TRIPs was widely perceived as being a significant international 

instrument of IP rights. It specified the minimum standard of IP protection at an 

international level, and obliged all WTO member countries to comply with it and 

implement it in their national legislation. 101  TRIPs allows member countries to 

provide additional protection for IP rights provided under the agreement, or initiate 

new protection for the rights not covered by TRIPs. 102  Since the scope of IP 

protection was subject to the domestic law of each country, TRIPs attempted to 

provide a certain minimum standard of IP rights, and thereby decrease the disparity in 
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the IP law between countries. It was claimed that the minimum standard of IP rights 

provided in the TRIPs was established to further improve IP protection. 103 

Additionally, according to Article 7, the objective of the TRIPs was to contribute to 

the transfer of technology and thus, facilitate economic development. This 

demonstrates that apart from establishing a global minimum standard of IP rights, the 

TRIPs aimed to encourage the dissemination of technology from developed to 

developing and least developed countries in order to further their economic 

development. 

The contents of the TRIPs cover various areas of IP rights, including copyright and 

related rights, trademarks, geographical indications (GIs), industrial designs, patents, 

integrated circuits, undisclosed information, and anti-competitive licences. The 

general provisions of the TRIPs contain the principle of national treatment and the 

MFN. This ensures that the IP rights of nationals and non-nationals are treated with 

same standard. According to Articles 2(1) and 9(1), the TRIPs also obliges member 

countries to comply with substantive elements of the Paris and Berne Conventions; 

therefore, countries that are not party to the Paris and Berne Conventions are still 

obliged to comply with some of the provisions in them.  Some parts of the TRIPs 

were developed based on substantive provisions provided in the original IP 

conventions established by the WIPO.  

In addition, TRIPs makes disputes between WTO members regarding compliance 
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with obligations under TRIPS part of the WTO dispute settlement.104 In its preamble, 

TRIPs clearly states that the agreement was established in order to ‘reduce distortions 

and impediments to international trade’. Therefore, the ultimate objective of taking a 

dispute to the WTO Dispute Settlement Body (DSB) is to decide whether the national 

law or policy of the related WTO member creates ‘distortions and impediments to 

international trade’. 105  Unlike the WIPO, the WTO offers dispute settlement 

mechanism to deal with cases of non-compliance.106 When the WTO members fail to 

comply with the TRIPs requirements, these states could be subject to trade sanctions 

and litigation before the Court of Justice (ICJ).107 TRIPs is therefore considered as 

more powerful than WIPO-administered treaties.108 Compared with the WIPO, the 

WTO is a more desirable forum to solve international disputes in the field of IP.109 

Since WTO members consist of developed, developing and least developed countries, 

the authorised transition period for implementing TRIPs at the domestic level varied, 

and could be divided into three distinctive phases. The authorised transition period for 

developed countries was one year following the effective date of the WTO Agreement 

in accordance with Article 65(1). Developing countries were granted a transition 

period of one year following the  effective date of the WTO Agreement, plus an 

additional four years to implement other general provisions apart from the principle of 

national treatment and the principle of MFN treatment in accordance with Article 
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65(2). Lastly, according to Article 66(1) the authorised transition period for least 

developed countries was eleven years following the date the WTO Agreement was 

effective with the possibility of an extension.110 Up to now, the transition period for 

least developed countries has been extended twice. In 2005,  the transition period was 

extended to 1 July 2013, and on 11 June 2013, it was extended until 1 July 2021.111 

This means that least developed countries will not have to provide IP protection in 

accordance with TRIPs until 2021. Regarding the transition period for pharmaceutical 

patents in least developed countries, which expired on 1 January 2016, the WTO 

Committee agreed to grant a further 17-year transition period of exemption.  The new 

expiration date, which is renewable, has been set for 1 January 2033.  This means that 

the least developed countries are not obliged to comply with provisions on 

pharmaceutical patents until January 2033. This flexibility will allow least developed 

countries to develop their technology and thereby increase their ability to manufacture 

their own medicine.112  By providing least developed countries an extended TRIPs 

transition period for pharmaceutical patents, countries such as Cambodia, Rwanda 

and Uganda are able to make use of this transition period to reform their laws and 

manufacture medicine, and thereby increase access to affordable medicine, 

particularly HIV-related medicine.113 Additionally, in order to promote and encourage 

the transfer of technology to least developed countries, developed countries were 
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obliged to provide incentives and technical assistance to least developed countries, as 

required by Articles 66(2) and 67.  

Thus, all the provisions of the TRIPs should already have been implemented and be 

enforceable in the national laws of developed and developing countries, while the 

least developed countries still have time to implement all the TRIPs obligations.  

There is significant concern about disparity in the readiness of each member country 

to reform its laws to comply with the TRIPs standard. Since it is admitted that fully 

complying with the IP standards provided in the TRIPs may impose a greater burden 

on developing and least developed countries than developed countries, the transition 

period is classified by considering member countries’ level of development.  

From an overall perspective, the major purpose of TRIPs is to harmonise the 

protection of IP rights at a global level. However, this agreement also provides some 

degree of flexibility. This can be clearly seen from Article 27 that allows member 

states to exclude certain inventions from patentability. The optional exclusions show 

that even the harmonisation at the international level can lead to flexibility thereby 

causing a lack of a certain degree of harmonisation. Moreover, since implementing all 

the TRIPs obligations within one year of the effective date of the Agreement may be 

burdensome for some member countries, developing and least developed countries 

have been granted an additional period for the transition. This flexibility enables these 

countries to modernise their administrative capacity and infrastructure and prepare for 

the promulgation of new IP laws. By the end of the transition period, all WTO 

member countries are expected to have a similar IP system and standard, thus 

reducing the disparity of IP law among developed, developing and least developed 

countries. Although TRIPs does not contain sufficient detail to achieve a complete 
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harmonisation,114 it can  be considered to be a large-scale harmonisation of IP law 

since the TRIPs covers a wide range of IP matters. It also provides measures of 

enforcement, dispute settlement, and a transitional period, which can facilitate 

member countries to reform their laws to comply with the TRIPs. Furthermore, the 

TRIPS resulted from trade negotiations in which WTO member countries with 

different levels of development participated. Thus, the establishment of the TRIPs has 

been an important step in harmonising IP law at a multilateral level through the 

ratification of  international trade agreements. 

 

2.2.2 Regional Level 

2.2.2.1 Regional Economic Integration and IP Harmonisation 

In order to build prosperity and wealth, various countries, which are normally located 

in the same area, decide to co-operate and work closely together. This process is 

known as ‘regional economic integration’. Among the processes of regional 

integration around the world, the EU is widely perceived as a ‘model for regional 

economic integration’.115 As a result, the process of regional integration in other areas 

of the world has referenced the EU as a model. Furthermore, to promote regionalism, 

the EU has stepped into a role in promoting regional integration in other regions, such 
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as Africa and South East Asia.116 Doing so was one element of ‘external action’ of the 

EU since its inception.117  

The major goal of economic integration is to create an internal market. In the EU, the 

creation of an internal market was clearly stated as the major objective in the original 

EC Treaty.118 By doing so, goods, services, workers and capital can move freely 

around its territory. The EU is considered the most obvious example of regional 

economic integration that can successfully establish a well-functioning internal 

market. One of the major factors that help to ensure the free movement of goods 

within the community could be the EU’s success in harmonising IP laws between its 

members. The EU has recognised that disparity in national IP laws among the 

member states can adversely affect the establishment of a well-functioning internal 

market.119  In addition to the EU, the countries in Africa and ASEAN also recognise 

that IP harmonisation is an essential factor in regional economic integration. These 

countries believe that to be successful and achieve a deeper economic integration, 

discrepancies in national IP laws in each member states should be minimised as much 

as possible. Consequently, countries in Africa and ASEAN have been enthusiastic 

about creating an effective regional IP system with the aim of promoting regional 

economic growth.  

Among these three regional groupings, the EU is considered to be the best example of 

regional economic integration having achieved a considerable level of IP 

harmonisation. The EU’s success in creating a unitary IP system in many areas such 
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as trademarks, designs, PVRs and GIs is viewed as a crucial element in the 

establishment of an EU internal market. However, despite its protracted efforts in this 

area, IP harmonisation in the EU is still an ongoing process. At first, harmonisation of 

IP laws was not authorised under the European Community (EC) Treaty.120 This view 

was changed when it was realised that differences in IP protection could obstruct the 

free movement of goods in the community, and thus adversely affect the proper 

function of the internal market.121 Since then, the EU has become more concerned and 

enthusiastic about harmonising IP laws and strives for a strong and effective IP 

regime in order to reduce the negative impact on the internal market.122 To further 

harmonise its patent system, the proposal of the unitary patent was introduced.123  The 

regulations providing unitary patent protection consisted of two EU regulations and 

one international agreement between participating EU member states addressing the 

creation of a Unified Patent Court (UPC).124  When a unitary patent system is firmly 

established, it would allow an applicant to obtain a European patent with unitary 

effect.125 This could be considered a significant development by the EU since both the 

granting and the enforcement of a EU patent would be harmonised, thereby helping  

the EU move towards establishing a single regional IP system.126 

Although a high degree of harmonisation in IP in Africa and ASEAN has not been 

achieved as has been achieved by the EU, significant progress has  been made in these 

regions, particularly in the African Union (AU). The formation of the AU is 

                                                
 
120 Heath (n 102) 40.  
121 ibid 40-41. 
122 Zirnstein (n 118) 296. 
123 ibid. 
124 European Commission, ‘Patents’ 
<http://ec.europa.eu/internal_market/indprop/patent/index_en.htm> accessed 5 February 2013. 
125 ibid. 
126 Up to date, all EU member states except Spain and Croatia have participated in the enhanced 
cooperation on the Unitary Patent.  



   48 

considered to be one of the most significant developments  in regional integration in 

Africa. It is viewed as ‘an event of great magnitude in the institutional evolution of 

the continent’.127 Similar to the EU, one of the policies adopted by the AU was the 

creation of the single market of Africa.128 Harmonisation of laws, particularly in the 

area of trade and commercial laws, is seen as an important element that fosters 

regional economic integration.129 In order to ensure the free movement of goods, 

harmonising IP laws in the member countries became one of the key factors in 

establishing the common market in Africa.130 One of the remarkable successes in this 

area was the establishment of the African IP Organisation (OAPI). Established 

primarily by French-speaking African countries in accordance with the Bangui 

agreement, the OAPI was established in 1962 and contains both substantive and 

procedural provisions covering various areas of IP rights. 131  By virtue of this 

Agreement, an applicant can apply for IP protection that can be enforced in every 

member state of OAPI by filing only one application at the OAPI office. By becoming 

member states of OAPI, these countries are treated as one state. This could be 

compared to the EU-wide trademarks, designs, PVRs and GIs systems in the EU, 

which provide a unitary effect throughout the European territory. This was the initial 

and a significant development of IP harmonisation in Africa that could lead to a 

further degree of harmonisation.  
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Among regional grouping around the world, other than the EU, ASEAN can be 

considered ‘the most advanced of these efforts’. 132 Similar to the EU, the 

establishment of a single market and one production base is one of the major 

objectives of the ASEAN Economic Community (AEC).133 In order to transform 

ASEAN into an innovative and competitive region, ASEAN recognised that 

strengthening IP rights cooperation at regional level was necessary.134 Moreover, to 

attract greater FDI, it was essential for ASEAN to provide strong and effective IP 

protection in the region.135 To achieve this goal, various frameworks and cooperation 

among the ASEAN members and joint projects between ASEAN and its dialogue 

partners were established. However, when compared to other regions, especially the 

EU, ASEAN seems to have achieved only a minimal level of IP harmonisation. Due 

to various constraints, particularly legal and economic disparity among the member 

countries, ASEAN departed from its ambitious goal in developing a regional IP 

system. More flexible IP cooperation policy under the ASEAN IPR Action Plan 2011-

2015 would imply that creating an ASEAN-wide IP system is not realistic at the 

moment. Notwithstanding, to ensure that disparities within the domestic IP laws of 

member states do not obstruct the free movement of goods within a common market, 

a higher level of IP harmonisation is indispensable.  

 

                                                
 
132 Fraser Cameron, ‘The European Union as a Model for Regional Integration’ (Council on Foreign 
Relations Press, New York: Council on Foreign Relations 2010) <http://www.cfr.org/eu/european-
union-model-regional-integration/p22935> accessed 5 March 2016. 
133 ASEAN, ‘ASEAN Economic Community’ <http://www.asean.org/communities/asean-economic-
community> accessed 27 March 2016. 
134 ASEAN, ASEAN Economic Community Blueprint 2025 (ASEAN Secretariat 2015) 14. 
135 ibid. 



   50 

2.2.2.2 IP Harmonisation through Regional Trade Agreements (RTAs) 

RTAs have become an important tool in seeking IP harmonisation at the regional 

level.  Commitments regarding IP rights are usually a part of an RTA in response to 

the need to protect new technology and enhance access to the world market. As a 

result, there has been an increasing number of RTAs with IP right provisions 

worldwide.  

Free Trade Area of the Americas (FTAA) is perceived as ‘one of the most important 

current regional trade negotiations’.136  In order to eliminate barriers to trade and 

ensure the free movement of goods, countries in the same region decided to establish 

regional free trade areas by adopting regional free trade agreements. In addition to 

provide provisions regarding elimination of tariffs, these agreements usually  address 

IP protection and enforcement in order to ensure that IP rights do not become barriers 

to trade. By including provisions concerning IP rights, IP protection in contracting 

states would be standardised, and thereby the discrepancies in domestic IP laws would 

be minimised.  Furthermore, inclusion of an IP provision in an RTA can help promote 

innovation and the transfer of technology.137 This would attract a greater number of 

foreign investors, and thus have  a positive effect on economic growth. 

There are various RTAs in the Americas that include a  section requiring contracting 

parties to comply with provisions addressing IP rights such as the Andean 

Community, G-3 Free Trade Agreement, NAFTA, MERCOSUR, and SEICA.138 The 

most remarkable example is the North American Free Trade Agreement (NAFTA).  
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NAFTA is a free trade agreement signed by the United States (US), Canada and 

Mexico with the purpose of eliminating barriers to trade in order to ensure the free 

flow of goods in the NAFTA community.139 The Agreement has been in  force since 

1994.140 NAFTA clearly states that one of its objective is to provide adequate and 

effective protection and enforcement of IP rights. 141  Provisions regarding IP are 

specifically detailed in Chapter 17 of NAFTA. This chapter provides a uniform 

minimum standard of protection and enforcement covering various areas of IP rights 

namely copyright, sound recordings, encrypted program-carrying satellite signals, 

trademarks, patents, layout designs of semiconductor integrated circuits, trade secrets, 

GIs, industrial designs, and enforcement of IP rights that oblige the member states to 

implement in their domestic laws.142  By providing substantive provisions addressing 

various essential areas of IP rights, Chapter 17 of NAFTA is very similar to the TRIPs 

Agreement.  

NAFTA, however, contains provisions, which enhance the level of IP protections 

beyond the global minimum standard of IP rights established by the TRIPs. This is 

known as the ‘TRIPs-Plus standard’.143 It has been stated that ‘NAFTA is a watershed 

in the history of protection of IP rights, standing on the shoulders of the Dunkel 

TRIPS Text and vastly increasing the level of protection afforded to holders of such 
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rights’.144  In other words, the section on IP rights in NAFTA was based on the 

substantive provisions in the TRIPs but expanded them by strengthening the levels of 

protection in some areas. For instance, in the area of copyright, Article 1705(1) of 

NAFTA expands the copyright protection of TRIPs by including ‘any other works 

that embody original expression’ within the meaning of the Berne Convention. 

Therefore, the scope of copyright protection under  NAFTA  extends  to new types of 

work that meet the qualification requirement of ‘embodying original expression’  

although not explicitly specified in the Agreement. Furthermore, in the area of patent, 

while TRIPs provides  the minimum standard for the term of protection to be at least 

20 years from the date of filing application, Article 1709(12) of NAFTA provides an 

additional option for the term of protection to be 17 years from the date of the patent 

grant. It was opined that this is more beneficial to the patent holder in the case where 

the patent application process takes quite a long time. 145 Although NAFTA  

significantly improves existing international IP agreements, particularly the TRIPs 

Agreement, it fails to address the areas of gray market and parallel importation.146  

Similar to the Berne, Paris, Rome Convention, and the TRIPs Agreement, the 

principle of national treatment was an important principle under NAFTA. 

Nevertheless,  NAFTA provides a well-known national treatment exemption  known 

as the ‘cultural industries exemption’ to Canada in accordance with Article 2106. It 

should be noted that before NAFTA came into force, the cultural industries exemption 

was already included in the Canada-US Free Trade Agreement (FTA). The cultural 
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industries exemption in  NAFTA is limited to cultural industries as previously defined 

in the Canada and US FTA.147 By providing this exemption, Canada was allowed to 

exempt most music, video, film, and television from the provisions of  NAFTA.148 

This could help Canada maintain its authority in regulating policy over the cultural 

industries in its country. However, allowing such exemptions might be contrary to 

NAFTA’s objective of establishing free trade between member countries and 

supporting the principle of national treatment in essence. 149  This would delay  

NAFTA’s goal of eliminating tariffs and other barriers to trade. When prospective  

contracting parties have equal bargaining power, the framework on negotiating  RTAs  

can more easily be adjusted by the parties to  suit their needs and interests.  

Additionally, since the US, which is acknowledged as a country with a high standard 

of IP protection and is a party to NAFTA, NAFTA was perceived as the  agreement 

that aimed to oblige Canada and Mexico to enhance their level of IP protection in 

accordance with the standard set by the US.150 This is because the burden in adjusting 

the US national law would be less than that of Canada or Mexico.   A developing 

country like Mexico would have the greatest burden in adjusting its law to the 

NAFTA standards.151  

NAFTA presents a significant development in IP harmonisation through RTA. 

                                                
 
147 The Canadian Conference of the Arts, ‘Why Canadian Cultural Industries Need Effective 
Legislation and Enforced Regulation to Maximize Competition’ (Submission to the Competition Policy 
Review Panel 2008) 8 <http://ccarts.ca/wp-content/uploads/2008/03/CCA-
SubmissiontoCompetitionPanel110108.pdf> accessed 13 May 2013. 
148 Jetter (n 146) 332. 
149 Therese Anne Larrea, ‘Eliminate the Cultural Industries Exemption from NAFTA’ (1997) 37 Santa 
Clara L Rev 1107, 1149. 
150 Arthur Wineburg, “NAFTA to Break Down Barriers,” Legal Times, October 26, 1992, 21 (as cited in 
George Y. Gonzalez, An Analysis of the Legal Implications of the Intellectual Property Provisions of 
the North American Free Trade Agreement (1993) 34 Harv Int’l L J 305, 306). 
151 Park (n 145) 4.  



   54 

Although NAFTA cannot be considered to have accomplished complete 

harmonisation since it fails to address some areas of IP rights, NAFTA brings major 

improvement to the protection of  IP rights. Furthermore, by setting out  uniform IP 

provisions which provide a higher level of protection than TRIPs, it reaffirms the 

principle that in IP, TRIPs protections are considered as the floor, not the ceiling.  

The TRIPs-Plus provisions can also be found in a number of trade agreements in the 

Asia-Pacific region which consists of countries that have different economic 

backgrounds  and IP protection standards.152  Agreements imposing higher level of IP 

right obligations are generally initiated and pursued by developed countries. Although 

the US is considered as ‘the most active TRIPs-plus promoter’,153 other developed 

countries such as Japan and members of the European Trade Association (EFTA), 

which are perceived to be the countries with a strong IP standard and enforcement and 

the crafters of the TRIPs154 have been playing an active role in pursuing the TRIPs-

Plus standard. Other than seeking strengthened IP standards and enforcement beyond 

TRIPs, these agreements usually commit the contracting parties to make accession to 

international IP treaties.155 For instance, The FTA between the Member States of the 

EFTA and the Republic of Korea, which came into effect in 2006, required accession 

to the Rome Convention, WIPO Performances and Phonograms Treaty (WPPT) and 

WIPO Copyright Treaty (WCT) by 2008. 156   By  ratifying trade agreements, 

developed countries can raise the IP standards of contracting states in particular areas 

in accordance with their own needs. 
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IP rights matters can also be found in the Cotonou Partnership Agreement between 

the European Union (EU) and African, Caribbean and Pacific countries. By virtue of 

this agreement, Economic Partnership Agreements (EPAs) between the EU and 

African, Caribbean and Pacific (ACP) countries were established in order to promote 

cross-border trade between the two groupings. Since the agreement was adopted 

between the EU and developing countries, it also aims to reduce and eliminate 

poverty while firmly integrating ACP countries into the global economy.157 Similar to 

other trade agreements, the EU addressed IP rights to provide stronger IP rights 

protection beyond TRIPs in the EPAs negotiations.158 However, it was claimed that 

the EU had  no legal right to force the ACP countries to implement such a high level 

of IP protection.159 According to Article 46 of the Cotonou Agreement, since the 

provision uses the word ‘may’, it can be assumed that there is no legal obligation for 

the contracting parties to include higher IP rights provisions in EPAs. Nevertheless, 

the EU argued that the ACP countries committed to increase their IP protection by 

relying on Article 46.4 of the Cotonou Agreement which discusses further agreements 

in the area of trademarks and GIs.160 However, similar to Article 46, the word used in 

this Article is still not mandatory, therefore it was claimed that the contracting states 

are not obliged to pursue further agreement negotiations on trademarks and GIs.161 

Although there is still ambiguity in provisions regarding IP rights protection,  the EU 
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made a strong effort to expand the reach of EPAs to include TRIPs-Plus provisions in 

those agreements. 

Recently, negotiations on the Trans Pacific Partnership (TPP) were concluded. The 

TPP is considered as ‘one of the most ambitious free trade agreements ever 

attempted’.162 It has been suggested that if this regional trade agreement can be finally 

ratified and adopted, it will ‘set the standard for 21st-century trade agreements going 

forward’. 163  Currently, twelve countries, namely Australia, Brunei Darussalam, 

Canada, Chile, Japan, Malaysia, Mexico, New Zealand, Peru, United States, 

Singapore and Vietnam are participating in the negotiations of the TPP.164 Other 

countries, particularly those in  Southeast Asia such as Thailand and Philippines are 

interested in joining the TPP to follow the four other ASEAN members, namely 

Brunei Darussalam, Malaysia, Singapore and Vietnam that already engaged in  

current TPP negotiations.165 It is expected that the adoption of the TPP will help 

deepen economic relations and promote free trade between these countries. 166 

Regarding IP protection, TRIPs-Plus obligations are also present  in TPP negotiations. 

There has been a request from the US to include TRIPs-Plus provision in this 

agreement.167 Such request has been widely criticised; however, it has not resulted in 
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a change.168 The US still insists to include TRIPs-Plus provisions in the TPP. Too 

stringent IP protection in some areas such as in the field of patented medicines can 

adversely affect access to medicine in developing countries, and thus undermine 

public health. Consequently, if the TPP is ultimately ratified, stronger IP protection 

through TRIPs-Plus provisions might impose a heavy burden on developing countries 

with obligations relating to IP protection which might be disproportionate to their 

levels of development. Apart from the TTP, the Transatlantic Trade and Investment 

Partnership (TTIP), which mirrors the TTP, is being negotiated between the EU and 

US. Concerning IP protection, particularly in the area of pharmaceutical patents, the 

EU has expressed concern that this agreement may result in high prices for medicine, 

and thereby adversely affect  access to medicine by its citizens.169  

In general, developed countries, particularly the US and those in the EU, tend to use 

regional treaties to promote TRIPs-Plus standards. By doing so, it confirms that 

strong and effective IP law is essential to international trade and the global economy. 

RTAs can be considered to be important tools in the process of harmonisation that 

developed countries can use used to seek stronger IP protection. By entering into 

RTAs, contracting states with lower bargaining power are obliged to implement 

higher IP standards in accordance with international and developed countries’ 

standard. Moreover, by virtue of the MFN principle under the TRIPs Agreement, the 

WTO member countries that entered into agreements with TRIPs-Plus provisions are 

                                                
 
168 ibid. 
169 European Commission, ‘Pharmaceuticals in TTIP’ 3 
<http://trade.ec.europa.eu/doclib/docs/2015/january/tradoc_153010.4.7%20Pharmaceuticals.pdf> 
accessed 25 December 2015. 



   58 

obliged to extend the same treatment to all WTO members.170 This could also result in 

the harmonisation of IP rights at a multilateral level. Due to increasing number of 

TRIPs-Plus RTAs, more countries in the world will be bound by the TRIPs-Plus 

obligations. Consequently, the acceptance of more extensive protection than is 

required by TRIPs as a result of regional agreements could soon become the global 

standard.171 However, due to the disparity in economic and legal make-up of each 

country, strong IP rights may not serve the best interest of some countries, particularly 

developing countries. In some cases, it can have adverse effects on  the public interest  

in developing countries.172 It could be too burdensome for developing countries to 

significantly amend their domestic laws to conform to the standards set by developed 

countries. However, some developing countries have decided to agree to RTAs with 

TRIPs-Plus provisions in exchange for deeper market access and a transfer of 

technology. Thus, before making a decision to sign an RTA with TRIPs-Plus 

obligations, less developed countries should take into account their readiness and 

capacity, including the possible negative consequences in order to achieve the utmost 

benefits to all parties.  
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2.2.3 Bilateral Level 

2.2.3.1 IP Harmonisation through Bilateral Trade Agreements (BTAs) 

BTAs can be seen as the current trend used by developed countries, especially the US 

and those in the EU, in order to ratchet up the global IP standard. The TRIPs-Plus 

standard is normally integrated into BTAs as one of the permanent sections.  In doing 

so, the scope of IP rights is widened from the minimum standards provided in the 

TRIPs Agreement. This also decreases discretion of the signatory states in regulating 

IP protection in their countries.  

The harmonisation of IP rights at a bilateral level could set up a new global standard 

in some areas in accordance with the MFN treatment obligation in Article 4 of 

TRIPs.173 By signing BTAs, WTO members that accept TRIPs-Plus obligations in the 

agreements have to extend these commitments to nationals of all other WTO 

members. Moreover, similar to RTAs, when more countries have to be bound by 

TRIPs-Plus commitments, the bilateral standard could become the global standard.174 

As a result, all WTO members would have consistent IP standards consistent with  the 

TRIPs-Plus standard as provided in the FTAs. This may have an adverse effect on 

developing and least developed countries since it would be quite burdensome for 

them to immediately incorporate TRIPs-Plus provisions into their national laws. The 

TRIPs-Plus standard could also adversely affect access to pharmaceuticals in these 

countries. This could infringe the right to health.175 However, most developing, and 

least-developed countries agreed to enter into FTAs although doing so may not suit 
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their interests in exchange for access to the market of their contracting parties. Thus, 

in order to satisfy and protect the interests of  all contracting parties,  bilateral trade 

agreements should consider the readiness of the contracting states,  the balance of IP 

right holders, and the public interest. 

Similar to the harmonisation of IP rights through RTAs, developed countries often 

seek stronger IP rights protection through the ratification of BTAs. The US and the 

EU are widely perceived to be aggressive parties that are enthusiastic in finalizing 

BTAs, particularly free trade agreements (FTAs) and bilateral investment treaties 

(BITs) with the inclusion of TRIPs-Plus provisions.  

 

 (a) FTAs 

It is widely acknowledged that most FTAs are between developed and developing 

countries.176 By adopting FTAs, developed countries can easily set the framework for 

trade negotiations in accordance with their interests and objectives, which may be 

difficult to pursue in WTO negotiations.177  The issue of IP protection is usually 

addressed as a specific chapter in these agreements. The US is perceived to be the 

leading country in using FTAs to increase the level of IP protection.178 The FTAs 

signed by the US normally provide TRIPs-Plus provisions that attempt to bring IP 
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standards of its contracting parties closer to those of the US IP law.179 Moreover, an 

FTA, which is successfully ratified with one country can be used as a model for other 

rounds of trade negotiations. 180  For instance, in the FTA between the US and 

Australia, although Australia already had regulations regarding data exclusivity in its 

national law, the US still included provisions in this area in the FTA.181 That said, in 

the point of view of the US, it is necessary to include the data exclusivity provision 

since the US aims to use this FTA as a model for trade negotiations with other 

countries.  

Additionally,  raising IP standards beyond the standards set by the TRIPs Agreement  

sometimes decreases the flexibility that TRIPs provides in particular areas, especially 

patent protection for pharmaceutical products on public health and access to 

medicine. According to TRIPs, although it obliges all WTO members to provide 

patent protection to pharmaceutical products, the least developed countries have been 

granted extensions for granting pharmaceutical patents until January 2033. 182 

Additionally, according to Article 8 of TRIPs, in amending or reforming their national 

laws, the member countries are allowed to provide necessary measures in promoting 

the public interest. Therefore, it can be assumed that WTO members are allowed to 

limit IP protection in order to facilitate access to medicines for the benefit of the 

public interest.183  This notion was also affirmed in the ‘Doha Declaration on the 

TRIPs Agreement and Public Health’, which clearly stated that ‘the TRIPS 

Agreement does not and should not prevent members from taking measures to protect 
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public health.’184 This demonstrates that TRIPs tends to balance IP protection and the 

interests of member countries, and thereby provides flexibility in order to facilitate 

access to affordable medicine.   

However, FTAs usually contain the TRIPs-Plus provisions that constrain the 

flexibility  of TRIPs in the area of public health. For instance, in the FTA between the 

US and Bahrain, the period of patent protection can be extended beyond the twenty-

year TRIPs minimum when there is an administrative or regulatory delay in granting a 

patent. 185  This could result in prolonging monopoly rights of patent holders and 

prevent generic competitors from entering the markets.186 In this sense, the TRIPs-

Plus provisions in FTAs might be contrary to the purpose of TRIPs that tends to 

provide flexibility to member countries as a method to mitigate the impact of the  

agreement on access to pharmaceutical products. This would be disadvantageous to 

developing and to the least-developed countries since most of the world’s 

pharmaceutical patents are owned by developed countries. By providing too stringent 

standard on patent protection, it would allow the drug companies to have monopoly 

rights over pharmaceuticals, and prevent patients in developing and least-developed 

countries from accessing effective and affordable medicine.  

Similar to the US, the EU also uses FTAs to increase levels of IP protection beyond 

the WTO standards.187 Nevertheless, the type of provision on IP rights in traditional 
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EU FTAs are different than in the US FTAs. 188  Instead of providing detailed 

provisions on IP protection in the FTAs, EU FTAs normally impose obligations on 

contracting states to make an accession to numerous international IP treaties. 189 

Additionally, EU FTAs tend to address particular areas of IP rights such as GIs and 

PVRs.190 For instance, the EU ‘legislated extensively on GIs on the domestic level’.191 

Compared with TRIPs, the EU provides a more stringent standard, especially in the 

area of GIs protection for agricultural products.192 However, despite lesser detailed 

provisions on IP protection, by virtue of the MFN principle of TRIPs, the EU can free 

ride on the TRIPs-Plus standard as a result of the US FTAs.193  

From an overall perspective, it is obvious that the inclusion of IP provisions in FTAs 

tends to create IP standards beyond those provided by TRIPs. This can result in the 

reduction or elimination of TRIPs flexibility. Recently, however policy makers such 

as international organisations and NGOs have been more concerned about TRIPs 

flexibilities, particularly in the area of the public health and human right.194  For 

instance, it was emphasised by the World Health Organization (WHO) that ‘Bilateral 

trade agreements should not seek to incorporate TRIPS-Plus protection in ways that 
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may reduce access to medicine in developing countries’. 195  This emphasised the 

notion that FTAs with TRIPs-Plus provisions can have a negative impact on 

developing countries especially in the context of the public health. It was also opined 

by the UN Rapporteur that developing and least developed countries should not 

implement TRIPs-Plus provisions in their national IP laws. At the same time, 

developed countries should not force developing and least developed countries to 

enter into the FTAs with TRIPs-Plus provisions.196 What is more important is that 

there were statements by developed countries like the US and those is the EU 

showing that the new template of  FTAs would  tend not to reduce or eliminate TRIPs 

flexibility  particularly in the area of the public health.197  Because of criticism from 

various sectors in the international arena, the US and the EU tend to conclude that  

FTAs would not prevent their contracting parties from using the flexibility  provided 

in the TRIPs Agreement. This would be beneficial for developing and least-developed 

countries since they would be able to use TRIPs flexibility to take necessary measures 

to protect public health. This could also promote access to effective and affordable 

drugs in the developing world. Therefore, it can be implied that the adoption of  FTAs 

with TRIPs-Plus provisions tends to be more friendly to developing and least  

developed countries. 

(b) BITs 

Nowadays, in addition to the ratification of FTAs, the number of BITs has been 
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increasing since they are perceived to be an effective way to promote foreign 

investment.198 The issue of IP rights is addressed and included in the model BITs of 

most countries. 199  IP rights are typically included as an important aspect of 

investment. For instance, in the BIT between the US and Uruguay, it is clearly stated 

that IP rights can be considered as one form of investment.200 Additionally,  BITs 

sometimes address the IP issue by providing a list of different  IP rights. Since the 

1980s, the US used  BITs as a tool to seek  adequate and effective standards for IP 

rights.201 In doing so, investors who used IP rights as a form of investment would be 

protected under a BIT. Furthermore, a strong IP standard can convince foreign 

investors to be confident that the host states are ready to provide a more investment 

friendly environment. 202  This implies that stringent IP standards would have a 

positive correlation to  the volume of FDI.  

Similar to TRIPs, the principle of national treatment and the MFN normally exist in  

BITs as essential and necessary treatment  to protect foreign investors. By virtue of 

this, foreign investors would be accorded investment treatment no less favourable 

than the treatment the host states accord to their own nationals. Nevertheless, it was 

claimed that when the US ratified BITs between developing countries that have weak 

IP standards, the national treatment and the MFN obligations under those BITs ‘are 

                                                
 
198 UNCTAD, World Investment Report 2010: Investing in a Low-Carbon Economy (United Nations 
Publication, Switzerland 2010) 81.  
199 Lahra Liberti, ‘Intellectual Property Rights in International Investment Agreements: An Overview’ 
(2010) OECD Working Papers on International Investment, 2010/01, OECD Publishing, 5-6 
<http://dx.doi.org/10.1787/5kmfq1njzl35-en> accessed 4 April 2015.  
 ‘IP Rights in International Investment Agreements: An Overview’ TDM (2009) Issue 1, 5-9. 
200 Article 1 of the US Uruguay BIT. 
201 Peter Drahos, ‘BITs and BIPs: Bilateralism in Intellectual Property’ (2001) 4 J World Intell Prop L 
791, 793. 
202 Sanders (n 172) 6. 



   66 

not of much use to US investors’. 203  Therefore, the US generally requires that 

prospective BITs contracting states make a commitment to implement  the obligations  

under the TRIPs Agreement within a reasonable time.204 In addition to the principle of 

national treatment and the MFN, by including IP into the definition of investment, IP 

rights could be subject to other protections for investors such as fair and equitable 

treatment (FET) and protection in case of expropriation. Furthermore, most  BITs 

include a provision concerning dispute resolution between an investor and the host 

state. This would allow investors to bring a claim against host states  in the case  of a 

host state failing to protect their IP rights. This could help increase legitimacy of 

international IP protection policy making.   

Compared to FTAs, provisions regulating IP rights are not precisely provided in 

BITs.205  IP rights protection usually relies on the standards provided in other IP 

agreements. According to FET, which is considered as the core legal standard of 

international investment law, if the treatment is interpreted as part of the minimum 

standard of treatment under customary international law, it might affect the protection 

of IP rights under BITs. In other words, when investment relating to IP rights takes 

place,  what can be considered as the minimum international standard of protection 

may come into question. In this sense, TRIPs Agreements, IP treaties administered by 

the WIPO, and the Chapter on IP rights under the FTA can be regarded as possible 

sources for the interpretation of the meaning of the minimum international 
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standard.206 As a result, the IP standard existing at the international level would be 

transformed into  BITs. However,  the most recent BITs  clearly make reference to the 

‘highest international standard’ rather than refer to the minimum international 

standard.207  Instead of providing a specific standard of IP rights, BITs usually rely on 

the IP standard existing in other agreements. However, although IP protections are not 

implicitly regulated under BITs, they could  heavily impact  the contracting states 

regarding the implementation of the international IP standard into their national laws. 

In some cases, the negotiation of a BIT is tied to the ratification of bilateral IP 

agreements (BIPs). This can be seen in the BIT between the US and Nicaragua  

wherein the signing of a  BIP was made  a condition  of the  finalisation of the BIT.208  

Other than using a BIT as a tool to ensure adequate and effective IP protection,  

developed countries also use the adoption of  a BIT to compel its contracting parties 

to enter into a BIP.  

 

2.2.4 Remarks 

Different approaches at various levels have been being used to harmonise IP 

standards between countries. Despite the same objectives in standardising IP 

protection, the outcomes of using different approaches vary. Since IP and trade are 

admittedly interrelated, the ratification of trade and IP treaties at various levels are 

considered  to be important tools in seeking  IP harmonisation between countries. At a 

multilateral level, since various countries with different levels of development can 
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participate, IP harmonisation at this level usually results in providing a minimum 

standard that contracting states can build upon. Multilateral treaties usually provide a 

wide framework that can cover various aspects of IP rights. Moreover, some degree of 

flexibility is provided in order to accommodate the interests of many countries. 

Therefore, in some cases, the use of a multilateral approach would be more beneficial 

for less developed countries since there may be an opportunity for them to build a 

coalition, which can help enhance their bargaining power. 209  Consequently, IP 

harmonisation through a multilateral approach tends to proceed incrementally and 

provide more flexibility than other approaches. Meanwhile, to arrive at an agreement 

that reflects the true intention and objectives of the parties, regional and bilateral 

approaches are often pursued. These agreements address the issues and the decisions 

that cannot be reached at the multilateral level. This can be seen from an increasing 

number of RTAs and BTAs with TRIPs-Plus provisions that have been ratified 

between developed and less developed countries. The use of these approaches, 

particularly BITs, allows developed countries to use their bargaining power to prompt  

less developed countries to accept their conditions in exchange for trade benefits.210 

Despite difficulties in reforming their IP laws to accommodate higher IP protection, 

many developing countries reach agreements at the bilateral level in order to obtain 

benefits that seems to be more apparent. Compared with the multilateral approach,  

pursuing agreements through the less complicated regional and bilateral approaches, 

seems to be a more attractive route, especially for developed countries in their pursuit 

of  a higher level of IP protection. Furthermore, due to the increasing use of regional 
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and bilateral agreements in pursuing TRIPs-Plus protection, there would be a 

possibility that the bilateral and regional standards can become the global standard. 

 

2.2.5 The Role of Dispute Settlement Mechanism in IP Harmonisation 

Ensuring effective compliance with and uniform interpretation of legal instruments 

can increase the degree of harmonisation. To this end, a strong compliance 

mechanism in the form of a dispute settlement body and court were established. A 

noteworthy example can be found in the development of IP harmonisation at 

international and regional levels.  

To ensure that the WTO members adhere to their TRIPs obligations, international 

disputes relating to TRIPs are subject to the WTO dispute settlement body (DSB), 

which establishes a panel to deal with each case. It has proven to be an effective 

mechanism and has been used by various WTO members.211 Non-compliance with 

TRIPs may lead to trade sanctions against WTO members that contravene TRIPs 

obligations. Prior to TRIPs, international disputes relating to IP were not regularly 

resolved through formal dispute settlement mechanism.212 It was pointed out that the 

reasoning of implementing TRIPs in the WTO is to rely on the dispute settlement 

mechanism that could authorise trade sanctions.213 In case of a dispute concerning 

compliance with TRIPs, the WTO panel will interpret the provisions of TRIPs and 
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issue a report of its finding.214 The panel’s decision can be challenged in the Appellate 

Body. 215  After the DSB adopts the report by the Panel (and Appellate Body), 

conclusions and recommendations contained in the report have binding effect.216 The 

successful party may be allowed to impose trade sanctions upon the unsuccessful 

party. 217  However, the WTO has never authorised sanctions on trade for non-

compliance with TRIPs. 218  Notwithstanding, trade sanctions have been used by 

developed countries as a tool to induce compliance and deter non-compliance. An 

example can be found in South Africa and Thailand. Due to the fear of trade sanctions 

imposed by the US, South Africa passed the Medicines and Related Substances Act 

1977, which is compliance with TRIPs.219 Like South Africa, the US has threatened to 

impose trade sanctions on Thailand, and hence significant amendments to the Thai 

Patent Law were made in 1999 to become TRIPs compliant.220  

The WTO dispute settlement system also plays a role in ensuring a uniform 

interpretation of TRIPs. TRIPs is considered ‘one of the most substantive agreements 

of the WTO’ and provides ‘very precise provisions’.221 However, some provisions are 

vague and can lead to divergent interpretations. 222  This leaves discretion to the 

member states for implementing TRIPs provisions in their national laws. Some WTO 
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members, particularly less developed countries seek to interpret TRIPs obligations 

narrowly and interpret TRIPs exceptions broadly in order to weaken the agreement.223 

On the contrary, some members, particularly developed countries tend to adopt 

narrow interpretation of the exceptions to limit the scope of exceptions. 224  For 

instance, developing and developed countries have adopted a different approach in 

interpreting TRIPs flexibility relating to patent and public health. 225  Developing 

countries tend to interpret the exceptions to patent rights broadly to address public 

health issue. 226  On the other hand, developed countries want to adopt a narrow 

interpretation of TRIPs flexibility to promote stronger patent protection.227 It is thus 

the difficult task of the panel and appellate body to balance the divergent interests of 

the WTO members when interpreting the TRIPs provisions.228 However, this would 

help develop guidelines for interpreting TRIPs obligations and exceptions, and 

thereby increase consistency in interpreting TRIPs among the members. 

At a regional level, regional judicial institutions can play an important role in 

ensuring compliance and uniform interpretation of agreements and legislations. To 

promote regional economic integration, regional courts were established with 

authority to ensure compliance and interpret legally binding rules.229 The role of the 

Court of Justice of the European Union (CJEU), the self-contained EU dispute 
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settlement mechanism230 is an example of how a regional court plays a crucial role in 

promoting the harmonisation of IP laws throughout the EU. EU legislation is the 

major source of European law making in IP.231 If a member state fails to comply with 

the EU law, either the Commission or another member state may commence a judicial 

phase by bringing the matter before the CJEU to ensure compliance.232 Furthermore, 

uniform interpretation and application of the EU law in all the member states can be 

achieved by the CJEU’s interpretative authority.233 A preliminary ruling issued by the 

CJEU could help enhance legal certainty,234 and thereby facilitate the creation of an 

EU-wide IP system. Moreover, since IP harmonisation is linked to a well-functioning 

of an internal market235, the CJEU has also been playing an important role in ensuring 

the free movement of goods and removing distortion to competition in the internal 

market created by disparities in national IP laws of the member states. A noteworthy 

example is the development of the doctrine of community exhaustion by the CJEU in 

the early 1970s in order to support the free movement of goods within the internal 

market.236 This principle has had a significant influence on IP law at both national and 

EU levels.237 Distribution of IP rights on harmonisation directives and regulations 
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were developed based on the community exhaustion principle established by the 

CJEU.238 This clearly demonstrates the crucial role of the CJEU in the development 

of IP harmonisation. Consequently, it would not be an overstatement to say that the 

considerable level of IP harmonisation in the EU which can help remove obstacles to 

the establishment and functioning of the internal market, cannot be achieved without 

negative integration through the CJEU’s case law, as will be further discussed in 

Chapter 3. 

Not only legislation, but also mechanisms for enforcement and interpretation are 

significant for the IP harmonisation. In addition to having harmonised rules governing 

IP protection, establishing a strong and effective compliance mechanism that has 

power to punish non-complaint parties and interpret rules would be necessary. This 

would be one of the key factors that facilitates a higher degree of IP harmonisation at 

international and regional levels. 

 

2.3 The Effect of IP Harmonisation 

When examining an overview of IP harmonisation and its development at the 

multilateral, regional and bilateral levels, it is undeniable that the harmonisation of IP 

laws is desirable and significant to cross-border trade. The disparity of IP laws can be 

considered to be a barrier to trade as it can obstruct the free flow of goods between 

countries and inhibit the establishment of free trade. Therefore, various methods have 

been attempted to harmonise IP standards at all levels. The process of IP 

harmonisation can have a substantial effect on countries in both the developed and 
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developing worlds in various aspects, particularly legally and economically,  at both 

the international and the individual country levels. However, due to differences in 

levels of development between countries, such effect would be different from one 

country to another. 

 

2.3.1 Legal Aspect 

2.3.1.1 The Perspective of Developed Countries 

Developed countries are usually involved in the process of IP harmonisation at  all 

levels. Developed countries, especially the US and the members of the EU, play a 

significant role in attempting to establish global harmonisation of IP protection. The 

movement in setting international IP standards has flown in one direction, from 

developed countries, which have strong IP protection and enforcement, to developing 

countries, which have quite weak IP standards.239  This can be clearly seen from 

analysing the TRIPs Agreement which is viewed as the product  of  developed 

countries such as the US, the members of the EU, Japan, and Canada and not a 

product of the developing or least developed countries.240 Furthermore, by connecting 

IP rights to international trade through the adoption of the TRIPs Agreement, 

developed countries, especially the US, have ‘achieved their objective of 

incorporating internationally enforceable IPR norms into the world trading system’.241 

In other words, it can be considered a success of developed countries that they can 

firmly introduce IP protection to the international trade arena.  
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Apart from initiating the process of harmonisation at the international level, 

developed countries are also enthusiastic about seeking further improvement in the 

protection of IP rights beyond TRIPs through the pursuit of regional and bilateral 

trade agreements. These types of agreements usually impose a greater burden on the 

less developed contracting parties to improve their IP protection and enforcement. By 

entering into agreements with TRIPs-Plus obligations, prospective contracting parties 

that have less bargaining economic power are usually obliged to reform their IP 

regimes to accommodate a higher level of IP protection. Due to the lack of IP 

administrative capacity and infrastructure to standardise their IP standards to conform 

to those of  developed countries, the cost of law reformation might outweigh the 

economic benefits that could be derived from a strengthening of IP protections. 

Hence, it has been opined that developing countries are pressured by developed 

countries to reform their IP laws to conform to the standards of developed 

countries.242  

However, the IP harmonisation process is not an easy task that can be achieved in a 

short period of time. Even in developed countries, the harmonisation of law could 

adversely affect and bring a greater burden on some countries in amending their laws 

and increasing their standard of protection to be consistent with those of the leading 

countries that have a strong interest in holding IP rights. For instance, although the 

EU is perceived to be the leading successful region having made significant progress 
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in the harmonisation of national IP laws over the last two decades,243 it has faced 

numerous challenges during this process. Generally, it is undeniable that the EU reaps 

a lot of benefits from  harmonisation. Nevertheless, harmonisation may have a 

negative impact on some individual countries in the community, especially countries 

with less bargaining power. It has been stated that ‘harmonisation is not 

unquestionably ‘a good thing’, even within the EU, and certainly not for all those 

affected by IP rights’. 244  This could be because each country has different 

backgrounds and circumstances. As a result, rather than having a ‘one size fits all’ 

system, having flexibility to develop its own national IP system might better satisfy 

and suit the particular interests of the individual countries. Therefore, a country that 

might have to incur a lot of expense in strengthening its IP standards might oppose 

harmonisation, whereas a country that has significant interest in IP rights usually 

seeks strong and wide protections.245 Additionally, differences in the legal cultures of 

the member countries can also lead to controversy and obstruct harmonisation. For 

instance, since the concept of copyright has developed differently among the member 

countries, 246 the EU has faced difficulty in standardising copyright laws in its 

community. The different aspects of copyright between France, where the focus is  on 

‘author centred copyright concept’, and other continental European countries has led 

to an ongoing legal debate during the development of copyright harmonisation in the 
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EU.247 Furthermore, differences in IP traditions between civil jurisdictions, where IP 

rights can be found in codes or statutes, and common law jurisdictions, where legal 

principles are established from precedents could make the harmonisation more 

complicated.248 Legal diversity between individual countries could delay and make it 

more difficult to achieve a complete IP harmonisation. However, despite these 

obstacles, a considerable level of IP harmonisation is still perceived to be essential to 

enjoying regional economic benefits, particularly benefits from establishing a genuine 

internal market. 

From an overall perspective, efforts to harmonise IP standards by increasing the level 

of IP protection have long existed and have developed in industrialised countries. 

Increasing the level of IP protection is viewed as an important way to promote cross-

border trade and eliminate barriers to international trade. Developed countries, 

particularly the US and the members of the EU, play a major role in setting up a 

global IP standard and encouraging other countries, especially countries in the 

developing world, to comply with their standards. In other words, developed countries 

are the policy makers that introduce a uniform set of high level  IP protections. 

However, to assure that IP harmonisation can benefit all parties involved, their 

divergent interests and backgrounds should be takin into account.  

 

2.3.1.2 The Perspective of Developing and Least Developed Countries 

Since IP standards always flow outward from developed countries, the IP 

harmonisation process tends to place a much greater burden on countries in the 
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developing world to reform their IP laws and conform their IP protection levels  to the 

new international standards. Harmonising IP laws, which usually results in an 

enhancement of IP protection can decrease opportunities for less developed countries 

to develop IP policies which serve their own particular needs and interests better.249  

Countries that have little bargaining power are forced to comply with the standards 

imposed by developed countries in order to protect IP rights which are primarily 

owned by nationals of developed countries.250 As a result, it has been suggested that 

the pressure from industrialised countries can be considered a new form of 

colonialism.251  Contracting states with less bargaining power would have to constrain 

their sovereignty in initiating policies and regulations that may otherwise serve their 

particular needs and be suitable for their country. When sovereign nations have to 

limit their sovereignty, in particular legislative powers, this shows the dominance of 

developed countries over developing and least-developed countries. Thus, an 

agreement with TRIPs-Plus standard obligations could be considered as a new form 

of colonialism.  

Most countries in the developing world have either voluntarily accepted or have been 

forced to accept a strengthening of their IP protections in return for economic 

benefits, especially an increase of FDI and technology transfer. For instance, ASEAN, 

a regional economic integration of which the majority of its members are developing 

and least-developed countries, has established IP harmonisation as one of their 
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primary focuses in order to transform ASEAN into a highly competitive region 

through the establishment of the AEC.252 Nevertheless, this process is still lagging 

behind the  previously established timeframe. Disparities in the level of development 

between the member states can be considered as a major obstruction for ASEAN to 

pursue its goal in this area. Less developed members often do not have enough IP 

administrative capacity and infrastructure to implement higher IP standards. They 

could be adversely affected by the harmonisation process due to the significant 

burden placed on them to reform and administer their IP laws in conformity with the 

international standard. However, to reap greater benefits of regional economic 

integration, strengthening IP rights is indispensable.  

The harmonisation of IP law tends to have a positive impact on regional groupings as 

a whole. That said, IP harmonisation is linked to the steps towards deeper regional 

economic integration with potential economic benefits. Notwithstanding, when 

focusing on the perspective of an individual country, harmonisation can have a 

negative impact.  The scope of which  can vary depending on that country’s legal and 

economic background and its existing IP laws. In addition, countries in the 

developing world can be considered to be policy followers rather than policy makers 

in the harmonisation process. Due to the lack of IP administrative capacity and 

infrastructure to standardise their IP standards to conform to those of  developed 

countries, the cost of law reformation might outweigh the economic benefits that 

could be derived from a strengthening of IP protections. Additionally, international 

agreements with IP clauses, particularly the TRIPs-Plus standard, have significant 

impact on the sovereignty of developing and least developed countries parties due to 
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the unequal bargaining power of the contracting parties. The power of developed 

countries can be extended and indirectly maintained in developing and least 

developed countries. Countries that have less bargaining power have to constrain their 

sovereignty and reform their laws in accordance with developed countries’ policy in 

order to obtain benefits from international trade.  

Although being involved in the process of IP harmonisation would allow developing 

and least developed countries to update their IP laws in accordance with the 

international standard, and thereby further their own goals related to international 

trade. Implementing too strict IP protection can have a negative effect on them. Less 

developed countries may not be ready for harmonisation because adopting more strict 

IP standards may be too costly and burdensome. This is consistent with the view that 

a ‘one size fits all’ IP approach may not be the best solution for all countries.253 

Consequently, to ensure that less developed countries can reap benefits from 

strengthening IP rights, a harmonised IP laws should be incrementally developed 

taking into account less developed countries’ interests and capacity. 

 

2.3.2 Economic Aspect 

2.3.2.1 The Perspective of Developed Countries 

IP rights are considered to be a major factor  in international trade law and policy in 

developed countries.254 Countries with strong economic performance have developed 

a knowledge-based economy. The IP system is being used to add value to ideas and 
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knowledge and transform these intangibles to concrete economic assets. Additionally, 

innovativeness is acknowledged to be a key element that can stimulate economic 

growth.255 It can be said that in an era of globalisation, IP rights are seen as a major 

driving force  of economic development in  developed countries. 

It is evident that sectors that rely on IP rights make a substantial contribution to the 

economy. 256  IP rights are integrated as part of the institutional infrastructure in 

developed countries. These countries rely on IP rights to foster their economic 

development. By having strong and effective IP protection and enforcement, a 

countries’ economy can enjoy various benefits such as contributions to its GDP 

(Gross Domestic Product), increased employment257 and FDI.  For instance, copyright 

protection industries in the G7 countries, which consist of the seven main 

industrialised countries, namely Canada, France, Germany, Italy, Japan, the United 

Kingdom and the United States246 have contributed to an increase  of 4-11% in the  

GDP of those countries.259 Apart from copyright-based industries, sectors that rely on 

other IP rights such as patent and trademark also make a significant contribution to 

the growth of the GDP.260 In addition, these sectors also increased the employment 

rate within the countries.261  
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According to research conducted by the Organisation for Economic Co-operation and 

Development (OECD), strong IP rights protection, especially in patent, can increase 

FDI of a country.262  For instance, in the OECD countries like Japan and Korea, 

strengthening patent protection has resulted in higher inward FDI in 

biopharmaceuticals for the period 1980-2010.263 This demonstrates that a strong IP 

standard has a positive correlation to the volume of FDI. FDI is an essential element  

of economic development since it is considered to be ‘an important engine for 

economic growth’.264 FDI can increase employment, foreign capital, technological 

transfer and development, and economic growth in the host state.265 It has also been 

pointed out that FDI is an important factor in modernising a national economy and 

fostering economic development.266 There is a positive relationship between FDI and 

GDP of the host states.267 Additionally, FDI can also promote competition in the 

domestic market. Increase of FDI inflow can bring new inputs into the host state’s 

economy, and thereby promoting competition in the domestic input market.268 Higher 
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competition in the host state can therefore lead to lower prices, increasing 

productivity, and more efficient resource allocation.269  

Patent is also regarded as an important determinant of innovation. 270  It is 

acknowledged that patents plays an important role in stimulating innovation, which 

directly affects economic performance of a country.271 In industrialised countries, 

patents have been widely used to foster investments and the development of 

dissemination of knowledge and technology.272 For example, in the US patent law 

was reformed by making patent protection easier to enforce, expand its scope to cover 

new subject matter and by granting patents for longer period in order to promote 

innovation and economic growth.273 Due to the reform of the US patent system, the 

number of patent application has substantially increased since 1990s.274 Similar to the 

US, the number of patent filed in other developed countries, particularly those in the 

EU and Japan, have  been continuously increasing.275 This reflects that  patents play a 

significant role in those countries’ economy. Therefore, in addition to contributions to 

the GDP and employment, and increased FDI, the increasing number of patent 

application filed in each country can lead to more innovation, and thereby have a 

positive effect on economic development.  

Furthermore, according to the Global Competitiveness Index (GCI), there is a strong 

correlation between a country’s IP ranking and its overall economic competitiveness 
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ranking.276 Countries having strong IP protection are likely to be countries with high 

levels of competitiveness. Meanwhile, countries with weaker IP regimes tend to rank 

lower in the  competitiveness ranking.  (See figure 1) 

Figure 1: WEF Competitiveness and IP Rankings 

 

Source: International Chamber of Commerce (ICC)277 

Thus, it can be seen that harmonising IP laws by increasing the level of IP protection 

and enforcement in developed countries tends to have a positive effect on overall 

economic development. This also indicates that a strong and effective IP regime can  

help promote economic growth and development in developed countries. 

Moreover, standardising national IP law between the member states in a regional 

grouping can help them advance towards deeper regional economic integration and 

establish a genuine internal market. This could provide various positive economic 
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benefits to the member countries. The EU is a good example of regional economic 

integration that successfully established a well-functioning internal market. Both 

business owner and consumers  reap the benefits of this kind of internal market. From 

a business perspective, when economic resources, namely goods, services, capital and 

workers can move freely around the community, the market becomes more 

competitive and thus the existence of a monopoly is reduced.278Additionally, from a 

consumer’s perspective, increased market competitiveness brings down the prices of 

products.279 Consequently, consumers would have a variety of goods with cheap and 

affordable prices from which to choose.  

It would therefore appear that harmonisation of IP laws in developed countries can 

provide various economic benefits at both the national and regional levels, and thus 

promote economic growth and expand the market of the country and positively 

influence larger scale economic development.  

 

2.3.2.2 The Perspective of Developing and Least Developed Countries 

From the perspective of developing and least developed countries, there are two 

different points of view. On the one hand, since strengthening IP laws is always 

initiated by developed countries, it does not provide any economic benefits to these 

countries when compared to the cost of standardising IP laws to conform with the 

standards of developed countries. Harmonisation may be a disadvantage to these 

countries due to the significant differences between more and less developed 

countries, particularly the economic differences. Obliging less developed countries to 
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adopt high IP standards may entail them having a level of IP protection that is not 

suitable for their economies, and thereby could be harmful to their interests and 

economic development.280  

It has been suggested that stronger IP protection tends to provide benefits to 

developing countries that have high investment in research and development 

(R&D).281 For instance, patents can help enhance innovation in developing countries 

that have sufficient capacity to conduct innovative research.282 That said, increasing 

the level of patent protection in developing countries might not result in an increase in  

FDI, expenditure on R&D or technology transfer. On the contrary, these countries 

might suffer from public health problems since more stringent patent protection can 

severely restrict access to affordable medicines for their people.283 The ratification of 

an FTA between the US and Jordan can be considered to be a significant example. By 

entering into the FTA with the US, Jordan is obliged to implement the TRIPs-Plus 

standard in its national legislation.284 Rather than obtaining economic benefits from 

that, it was evident that Jordan faced serious public health problems. There has been 

no FDI from multinational pharmaceutical companies to manufacture drugs in 

association with local companies as the US promised after Jordan entered into the 

FTA.285 As a result, there was no technological transfer from multinational expertise 
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to local companies.286 Furthermore, the price of medicine was high and unaffordable 

for many patients since most medicine was imported rather than produced by local 

manufacturers.287 It was  also suggested that due to the stronger level of IP protection, 

new pharmaceutical products had been developed and sold at high prices by 

industrialised countries, especially the US.288 In other words, R&D in pharmaceuticals 

by local companies did not increase as a result of the stricter IP regulations. This 

demonstrates that strengthening IP standards in accordance with developed countries’ 

standards might not always provide significant economic benefits to developing 

countries. On the other hand, it can adversely impact access to medicine and 

potentially harm public health in these countries. This may be because there is no 

balance between IP rights holders and the public interest. Additionally, when 

compared to developed countries, particularly the US and the countries in the EU, 

developing countries might not receive as much from their patent systems as in 

developed countries. That said, due significantly to the disparity in legal and 

economic development, the cost of reforming a patent system might outweigh the 

potential economic benefits.289   

On the other hand, it has been claimed that strengthening IP rights could generate 

many economic benefits such as increased FDI, technological transfer and more 

R&D, which could all stimulate the economic growth of a country.290 Countries in the 

developing world with stronger IP protection and enforcement can attract more 
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foreign investors, particularly multinational companies.291 Adequate IP protection in 

developing countries can stimulate foreign investors to trade and invest, thereby 

increasing technology transfer embodied in the inflow of FDI.292 However, in order to 

obtain benefits of technology transfer, sufficient human capital in developing 

countries is required. 293  On the contrary, countries with weak IP laws are less 

attractive to foreign companies. 294 Therefore, the level of IP protection and 

enforcement can affect the decision of foreign investors in locating their investments.   

In addition, the volume of FDI can be affected by strengthening IP rights. It was 

proved that developing countries with stronger IP laws can increase FDI into their 

countries, especially in high technology sectors. 295 Moreover, research conducted by 

the OECD showed that the strength of IP rights has a positive correlation with the 

volume of FDI in countries with all degrees of development, namely developed, 

developing and least developed countries. 296  For instance, at least 25 percent of 

investors in developed countries such as the US, Japan and Germany refuse to invest 

in developing countries that have weak IP protections. 297  Reforming IP laws by 

increasing the level of protection and enforcement could lead to an increase in FDI 

from developed countries to developing and least-developed countries.  
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Increasing FDI would have a positive impact on the economic development of a 

country since FDI is a major factor in promoting economic growth. According to the 

ASEAN Economic Community (AEC) Blueprint 2025, to firmly establish the AEC, 

most of the members of which are developing and least-developed countries, it is 

clearly stated that having a strong and effective IP regime would help attract an 

increased flow of FDI, and thereby enhance the global competitiveness ranking.298 

Additionally, it was found that industries related to IP rights, particularly copyright, in 

countries in the developing world can increase those countries’ GDPs by two to six 

percent and their employment rate by three to eleven percent of total employment, 

similar to in developed countries.299 For instance, in Thailand, the contributions to 

GDP and employment of copyright-based industries have been considered as enabling 

factors that can promote a country’s economic growth and development.300  

Stronger IP protection could increase incentive to invent by domestic firms. Stronger 

IP laws could attract greater spending on R&D by domestic firms in developing 

countries.301 This could lead to the improved indigenous technology capacity of these 

countries.302 A noteworthy example can be found in India. There was  strong evidence 

that bringing the law into compliance with TRIPs led to increased expenditure in 

R&D by Indian Firms and thereby promoting innovation.303 It is inevitable that patent 
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protection is ‘a main pillar of modern economic policy’ 304  which can stimulate 

economic development of a country. Having stronger patent protection tends to attract 

a greater volume of FDI. 305  As a result, countries in the developing world are 

concerned with reforming their patent protections with the purpose of encouraging 

economic growth and innovation.306 Moreover, it has been suggested that there is a 

positive correlation between FDI and resident patenting.307 FDI can induce growth in 

the number of patents granted to residents in developing countries such as Indonesia, 

Malaysia, Philippines, Vietnam and Thailand. 308  That said, FDI contributed to 

enhancement of innovation and technological capacity, and stimulated domestic 

inventors and companies to protect their inventions by patents.309 This is consistent 

with the OECD’s view that an effective IP system does not only attract FDI, but also 

promotes R&D and technological transfer in developing countries.310  This would 

positively affect economic growth in these countries. 

It could be said that both views may be correct. Strengthening IP protection can have 

both positive and negative effects on less developed countries. However, developing 

and least-developed countries can also derive benefits from IP protection similar to 

the benefits enjoyed by developed countries. This would depend directly on the 

adequacy of IP protection and enforcement, administrative capacity, and the 

background and level of economic development of each individual country. That said, 
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countries with less legal and economic capacity might not derive much economic 

benefit from implementing overly strict IP regulations and could experience resulting 

public health problems, as was the case in Jordan. Therefore, before enhancing their 

level of IP protection and signing an agreement that includes TRIPs-Plus obligations, 

developing and least-developed countries should fully comprehend all of the potential 

advantages and disadvantages to doing so.   

 

2.4 Concluding Remarks 

This chapter clearly demonstrates the need and importance of IP harmonisation to 

international trade, as well as available methods of IP harmonisation in the 

international trade arena. In summary, IP harmonisation has been widely used as an 

important tool to promote international trade. The harmonisation process, which 

usually results in an enhanced, stronger IP standard can be found at various levels 

namely, a multilateral, regional and bilateral levels. This clearly demonstrates that IP 

rights are not only a national mater, but also a regional and international concern. The 

standardisation of IP laws has been pursued to reduce barriers to trade, and thereby 

ensuring and encouraging  free trade.  

All in all, the IP harmonisation process at all levels has had significant legal and 

economic impact on the countries involved.  Developed countries play a major role in 

setting the IP standard at the international level. On the contrary, developing and least 

developed countries tend to be the followers rather than the policy makers. The IP 

harmonisation process results in significant economic benefits to developed countries, 

but it is still controversial whether or not developing and least-developed countries  

derive much benefits from increased levels of IP standards which is the usual result of 
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IP harmonisation. In order to ensure that developing and least developed countries  

benefit from the harmonisation, the standardisation of IP rights in those countries 

should be developed incrementally while balancing the interests of the IP right 

holders, the member countries’ readiness and capacity and the public interest in 

general. Additionally, in order to better address their country’s particular needs and 

interests, developing and least-developed countries should play an active role in 

introducing and initiating their own IP standards and policies that are appropriate to 

their levels of development.  
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CHAPTER 3 THE DEVELOPMENT OF IP HARMONISATION IN THE EU 

 

The purpose of this chapter is to investigates the development of IP harmonisation in 

the EU, which is perceived to be the one and only regional grouping that has 

successfully achieved a considerable level of IP harmonisation. It will first explore 

historical backgrounds and objectives of harmonising IP laws in the EU. 

Subsequently, EU IP systems in six major areas, namely copyright, patents, 

trademarks, designs, plant variety rights (PVRs), and geographical indications (GIs) 

will be investigated. Finally, the impact of IP harmonisation in both legal and 

economic aspects in the EU will be analysed. This chapter will attempt to highlight 

the link between a high degree of IP harmonisation and a well-functioning internal 

market. It will propose that without IP harmonisation, the free movement of goods in 

the internal market cannot be guaranteed. Since ASEAN shares similar interests with 

the EU in establishing an internal market, where goods can freely move around the 

community, EU can be considered as a point of reference for ASEAN in harmonising 

IP laws between the member states. Lessons can be drawn from the EU’s success in 

approximating and unifying IP rights, and tackling difficulties arising in the 

harmonisation process.  

 

3.1 Historical Background and Objectives of IP Harmonisation in the EU 

3.1.1 The Development of the EU 

Integration of the EU begun after World War II in response to the devastation left by 

the war. In order to rebuild, bring peace and economic growth to their societies,  the 

European Coal and Steel Community (ECSC) Treaty established the first European 
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community, ‘The European Coal and Steel Community’ in 1951. There were six 

founding members namely, France, Germany, Italy, Belgium, the Netherlands, and 

Luxemburg. 1  This was considered to be ‘the first step towards a supranational 

Europe’.2 Following the success of the ECSC Treaty, the member states extended 

their cooperation on economic integration. The European Economic Community 

(EEC) Treaty was signed in Rome in 1957 thereby establishing the European 

Economic Common Market (EEC), which allowed goods, services, capital and 

persons to freely move around the community.3 This constituted closer cooperation 

and deeper regional integration in Europe. The first enlargement of the EEC was in 

1973 when Denmark, Ireland and the United Kingdom joined the community.4 After 

that, in 1981 Greece joined the EEC as the 10th member, followed by Spain and 

Portugal in 1986.5  

The EEC was transformed into the European Union (EU) in 1993 when the Treaty on 

European Union (TEU) was signed in Maastricht. A significant component of the 

TEU was the introduction of the European Monetary Union (EMU), which 

represented a high level of economic integration.6 However, not all the EU members 

are part of the EMU. The euro (€) is the official currency shared by 19 out of 28 EU 
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countries.7 In 1995, the membership in the EU increased when Austria, Finland and 

Sweden joined, thereby including nearly all countries in western Europe.8 In 2004, 10 

new countries namely Cyprus, the Czech Republic, Estonia, Hungary, Latvia, 

Lithuania, Malta, Poland, the Slovak Republic, and Slovenia joined the EU. 9 This 

was the EU’s biggest enlargement ever.  In 2007, Romania and Bulgaria become the 

EU members, bringing the number of member states to 27. In 2013, Croatia became 

the 28th EU member country.10  

Presently, the EU is comprised of 28 member countries.11 Following the ratification 

of the TEU in 1993, the EU has adopted various other treaties such as the Treaty of 

Amsterdam (1997), the Nice Treaty (2000) and the Lisbon Treaty (2007) in order to 

foster membership growth and extend the areas of cooperation. The Lisbon Treaty 

amends the Treaty on European Union (TEU) and renames the Treaty establishing the 

European Community (TEC) to the Treaty on the Functioning of the European Union 

(TFEU). The TEU and the TFEU are the primary source of EU law.12 By virtue of 

these treaties, the EU institutions are given the power to enact secondary legislation. 

Although numerous treaties have been ratified  to adapt the structure and function of 

the EU in light of surrounding circumstances, the fundamental structure and concept 

of the EU are still largely based on the original concept which was established over 60 
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years ago of development and to create an internal market .13 At present, by achieving 

a relatively high level of economic integration through the creation of the internal 

market and a single currency, the EU is arguably a model for regional economic 

integration efforts in other regions.  

 

3.1.2 EU and IP Harmonisation 

The creation of an internal market, ‘an area without internal frontiers in which the free 

movement of goods, persons, services and capital is ensured’,14 is one of the core 

objectives of the EU in accordance with Article 3(3) of the TEU. To approximate 

national laws of the member states through European legislative intervention, Article 

114 of the TFEU permits the adoption of measures for both minimum and exhaustive 

harmonisation necessary for the establishment and functioning of the internal 

market.15 Only directives, regulations, or administrative action in member states that 

lead to harmonisation of laws can be adopted under Article 114 TFEU.16 This article 

is considered as ‘the key vehicle for the advancement of positive integration’ of the 

internal market.17  

One of the major factors ensuring free movement of goods within the EU, a core 

principle of an internal market, is success in harmonising IP laws within the 

community. IP rights had been included on the EU’s agenda from the start in 

                                                
 
13 Nigel Foster, Foster on EU-law (2nd edn, OUP 2009) 254. 
14 Article 26(2) of the TFEU. 
15 See Isidora Maletić, The Law and Policy of Harmonisation in Europe's Internal Market (Edward 
Elgar Publishing 2013). 
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completing the internal market. 18  According to the 1985 White Paper for the 

completion of the internal market, it was clearly stated that ‘differences in intellectual 

property laws have a direct and negative impact on inter-Community and on the 

ability of enterprise to treat the Common Market as a single environment for their 

economic activities’.19 The commission stated that the decision on the proposal of 

creating community trademark and on the proposal of approximating national 

trademark laws needed to be made.20 Moreover, the Community Patent Convention 

was intended to be brought into operation.21 This clearly demonstrates that disparities 

in national IP laws between the member states are incompatible with the existence of 

internal market, 22  and should therefore, be replaced by harmonised legislation. 

Additionally, the level of IP harmonisation that would be required in order to 

establish the internal market is a certain level of approximation of national IP laws 

and a complete harmonisation through a community-wide IP system. 

The EU has spent a significant effort to harmonise IP laws and provide  a uniform set 

of IP systems legislatively  by enacting  directives 23 and  regulations24, and ratifying 

international agreements in major areas of IP rights. By using these harmonising 

measures, the level harmonisation of IP laws in the EU ranges from minimum 

harmonisation to complete harmonisation. That said, the adoption of harmonising 
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directives and international IP treaties can help approximate national IP laws of the 

member states. Nevertheless, some aspects of IP rights still remain unharmonised and 

are subject to member states’ discretion. These measures allow the member states to 

have some degree of flexibility to tailor their IP systems to fit their particular needs 

and interests. Whereas the harmonisation of IP laws through the adoption of 

regulations, which no derogation is allowed, can help unify IP laws between member 

states. Further discussion of these issues can be found in Section 3.2.  

Prior to the commencement of IP harmonisation in the late 1980s, IP laws of the 

member states were affected by EC law to a limited extent.25 This was mainly through 

the provisions relating to competition and free movement of goods under the EC 

Treaty (Treaty establishing the European Community (TEC)).26 The free movement 

of goods is a core objective of an internal market. This fundamental principle can be 

found in Articles 28-30 of the EC Treaty. Article 28-29 of the EC Treaty states that in 

order to ensure the free movement of goods in an internal market, quantitative 

restrictions on imports and exports, including other means with equivalent effect are 

prohibited. However, Article 30 of the EC Treaty provides a list of exceptions, which 

includes the protection of IP rights. Moreover, Article 295 of the EC treaty also 

stipulates that the rules governing the system of property ownership of the member 

states were not to be prejudiced by the EC. Therefore, in the beginning, member states  

used this article to support their own efforts to regulate IP in their countries while 
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there was no community IP system in place.27 Nevertheless, it was clearly ruled by 

the CJEU that Articles 28, 29, 30 and 295 of the EC Treaty could not be interpreted to 

allow member states to exclusively regulate their own IP laws in a way that could 

adversely affect the principle of free movement of goods within the internal market.28   

 

When the Lisbon Treaty came into effect in December 2009, it brought expansive 

competence of the EU into the field of IP.29  According to Article 118 of the TFEU, 

the EU is explicitly allowed to create EU-wide IP rights in order to establish a 

functioning internal market. However, although a specific legal basis on IP 

harmonisation was firstly introduced under the Lisbon Treaty, the EU had long before 

adopted secondary legislation on IP matters.30 Since the 1980s, the community relied 

on a general law-making power to enact IP-related legislation to remove impediments 

to the free movement of goods and support the creation of an internal market.31 

Several harmonisation directives focusing mainly on substantive IP law in major areas 

have been approved.32 All directives have been passed based on article 95 of the EC 

Treaty. 33  Regulations creating EU-wide IP rights have also been enacted. For 

instance, legislation on EU-wide trademarks and design rights was created under 

Article 308 of the EC Treaty.34 Consequently, it was opined that Article 118 of the 
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TFEU is ‘simply restating the existing situation’.35 On the other hand, it was argued 

that Article 118 enables the EU to create a unitary IP rights for better functioning of 

the internal market by means of ordinary legislative procedure on the basis of 

qualified majority voting (QMV),36 whereas Article 308 of the EC Treaty required 

unanimity.37 Presently, IP rights with a unitary effect exist in the areas of trademarks, 

designs, plant variety rights (PVRs) and geographical indications (GIs). A new patent 

system with a unitary effect is  planned to take effect by 2017. Meanwhile, copyright 

is still a long way from achieving the same level of development as the other areas.    

IP harmonisation usually means an increase in the level of IP protection. It has been  

claimed that increasing or adding extra protection is easier than taking away already 

acquired rights.38 A core measure used to standardise the IP laws of the member states 

is the issuance of harmonisation directives. A substantial number of directives, which 

member states are required to implement into their national laws within a set deadline, 

was approved in order to approximate substantive IP law of the member states. The 

directives mostly focused on the harmonisation of the delineation of protected 

subject-matter, the scope of protection, and the duration of protection. This helps to 

decrease the disparity between the national IP systems of the EU countries. However, 

although the standardisation of a national IP system through the adoption of 

harmonisation directives encompasses various areas of IP rights, the EU has not yet 

achieved a complete harmonisation. The EU has successfully achieved a certain 

degree in the areas of GIs, copyright and trademarks. Disparities in the fields of 
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patents and designs still exist due to the difference in legal culture and administrative 

procedures of each member country. 39  As a result, an attempt toward EU-level 

harmonisation through the enactment of regulations governing IP at the community 

level and the ratification of international IP agreements was pursued to address this 

issue.40 This could enable the EU to achieve a higher degree of IP harmonisation 

within its community.  

According to Article 3(c) of the EC Treaty, one of the major objectives of the EU is to 

eliminate obstacles to cross-border trade between member countries in order to ensure 

the free movement of goods, services, capital and persons. The driving force  behind 

the harmonisation of IP laws in the EU was to ensure that trade barriers, which can 

obstruct the free flow of goods are eliminated.41 Since IP rights are territorial in 

nature,  IP protection is limited to national jurisdiction.42  IP rights protection can be 

enforced only in the territory of the state granting it and administered exclusively by 

that state’s national courts.43 In other words, the principle of territoriality restricts the 

protection of IP rights to individual countries. This could potentially create a conflict 

between the enforcement of IP rights and the principle of free movement of goods, 

and thereby partition the internal market. Furthermore, according to the principle of 

exhaustion, which is regarded as ‘one of the limits of IP rights’,44 after the first sale of 

a product by the individual seller or others with his consent, the product can then be 
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freely resold without the IP rights owner’s permission.45 In other words, after the first 

sale, the right of an IP owner is exhausted. The right to control the further distribution 

of a protected product is limited by this principle. Generally, the principle of 

exhaustion applies at the national and the international level. Some EU member 

countries have adopted the principle of ‘national exhaustion’, which means that the IP 

rights of the owner are exhausted once a protected good is placed in the market inside 

the country by the owner or others with his consent. However, ‘national exhaustion’ 

would allow the IP rights owner to oppose the importation of products into the 

domestic territory.46 On the other hand, some countries have adopted the principle of 

‘international exhaustion’ in which the IP rights of the owner would be exhausted 

once the goods are sold in any part of the world.47 This means that the rights owner 

cannot assert his right to control further movement of such goods after the products 

are first sold by him or other authorised sellers.   

If the principle of national exhaustion is applied, the extent of its application would be 

subject to a particular jurisdiction. This means that the first sale doctrine can exhaust 

IP rights in a particular territory in accordance with national law. As a result, the IP 

rights owner can still enjoy the sales of the products in other countries where IP rights 

have not been exhausted.48 This also allows the rights owner to set up trade barriers 

against importation in order to control further distribution of the goods.49 This would 

create barriers to trade and obstruct free movement of goods within the EU. This 

clearly demonstrates that the interaction between the principle of territoriality and the 
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principle of national exhaustion could be regarded as a major obstacle to the 

establishment of a complete internal market.50 Consequently, relying on Article 28 

and 30 of the EC Treaty, the CJEU established the principle of ‘community 

exhaustion’ to have the principle of free movement of goods prevail.51 This principle 

was established for the first time in Deutsche Grammophon Gesellschaft mbH v 

Metro-SB-Großmärkte GmbH.52 In this case, Grammophon, as a proprietor asserted 

his exclusive right under German copyright law to oppose importation of records 

manufactured and sold by its subsidiary in France, into Germany by Metro. The Court 

held that the owner’s right was exhausted once the copyrighted product was put on 

the community market for the first time. Therefore, the copyright owner cannot 

prevent the parallel importation of such records conducted by a third party.53 

The creation of a unified internal market is considered as the main goal of developing 

the community exhaustion principle. 54  This demonstrates that the principle of 

community exhaustion is closely linked to the principle of free movement of goods 

and competition law.55 This development is considered to be ‘a regional compromise 

between national and international exhaustion’. 56  By virtue of the doctrine of 

community exhaustion, the territoriality and resulting exhaustion of IP right was 
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extended in scope from a single country to cover a larger area.57 As a result, once 

goods are traded anywhere in the EU by the IP rights owner or with his consent, the 

further movement of those goods within the community could no longer be opposed. 

Parallel imports between the EU countries are allowed.58 It can therefore claimed that 

the principle of community exhaustion was justified in order to prevent owners of IP 

rights from being allowed to partition the internal market.59 Therefore, the interplay 

between the territoriality of IP rights and the principle of exhaustion would no loner 

oppose the free movement of goods and distort competition within the internal 

market. After the principle of community exhaustion was established by the CJEU, 

this principle was codified in several harmonising directives and regulations relating 

to IP rights.60 It was claimed that the development of IP laws in both national and EU 

levels has been to a significant extent influenced by the principle developed by the 

CJEU. 61  This demonstrates a crucial role of the CJEU in the process of IP 

harmonisation, which can help ensure the free movement of goods and remove 

distortion to competition in the internal market. 

The disparity of national IP laws of the member countries is also considered to be a 

major barrier to free trade within the community. 62  It could obstruct the free 

movement of goods and distort competition in the internal market.63 A noteworthy 
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example can be found in EMI Electrola GmbH v Patricia Im-und Export64. This case 

dealt with sound recordings imported from Denmark to Germany. At that time, the 

sound recordings were protected in Germany, whereas the copyright protection had 

already expired and the recordings had become part of the public domain in Denmark. 

Patricia wanted to import the sound recordings from Denmark to Germany. Due to the 

absence of IP harmonisation between the EU members in the area of copyright, the 

court ruled that the conditions of copyright protection were subject to national 

legislation of the member states. EMI could assert its copyright in the sound 

recordings to prevent importation by Patricia since its IP rights had not been 

exhausted.65 The court held that the fact that the sound recordings were lawfully 

marketed in Denmark due to the expiration of the national copyright protection was 

not an act of copyright owner. Therefore, the community exhaustion principle did not 

apply.66 The exercise of the right of the copyright owner against the importation did 

not violate European law.67 However, this clearly demonstrates that in the absence of 

harmonisation of IP laws, differences in IP protection between member countries 

could create different conditions as to the production and distribution of goods, and 

thereby obstruct intra-community trade. 68  This would be contrary to the major 

purpose of the EU in establishing an internal market. Nevertheless, this case led to the 

harmonisation of the term of copyright protection and related rights through the 

harmonisation Directive in 1993.69  
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The main driving force behind the harmonisation of IP rights in the EU is to abolish 

barriers to trade within the internal market. Disparities in national IP laws of the 

member states could obstruct the EU in unifying national markets into a single 

market. Thus, in order to successfully establish a genuine internal market, the EU has 

progressively pursued its goal in harmonising IP laws through both positive and 

negative integration. 

 

3.1.3 The Role of Institutions in the IP Harmonisation Development 

The development of IP harmonisation in the EU has been primarily realised through 

the adoption of EU secondary legislation, directives and regulations. There are three 

main institutions involved in proposing and approving EU legislation, namely the 

European Parliament, the Council of the European Union and the European 

Commission. The European Parliament is the EU’s law-making body. Members of the 

European Parliament (MEPs) are directly elected by EU citizens to represent their 

interests.70 The number of MEPs granted to each member state is allocated based on 

the country’s population.71 It, along with the Council of the European Union, has the 

role of passing laws of the EU. The Parliament and the Council have equal weight in 

the ordinary legislative procedure of the EU.72 Most EU laws are jointly adopted by 

these two institutions.73 The Council can be regarded as the main decision-making 
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body of the EU.74  It is the most powerful EU institution in terms of day-to-day 

decision making of the EU.75 The Council consists of the government ministers of 

each EU country and has a role in passing EU laws and coordinating EU policies.76 

The European Commission has the exclusive right to propose EU legislation to the 

Parliament and the Council.77 The members of the Commission have to act in the 

interest of the Union as a whole. 78  It is therefore considered as ‘motor’ of the 

European integration.79 The Commission is also commonly described as the ‘guardian 

of the European treaties’ due to its role in ensuring that the provisions of the treaties 

are applied by the member states and other institutions.80 To harmonise IP laws of the 

EU member states, a substantial number of directives and regulations were proposed 

by the Commission and approved by the Parliament and the Council, thereby leading 

to a greater level of IP harmonisation at the EU level.  

In addition to the adoption of EU law to harmonise IP law between the member states, 

Europeanisation of IP law has been achieved through negative integration, which 

largely relies on the case law of the CJEU.81  The CJEU is regarded as another 

institution that plays an important role in the development of IP harmonisation. It was 
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claimed that ‘the first step in the creation of European IP law has been a Community 

delimitation of national laws made by the European Court of Justice (ECJ) and the 

Court of First Instance of the EC’.82 Prior to the commencement of IP harmonisation 

in the late 1980s through secondary legislation, there is no IP provision included in 

the European law except for Article 30 of the EC Treaty.83 During that time, IP law 

rights were mainly managed in national laws of the member states, which may vary 

from country to country. To ensure that disparity in IP laws would not obstruct the 

free flow of goods and distort competition in the internal market, questions relating to 

the scope of national IP laws and community law, particularly those relating to free 

movement of goods and competition policies were sent to the CJEU for judgments.84 

The interpretation and application of the general EU law in IP field by the CJEU can 

help shape IP law in the EU.85 This also highlights the need to maintain a proper 

balance between IP rights and other interests such as the maintenance of a competitive 

internal market.86 However,  the harmonisation effect of negative integration through 

the CJEU case laws in IP is different in accordance with the types of IP rights 

involved.87 The majority of the CJEU cases on IP were trademarks, which concerned 

both EU trademark system and approximation of national trademark laws of the 

member states.88 Whereas there were few cases in other areas, particular patents. 
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Nevertheless, despite the small number of cases, these case laws were claimed to play 

a crucial role in ‘advancing  the substance of European jurisprudence for IP’.89 

Higher degree of legal certainty can also be achieved through negative integration. 

One of important functions of the CJEU is to ensure that EU laws are consistently 

interpreted and applied in every member state.90 National courts can submit questions 

regarding the interpretation or validity of EU laws to the CJEU for a preliminary 

ruling. Consequently, the CJEU has rendered decisions on major problematic issues 

arising from interpretation of harmonisation directives and regulations in various 

areas of IP rights. The decision rendered by the CJEU is a binding interpretation of 

the applicable EU law provisions.91 When the same issue arises, other member states 

are also bound by the CJEU’s decision.92 In addition to preliminary reference, cases 

can reach the CJEU through direct actions, which can take various forms. The most 

obvious direct action involving compliance is the action for member state’s failure to 

comply with the EU law.93 Such action can be initiated by the European Commission 

or another EU country.94 By having the CJEU to ensure uniform interpretation and 

compliance of EU law, it would help enhance legal certainty and thereby facilitate IP 

harmonisation. 

Moreover, IP rights which are granted at the EU level are supranational rights. 
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Supranational rights cannot be granted without supranational institutions. 95  Apart 

from the EU institutions which are involved in promulgating EU legislation, 

supranational bodies charged with the administration of IP rights have necessarily 

been  established. The two institutions that have played a crucial role in harmonising 

IP rights within the EU are the European Patent Office (EPO) and the Office for 

Harmonization in the Internal Market (OHIM). By virtue of Regulation 2015/2424 of 

the European Parliament and the Council amending the Community trade mark 

regulation, which entered into force on 23 March 2016, OHIM is now named the EU 

Intellectual Property Office (EUIPO).96 The EPO was established in 1978 in order to 

examine patent applications and grant European patents for up to 38 EU countries 

under the European Patent Convention (EPC). 97 Although the EPO is not an EU 

institution, the EU decided to give authority to the EPO to grant future unitary 

patents.98 This clearly shows the importance of the EPO in the IP harmonisation 

process in the EU. The EUIPO was established in 1994 as a decentralised agency of 

the EU to grant trademark and design rights that are valid in all 28 EU member 

states.99 Since its establishment in 2006, more than half a million applications were 

received and over 350,000 applications were registered.100 The role of EUIPO and its 

importance in IP has continuously increased and is being extended to other areas apart 
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from trademarks and designs.101  

It can be clearly seen that both EU and non-EU institutions have been playing a 

crucial role in the IP harmonisation process. These institutions can be regarded as 

important cogs for the EU in seeking a higher level of IP harmonisation. Without 

these institutions, the EU’s success in this area could not be realised. 

 

3.2 IP System in the EU 

The EU has continuously made an effort to standardise IP protection within its 

community in order to deal with the conflict between IP rights and the free movement 

of goods. Major sources of harmonising IP laws in the EU have been EU legislation 

and international conventions.102 In order to investigate the development of  this 

process, the major areas of IP rights, namely copyright, patents, trademarks, designs, 

geographical indications (GIs) and plant variety rights (PVRs) will be addressed. 

 

3.2.1 Copyright 

In the field of copyright, harmonisation within the EU has developed through the 

enactment of EU legislation and the adoption of international treaties. Copyright was 

seen as an economic factor. This is because copyrighted subject matter was 

considered to be a tradable commodity.103 Moreover, due to the growing problem of 
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copyright infringement and efforts to establish a well-functioning internal market, the 

need for harmonisation in this area has become more relevant since the early 

nineties.104 The disparities in national copyright and related rights laws within the EU 

could obstruct the free movement of goods in the community. Consequently, a 

genuine internal market could not be established. Hence, a number of directives were 

passed to bring national laws of the member states in line with each other.  

The Europeanisation in the area of copyright was firstly addressed by the EU 

Commission in the Green Paper on Copyright and the Challenge of Technology (The 

Green Paper)105, which provided a harmonisation framework to eliminate disparities 

in national law in the areas of copyright and neighboring rights that might adversely 

affect the internal market.106  The first generation of copyright directives have their 

roots in The Green Paper.107 Seven directives have been passed to specifically deal 

with various areas of copyright protection made necessary by the development of new 

technology. Moreover, other aspects of copyright and related rights are covered by the 

Enforcement Directive108 in order to prevent copyright infringement.  
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Originally, the area of copyright law was not included in the EC Treaty, which is 

regarded as having provided the major framework of European law harmonisation. 109 

The harmonisation of copyright in the EU began in 1991, when EC Directive 91/250 

on the Protection of Computer Programs, which is the first directive in the area of 

copyright, was adopted.110 As a response to the growth of the software industry, the  

directive provided a harmonised framework to standardise the national laws of the 

member states regarding the protection of computer programs in an effort  to prevent 

unauthorised reproduction of such programs.111 This has led to ‘fairly uniform legal 

rules’ and thus increased ‘legal certainty, transparency and predictability’ in obtaining 

protection in this area.112 Since then,  significant directives have been approved to 

protect various areas of copyright and related rights, such as the Rental and Lending 

Rights Directive, which provided exclusive rights to the copyright owner to authorise 

or prohibit the rental and lending of copyrighted work,113 the Cable and Satellite 

Directive, which aimed to facilitate the transmission of audio-visual programs, 

especially those broadcast via satellite, between countries,114 the Term of Protection 

Directive, which aimed to harmonise the terms of protection for each type of 

copyright work in the member states,115 the Database Directive, which established  an  
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exclusive right for database producers and harmonised legislation governing 

copyright in databases, 116  the Electronic Commerce Directive, which provided   

regulations aimed at harmonising the governing of information society services,117 the 

Resale Right Directive, which aimed  to harmonise an artist’s resale rights within the 

EU for the benefit of the author of an original work ,118 and the Information Society 

Directive, which provided  harmonised rules governing copyright and related rights in 

response to technological developments.119  

A major step towards the harmonisation of copyright law was taken in 1993 when the 

duration of copyright protection was standardised by directive to be 70 years after the 

death of the author or creator. 120  Before this directive harmonised the term of 

copyright protection, a longer term existed in Germany, Spain and France, whereas 

other EU countries provided a general term of protection of 50 years from the death of 

the author.121 Nevertheless, the EU chose to adopt the longest term of 70 years after 

the death of the author. This demonstrated a trend of upwards harmonisation. The 

primary reason behind this adoption was not to protect the author’s rights, but to 

establish an internal market.122 Additionally, this directive had a retroactive effect and 

restored protected status to copyrighted work that had previously become part of the 

                                                
 
116 Directive 96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal 
protection of databases [1996] OJ L 077. 
117 Directive 2000/31/EC of the European Parliament and of the Council of 8 June 2000 on certain legal 
aspects of information society services, in particular electronic commerce, in the Internal Market 
(Directive on electronic commerce) [2000] OJ L 178. 
118 Directive 2001/84/EC of the European Parliament and of the Council of 27 September 2001 on the 
resale right for the benefit of the author of an original work of art [2001] OJ L 272. 
119 Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the 
harmonisation of certain aspects of copyright and related rights in the information society [2001] OJ L 
167. 
120 Dietmar Harhoff, ‘Intellectual Property Rights in Europe – Where Do We Stand and Where Should 
We Go?’ (2006), 13 Contribution to the Project: Globalisation Challenges for Europe and Finland 
<http://www.ip.mpg.de/files/pdf2/Harhoff_06-09-20.pdf> accessed 29 September 2013. 
121 Lewinski (n 109) 96. 
122 ibid. 



   115 

public domain.123 Since this term of protection exceeded the duration provided in the 

Berne Convention, this could be considered to have established a new standard of 

copyright protection introduced and enforced in the EU member countries.  

Apart from the objective of unifying national markets, the EU wanted to stimulate 

European information industries. A strong copyright protection would be required and  

essential to achieving this goal.124 A directive that made a significant contribution to 

the harmonisation of copyright law is Directive 2001/29/EC, commonly known as 

‘The EU Copyright Directive’. This directive harmonised certain aspects of copyright 

and related rights in the information society. 125 The major objectives of this directive 

were to provide regulations on copyright and related rights in response to 

technological developments, and to implement international obligations  of the WIPO 

Copyright Treaty.126 This directive provided a strong copyright protection standard 

and introduced  legal protection for Digital Rights Management (DRM) to control the 

use of copyrighted work in digital form. 127  In other words, the EU Copyright 

Directive was passed to approximate copyright and related rights to meet the 

challenges of  the digital era. Nevertheless, it was suggested that by providing a 

system to protect copyright of electronic media, The EU Copyright Directive 

‘introduces severe impediments to the usability of digital works’.128 That said, DRM 
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could prevent a user from copying or sharing copyrighted work. This might not 

suitable for people’s way of life in the digital era. For instance, when a person buys an 

e-book, which usually contains DRM, it could prohibit the buyer from copying or 

transferring such e-book to other devices, sharing with friends,  or printing. 129 

Therefore, it comes into question whether the effect of the copyright directive is 

suitable and practical for  the users in the digital era.    

However, this directive was regarded as ‘one of the centrepieces of the original 

Lisbon Agenda of 2000’.130 According to the original Lisbon Strategy, the major 

objective of the EU is ‘to become the most dynamic and competitive knowledge-

based economy in the world by 2010, capable of sustainable economic growth with 

more and better jobs and greater social cohesion and respect for the environment’.131 

Since the  directive provides a legislative framework that could encourage the growth 

of knowledge-based economy, this could help the EU achieve its goal in accordance 

with the Lisbon Agenda.132 

Additionally, since the Internet is an important channel for doing business on which 

information can be quickly spread, a relevant directive that should be considered is 

the Electronic Commerce Directive. This directive was approved to ensure the free 

flow of information society services within the community.  ‘Information society 

services’ are defined as ‘any service normally provided for remuneration, at a 

distance, by electronic means and at the individual request of a recipient of 
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services’.133 In other words,  this directive  is not only limited to selling and buying 

online, but also covers online services that are not provided for remunerated by the 

recipient such as providing search engine usage or online information.134 In general, 

this directive  provided harmonised provisions governing information society 

services, particularly various aspects of electronic commerce. Concerning IP rights, in 

order to deal with online copyright infringement, this directive introduced the liability 

of internet services providers (ISPs) who provide access to the internet and related 

services. 135 Therefore, by adopting this directive, a legal framework for electronic 

commerce within a community could be established, which could provide more 

certainty to both business owners and consumers. In addition, it could also address 

new forms of copyright infringement that usually occur in the digital era. This can 

help increase efficiency of IP protection and enforcement in the EU member states. 

In addition to the implementation of harmonisation directives, there are various 

international treaties relating to copyright and related rights, namely the Berne 

Convention, the WIPO Copyright Treaty, the Rome Convention, the WIPO 

Performances and Phonograms Treaty, and the TRIPs agreement that were all 

acceded to by all the EU countries. By adopting these international agreements, 

certain areas of national copyright and related rights law of the EU member countries 

have been more closely approximated to each other. In the follow up to The Green 

Paper, the Commission’s action plan clearly stated that all  member states are required 

to accede to the international IP treaties administered by WIPO and adopt the 1971 
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Paris Act of the Berne Convention of 1961 in order to strengthen copyright 

protection.136  The level of protection in some areas addressed in directives  is beyond 

the minimum standards provided under the Berne and Rome Conventions and 

TRIPs. 137  Nevertheless, it has been suggested that the Berne Convention can be 

considered as ‘foundational instruments of the European IP system’.138 This clearly 

demonstrates that both directives and multilateral treaties are two major tools that 

help the EU develop a harmonised copyright regime. 

The CJEU has also played an important role in the process of harmonisation. In order 

to ensure harmonised applications of copyright directives in the member states, 

questions arising from an interpretation of the directives were to be referred to the 

CJEU by a national court. For instance, in Butterfly Music v Carosello Edizioni 

Musicali e Discografiche Sr,139 an Italian court referred a question to the CJEU on the 

interpretation of the harmonising term of copyright protection in Directive 93/98/EEC 

which extended the term of copyright protection for rights of performers and of 

producers of phonograms to be 50 years.  It was ruled that by virtue of the directive, it 

was possible for the copyright and related rights that had expired before the date of 

the implementation of the directive to be revived, without prejudice to the exploitation 

that occurred before such date.140 Also, in Egeda v Hoasa,141  a question regarding the 

interpretation of Article 1 of the 93/83EEC Cable and Satellite Directive was referred 

to the CJEU for a preliminary ruling.  
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In Infopaq International A/S v Danske Dagblades Forening,142 the Danish Supreme 

Court  referred a list of questions to the CJEU for a preliminary ruling. The CJEU 

found that the extraction of 11 words from a newspaper article amounted to 

‘reproduction’ under Article 2 of the Copyright Directive if they were the expression 

of the intellectual creation of the author.  Per the court’s ruling, an 11-word extract 

from a newspaper could be works protected by copyright. The decision of the CJEU 

in this case became a standard and has been followed by national courts. For instance, 

in The Newspaper Licensing Agency v Meltwater,143 it was ruled that in order to avoid 

infringing the publisher’s copyright, users of Meltwater News, an electronic press-

monitoring service that provided headlines and extracts of words from online 

newspaper to clients, needed a license from the Newspaper Licensing Agency (NLA). 

It should be noted that prior to the Infopaq decision, the UK courts adopted different 

approach in determining what considers as infringement. The shift from the approach 

that was formerly adopted in the UK has led to an expansion in the scope of copyright 

protection.144 This clearly shows that the decision of the CJEU had influence on the 

decision of the UK Courts. The CJEU’s ruling helps increase consistency in the 

interpretation of EU copyright law, and thus lead to a higher degree of harmonisation. 

This is example of how negative integration can be achieved through the CJEU’s case 

law. 

There are also other cases relating to the harmonisation of copyright law which 

addressed the failure of a member state to implement directives within the prescribed 

period of time. For instance, Ireland’s failure to implement Database Directive 
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96/9/EC was brought before the CJEU.145 In addition, the CJEU had to rule in an 

action where member states failed to comply with obligations under international 

treaties relating to copyright. For instance, an action against Ireland, which failed to 

adhere to the Berne Convention before 1 January 1995, was brought before the 

CJEU.146  

Moreover, since it is recognised that the territorial nature of copyright can obstruct the 

free movement of goods, the principle of community exhaustion was also developed 

by the CJEU. The right to control the distribution of copyright protected goods is 

exhausted once the goods are lawfully placed in the market by the rights holder or 

with his consent in one member state. This notion can be found in Deutsche 

Grammophon Gesellschaft mbH v Metro-SB-Großmärkte GmbH & Co KG 147, in 

which the concept of European exhaustion was created to ensure the free movement 

of goods.  

These examples show that the CJEU has played an active role in shaping the 

development of EU copyright law. The CJEU has had a crucial role in filling the gaps 

of harmonisation directives. 148  In addition to standardising copyright protection 

within the EU through the enactment of directives and the adoption of international IP 

treaties to deal with the era of digital information and  pursue the establishment of an 

internal market, the CJEU has also played a relevant role in ensuring that  

harmonisation directives are applied and interpreted consistently while ensuring  

compliance with the obligations imposed by international treaties. As a result of the 
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EU’s continuous efforts, the harmonisation of copyright law through use of these 

instruments can strengthen and standardise copyright protection in various areas.  

Nevertheless, it has been opined that the copyright harmonisation in the EU is 

‘fragmentary harmonisation’.149 The reason is that the legislature tended to focus on 

the issues that clearly obstructed free movement of goods and services.150 Although 

various directives have been approved, there are still remaining areas that further 

harmonisation at EU-level is needed.151 Current directives do not  address all essential 

areas, and thus disparities in national copyright laws of the member states still remain. 

This can be seen in the area of moral rights. Since there were no initiatives to 

harmonise legislation governing moral rights between the member states, there are 

disparities in this area between civil and common law countries.152  For instance, 

protection of moral rights has been recognised more under French law than in the 

UK.153 The French legal system provides ‘the most generous protection of moral 

rights in the world’.154  

In addition, the territorial characteristic of copyright obstructs the establishment of a 

complete internal market.155 Despite various directives, copyright is considered to be 

the least harmonised IP right in the EU.156 Compared to other areas, particularly 
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trademarks and designs, EU copyright law was harmonised, but is not yet unified.157 

Consequently, it has been suggested that the EU should introduce a community 

copyright system with EU-wide effect in order to create a single market for copyright 

and related rights.158 This would help eliminate the current disparity in copyright law 

at the national level, enhance legal certainty and substantially reduce transaction 

costs.159 In the Commission’s paper ‘Creative Content in a European Digital Single 

Market: Challenges for the Future’, it was suggested that rather than pursuing a 

greater level of harmonisation of national copyright regimes through directives, a 

unitary copyright system should be established.160 However, creating a unitary system 

such as in the area of trademark and design rights might not effectively address the 

problems related to a fragmentation of the internal market caused by national 

copyright.161  A community system cannot  effectively harmonise copyright law in a 

community if the rights governed by national law still existed.162 It was pointed out 

that unlike other areas of IP rights (with the exception of unregistered designs), 

copyright automatically comes into existence as soon as a work is created. 163 

Moreover, in other unitary regimes, these systems operate in conjunction with  

existing national systems, and thereby offer an applicant further choices that might 

better suit his interest. Establishing a unitary copyright system that would exist 

alongside a national regime, would result in having two copyrights granted 
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simultaneously the national and community levels each time an original work is 

created.164 This would be problematic. Consequently, it was realised that the best way 

to cope with copyright harmonisation in the EU was  to develop ‘a single, unitary, EU 

wide copyright law’ in place of national laws.165 However, it is still questionable 

whether this concept would be feasible since EU IP rights have never been introduced 

as a replacement for  national rights. Moreover, replacing existing national copyright 

regimes that offer protection 70 years after the death of the author with a new 

copyright system with a unitary effect would not be an easy task.166 A transition 

period to implement a unitary copyright system needs to be provided since it is 

necessary for national regimes to remain in existence until subsisting national 

copyrights expire.167  

It is highly likely that unification of the copyright regime in the EU remains very 

challenging. However, in response to the EU’s initiative in creating a single digital  

market, which would help the EU move towards a knowledge based economy, the 

Commission pointed out that it is necessary for the EU to develop a more harmonised 

copyright system in order to reduce disparities in copyright regimes, and thus ensure a 

wider cross-border access to online services.168 To achieve this goal, an amendment 

of the copyright law to eliminate online barriers is necessary. Recently, a proposal for 

a regulation to ensure cross-border portability of online content services in the 

internal market  was released in order to ensure that consumers can access  purchased 
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or rented online content while travelling in other EU countries.169 This reformation 

aims to help reduce the differences in national copyright laws of the EU members and 

thereby allows wider access and represents further harmonisation. 170  This clearly 

demonstrates a continual effort by the EU to seek a higher degree of copyright  

harmonisation. Thus, it can be seen that harmonisation of copyright in the EU is still 

an ongoing process. Solely relying on the enactment of the harmonisation directives   

cannot change the exclusive nature of national copyright law, which remains 

territorial. As a result, a fragmented copyright system that can partition the single 

market would still exist thereby obstructing free movement of goods.  

 

3.2.2 Patents 

The standardisation of patent law in the EU has been accomplished through the 

ratification of international agreements and the enactment of a directive.  Multilateral 

treaties are major instruments used to approximate legislation in this area. The only 

EU legislative measure providing substantive harmonising provisions in the area of 

patent is Directive 98/44/EC on the Legal Protection of Biological Inventions, which 

provides provisions governing patent protection of biological materials. 171  The 

international IP treaties that play a significant role in harmonising patent law in the 

EU are the European Patent Convention (EPC) and the Patent Cooperation Treaty 

(PCT). Before these treaties entered into force, national patent laws of the EU 

members were only harmonised by the Paris Convention, which does not contain a 
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significant degree of minimum standards of patent protection.172 Consequently, there 

were significant disparities in both substantive and procedural patent laws among  EU 

members.173 

The EPC was  the ‘first and foremost’ system to provide uniform procedures for filing 

and granting a European patent.174 The European Patent Office (EPO) was borne out 

of this convention. As of now, 38 countries have joined the EPC, including 28 

member states of the EU.175 The EPC provides harmonised rules governing both 

substantive and procedural aspects of granting and obtaining patent protection.176 This 

means that the EPC not only provides a common procedure, but also standardises 

substantive laws of the member states. This helps decrease the disparity in national 

patent laws among the contracting states. The EPC enables an applicant to file a 

single patent application designating one or more of the member states of the EPC.177 

The applications can be filed at an EPO, which provides a centralised procedure for 

the examination and grant of European patents.178 In other words, a European patent 

application is analysed and granted by the EPO pursuant to the single procedure, 

uniform requirements and conditions of the EPC. This helps increase the certainty in 

the process of granting patents because the same standard is applied to all 

applications.  
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However, the rights granted under the EPC are a bundle of national patent rights,  

dissimilar to the single patent right that is valid throughout the European territory.179 

This requires European patents granted by the EPO to still rely on the national patent 

laws of the contracting states,180 and thereby be enforced separately in the national 

court of the designated contracting states. Interpretation of the EPC may vary  

depending on the national courts of the contracting states, thereby leading different 

outcomes.181 Therefore, it was opined that such an outcome might be contrary to the 

prime goal of the EU of establishing a unitary community patent system.182  

Since national courts are free to use their own interpretations, it could lead to legal 

uncertainty, and thus adversely affect the operation of the internal market. For 

instance, in Improver v Remington, 183  a three-step test was provided by Lord 

Hoffmann to assess whether a variant infringes on the claim of a patent. 

Subsequently, UK courts generally applied this test to determine whether a variant fell 

within the outlined scope.  Examples of the use of this three-step test can be found in 

Daily v Berchet184 and American Home Products Corp v Novartis Pharmaceuticals 

UK Ltd 185 . However, in PLG Research Ltd. v Ardon, 186  the Court followed the 

approach applied by a German court, which it claimed was a modified version of the 

three-step test in Improver.187 It has been noted that the interpretations of the UK 
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courts and the German courts are different. 188  UK courts regard a patent as an 

incentive to invent, whereas German courts consider a patent to be a reward to the 

patentee rather than an incentive. 189  This can decrease the degree of conformity 

among the EPC contracting parties. 

The European patent system has been called the most expensive patent system in the 

world.190 The EU was concerned about this; therefore in 1975 the Community Patent 

Convention was signed to create a unitary system of patent in the community. 

However, the agreement has yet to come into effect due to a disagreement about  

some proposed language and the litigation process of a European patent.191 In 2000, 

the European Commission proposed the creation of a community patent and revised 

the proposal in 2004.192 Nevertheless, the proposal was defeated due to the continual 

disagreement about language and wording. 193  

Recently, in 2011, a proposal for a unitary patent was introduced.194  The  regulations 

providing the unitary patent protections consisted of two EU regulations and one 

agreement between participating EU member states regarding the creation of a 
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Unified Patent Court (UPC).195 According to Regulations (EU) No. 1257/2012 EU 

and 1260/2012, which came into force on 20 January 2013, the system will give 

unitary effect in all participating EU member states to European patents granted by 

the EPO under the provisions of the EPC. A single court, the UPC of the participating 

member states, was established. The UPC would have jurisdiction over new unitary 

patents and European bundle patents granted by the EPO.196 It was expected that the 

creation of this common court could help avoid duplicate litigations in multiple 

countries.197  As of now, 26 of the 28 EU member states participate in the new patent 

system.198 Spain and Croatia are the only EU countries that are still not part of the 

enhanced cooperation for the creation of the Unitary Patent.199 The unitary patent 

package will come into effect when 13 countries, including France, Germany and the 

UK200 have ratified the Agreement on the UPC.201 As of June 2016, 10 countries, 
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including France, had ratified the UPC Agreement.202 A firmly established unitary 

patent system would allow an applicant to obtain a European patent with unitary 

effect throughout the territories of participating EU countries taking part in the 

enhanced cooperation scheme and having ratified the Agreement on a UPC.203 In 

other words, a single European patent would be enforceable throughout the 

contracting states and would not be subjected to disparities in the national patent laws 

of the member states. Decisions of the UPC would help ensure uniform application 

and interpretation in all the EU contracting states. As a court common to the member 

states, the UPC is obliged to refer questions for preliminary ruling to the CJEU as 

with other national courts of the EU members.204 This would increase the role of 

CJEU in the patent harmonisation process. Prior to the introduction of the unitary 

patent and the UPC, the CJEU had not yet dealt with the core issue of patent because 

the directive was approved to deal with specific areas.205 

Agreeing on a language, or languages is often a major obstacle to establishing a 

community patent system. It was proposed that the official languages of the 

community patent be English, French and German,206 which are the official languages 

of the EPO. Nevertheless, some EU countries, particularly Spain and Italy disagreed  

and argued that this would undermine the internal market and adversely affect small 
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and medium businesses.207 Local businesses might have to bear excessive costs in 

translating applications into one of the official language.208 However, compared to the 

current system of a European patent, this will substantially reduce patent transaction 

costs, particularly the translation cost. 209  When the unitary patent is granted, a 

machine translation will be available for the purpose of informing on the content of 

patents.210 No human translation will be required.211 However, during a transitional 

period, until the machine translation system is fully operational, applicants will need 

to provide a translation into English (if the language of proceedings is French or 

German) or a translation into one other EU official language (if the language of 

proceeding is English).212 Meanwhile, under the current system, it was shown that in 

order to obtain valid patents in all the EU member states by utilising the traditional 

European patent system, an average application validation would cost  approximately 

32,000 euros.213 Validating a European patent in 13 countries was ten times more 

expensive than a patent in the US or Japan.214 Therefore, one of the core objectives of 

the unitary patent system is to reduce costs of obtaining and maintain patent 
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protection in the EU countries.215 It is expected that full implementation of the unitary 

patent system will lower costs for patent owners about 5,000 euros.216 Moreover, it 

should be noted that the community patent is designated to operate in parallel with the 

European patent system under the EPC.217  That said, an applicant would have a 

choice whether to file an application for the European patent with unitary effect under 

the community patent system or apply for a bundle of national patents under the EPC. 

This would help increase effectiveness and attractiveness of the European patent 

system. Although there are still some controversies surrounding the creation of the 

community patent system, a new unitary patent right and UPC could be considered a 

significant development toward European patent unification, since it could combat 

fragmentation experienced in the current European patent system.  

In addition to developing patent protection within the region by ratifying the EPC and 

issuing the directive and regulation, the EU was involved in patent harmonisation at 

the international level. The EU can be also regarded as an active player in the global 

IP community since EU members are signatory to various international treaties 

relating to patent protection, particularly the PCT. The PCT, which is a treaty 

administered by the WIPO, was adopted in order to streamline the procedures for 

filing, searching and examining patent applications. The PCT system enables an 

applicant to file a single application by designating any one or more of the contracting 

states to the treaty. However, the granting of the patent remains within the control of 

each contracting state. An applicant can obtain a European patent by designating the 
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EPO in a PCT application.218  In other words, an applicant can designate all the 

contracting parties to the EPC as a single entity. This is known as the ‘Euro-PCT 

route’.219 In order to obtain a patent, an application would be processed through the 

international phase, the granting procedure of which is subject to the PCT, and 

through the regional phase, which is governed by the EPC.220 This means that the 

decision whether or not to grant a patent is left to the EPO which would be controlled  

by the terms of the EPC. Similar to the EPC, the outcome would be the granting of a 

bundle of national patents. Nevertheless, compared to the EPC, the PCT is likely to 

provide a lesser degree of harmonisation. The PCT merely provides harmonised 

procedural rules governing searching and conducting preliminary examination in the 

patent granting process. While the EPC provides harmonised procedural and 

substantive rules. It has been suggested that the EPC goes much further than the PCT 

‘in centralising the remainder of the substantive examination process right through to 

grant’.221  

Presently, the harmonisation of patent law in the EU is still in progress and requires 

further harmonisation. The existing European patent system through the EPC or PCT 

routes cannot be considered to be complete harmonisation since the enforcement of 

patent rights is still a matter of the national patent law of the member states. However, 

it can provide an applicant with an alternative route by offering a centralised 

procedure, which could help an applicant save both time and money that would 

otherwise be incurred in filing separate patent applications in each country when a 

larger number of countries is required to ensure patent protection. This can facilitate 
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the European patent granting procedure, which could help provide an incentive in the 

community to invent. Furthermore, successfully implementing the unitary patent 

system and UPC would help the EU move towards a complete harmonisation in the 

area of patent. 

 

3.2.3 Trademarks 

The harmonisation of trademark has been developing for over 20 years. It was 

regarded as a ‘pioneer of harmonisation at the European level’. 222  It is not an 

overstatement to say that the EU trademark system has proved to be a great 

success.223 Before harmonisation took place, the disparity in trademark protections 

between member states could have led to use or misuse of trademarks in a way that 

could have threatened the operation of the internal market.224 It was noted that the 

disparity in national trademark laws allowed trademark owners to partition the 

internal market into national markets where they could charge different prices for 

their products.225 As a result, trademark harmonisation directives were approved to 

standardise the substantive laws of member states, help eliminate barriers to trade 

between the member countries and ensure that goods could flow freely around the 

community. 

Council Directive 89/104 was the first legislative instrument utilised. It was passed in 

1989 in order to bring consistency to the national trademark laws of the member 
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states.226 The directive sets out requirement for obtaining trademark protection, the 

scope and term of protection, possible grounds for refusal of a trademark, and 

exhaustion of rights provisions. The enactment of the directive led to amendments to 

the laws of member states since the directive included provisions that were different 

from the then current law. For instance, under the Council Directive, trademark 

subject matter was extended to cover marks or services marks based on shape or 

packages.227 Primarily, the directive was passed to provide more consistency in the 

then existing trademark laws of the member states. Nonetheless, it was considered as 

a partial harmonisation since it only addressed sections that directly affected the 

operation of the internal market.228 That said, the directive provided harmonised rules 

governing the conditions in obtaining a trademark, whereas procedural provisions 

regarding trademark registration remained up to national discretion.229  Therefore, this 

resulted in a limited trademark harmonisation effect in the EU because trademarks 

remained a matter of national law that would be enforced in each particular national 

jurisdiction. 

In 2008, the first harmonisation directive was replaced by Directive 2008/95 that 

contained no substantive legislative change.230 The directive was passed in order to 

standardise trademark laws between the member countries so that member states 
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could enjoy the same standard of protection.231 However, it cannot not be considered  

to be full harmonisation since the directive did not change the territorial nature of 

trademarks. 232 Trademarks that were registered at the industrial property office of the 

member states would still be subject to national trademark law of each country. As a 

result, conflict resulting from similar trademarks protected in different member 

countries could arise. 233  Additionally, some areas, especially national trademark 

procedures, were not addressed by the current directive.234 Therefore, differences in 

trademark procedures in the member states still remained.235 

Solely relying on the promulgation of harmonisation directives is not sufficient for the 

EU to achieve its goal of having a fully harmonised national trademark system. 

Uniform EU IP system cannot be firmly established by merely standardising national 

IP laws.236 Apart from standardising trademark law at the national level through use 

of directives, Council Regulation 40/94 on community trademarks was adopted in 

1993 in order to create a unitary system of trademark.237 This  regulation was later 

replaced by  regulation 207/2009. The community trademark system (CTM), which is 

now the European Trademark (EUTM) was established to operate parallel with the 

national trademark system.238 In other words, the EUTM was set up as an alternative 

to national trademark filing. As a result, the same sign could be registered at both the 
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national and the community level.239 It should be noted that the substantive provisions 

of this regulation are nearly identical as the provisions in trademark harmonisation 

directives.240 The provisions regarding the requirements and scope of protection under 

the regulation are substantially the same as in the directive. 241  However, the 

regulation governing the EUTM was passed to address a slightly different issue than 

those focused on by the directives.242 The directives were enacted to approximate 

national trademark laws of member states to reduce impediments to the free 

movement of goods within the internal market. 243  Whereas the regulation was 

approved to reduce impediments to trade resulting from natural territorial IP rights, 

which could not  be changed by approximation of laws.244 This demonstrates that the 

regulation creating the EU-wide trademark system could render a higher degree of 

harmonisation. It has been suggested that the objective of the regulation was different 

from that of the directive because it aimed to unify rights rather than harmonise 

laws.245 However, some have argued that these instruments shared the same goal of  

helping the EU pursue a genuine internal market.246   

Under the EUTM, an applicant is permitted to file a single application through the 

EUIPO for an EU trademark, which would be valid throughout the EU. 247 It has been 

claimed that establishing a system wherein the national and community systems 
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coexisted was to satisfy the needs of different sized companies. 248 A national 

trademark system may be more suitable and fit the interests of local companies and 

small and medium enterprises (SMEs).  Contrarily, the EUTM might better satisfy the 

business interests of large companies that operate business on a much broader scale 

throughout the EU.249 Additionally, the EUTM would be automatically extended to 

new EU members without any formalities and fees.250 Hence, the expansion of the EU 

did not obstruct the function of the system. This is regarded as a benefit of the EUTM 

system. 

By providing a uniform trademark registration, an applicant can save time and money 

that would otherwise be expended in filing separate applications in each EU member 

country.251  The EUTM registration process of a simple application with no objections 

could  take only 6 to 9 months from the date of filing to finalise.252 Additionally, the 

EUTM is ‘very easy to be administered’ since it offers trademark rights that can be 

enforced in all the EU countries.253 The unitary effect of the EUTM can also help 

trademark owners to plan their market strategies since their trademarks are afforded 

the same standard of protection in all EU member countries.254 Using the EUTM 

system could have various advantages to applicants. Nevertheless, this system still has 
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some limitations. The system does not permit an applicant to exclude any country in 

which  the applicant does not want his mark registered.255 Furthermore, it was pointed 

out that if an application faces objection,  an applicant might have to incur significant 

extra expense in order to deal with such opposition.256  

However, from an overall perspective the advantages of the EUTM system outweigh 

the drawbacks. This system is a good alternative for business owners, who operate 

throughout the EU. Its unitary effect can allow mark owners to register a trademark 

with minimal cost and time expenditure while allowing enforcement of exclusive 

trademark rights throughout the EU. Furthermore, the EUTM is an example of  

significant community harmonisatation of IP rights since it is the result of  

harmonisation at the national level through the implementation of the directive and  

passage of  regulations governing community trademarks with a unitary effect.257  

However, in 2016, there are a number of important reforms to the EU trademark law. 

In order to modernise and provide a more effective trademark system within the EU at 

both the national and community levels, the EU trademark reform package has been 

adopted. It aimed to make the EU trademark system more accessible, to reduce cost 

and complexity and to provide a faster process.258 This has led to an amendment of 

harmonisation Directive 2008/95/EC and Community Trademark Regulation 

207/2009/EC. It has been noted that there is a need to modernise the trademark 

regime in the EU due to a significantly change in the business environment over the 
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previous two decades. 259  There had been no major changes in the national and 

community trademark systems, which were standardised through EU legislation for 

more than 15 years prior to 2015.260  The reformation consists of two legislative 

components, which are the new Trademarks Directive (Directive (EU) 2015/2436) 

and the amended Community Trademark Regulation (Regulation (EU) 2015/2424). 

Presently, the new trademark Directive 2015/2436 (The new Trademark Directive) 

has come into force since January 2016. It aims to further harmonise the national 

trademark systems of EU members. The member states are obliged to transpose the 

majority of the provisions into their national law by 14 January 2019. 261  The 

Regulation (EU) 2015/2424 has just come into effect on 23 March 2016. It was 

adopted to amend the existing EU Trademark Regulation (Regulation 207/2009/EC). 

There are various key changes of EU trademark reform. For instance, the Community 

Trademark (CTM) is re-named to European Union Trademark (EUTM), and the 

European trademarks registry, OHIM, has become the European Union Intellectual 

Property Office (EUIPO). New fees system is also introduced. Average costs of 

registering and renewing EUTM will be reduced.262 Furthermore, the scope of sign 

that can be registered as a trademark is also expanded. The previous trademark 

directive and community trademark regulation explicitly laid down the need for a 

mark to be graphically represented.263 However, under the new trademark reform 

package, the requirement of graphic representation has been removed.264 This means 
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that the new definition of a trademark may be extended to cover non-traditional marks 

such as a sounds and smells.265 Consequently, these non-traditional marks can be 

registered more easily. Moreover, to effectively prevent the flow of counterfeit goods, 

provisions on detaining goods in transit have been integrated in the new trademark 

directive and regulation. The owner of a trademark is entitled to prohibit third parties 

from importing counterfeit goods into the EU, regardless of whether they are intended 

to release goods for free circulation within the EU.266 These provisions did not follow 

the guideline adopted by the CJEU in the joined cases of Philips and Nokia, where the 

court ruled that in-transit goods can be detained if there is sufficient evidence to 

consider that the goods are likely to be marketed within the EU.267 Moreover, in order 

to increase more certainty, some aspects of trademark procedures such as filing dates 

and standards for classification of goods/services are standardised.268 These changes 

could help modernise trademark laws of member states and ensure greater 

harmonisation across the EU than presently exists, and thereby reducing obstacles to 

free movement of goods resulting from disparities in national laws. This demonstrates 

continual efforts by the EU in pursuing a higher degree of IP harmonisation in the 

field of trademarks, which is expected to help increase consistency and legal certainty 

of the trademark system at both the national and the EU level. 

In regards to the enforcement of trademark rights, a claimed infringement of a 

trademark granted at the national level would be subject to the jurisdiction of the 

national court of each member state. Meanwhile, if there is an infringement of an EU 
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trademark, it would fall within the jurisdiction of the national court that is designated 

as the EU trademark court. 269  According to the CJEU’s ruling in DHL v 

Chronopost,270 decisions from a community trademark court should apply throughout 

the EU since EUTM and its regulation provide unitary rights that cover all EU 

countries. 271  In addition, when a questions arise regarding the interpretation or 

validity of an EU trademark laws, those questions can be submitted to the CJEU for a 

preliminary ruling by the national and community courts. 272 Therefore, when a ruling 

is issued by the CJEU, that ruling would apply to the national and community courts. 

This would provide more legal certainty and ensure equal application of the EU laws 

in the member states. A noteworthy example is  Sabel BV v Puma AG,273 in which the 

court was asked whether there exists a ‘likelihood of confusion’ for the purpose where 

the public might make an association between two marks. The CJEU explained the 

meaning of likelihood of confusion for the purpose of infringement between two 

marks that are not identical, and thereby providing guidance in assessing the 

likelihood of confusion in other cases. It was held that in interpreting the criterion of 

likelihood of confusion which includes the likelihood of association with the earlier 

mark as provided under in Article 4(1)(b) of Directive 89/104/EEC, ‘the mere 

association which the public might make between two trade marks as a result of their 

analogous semantic content is not in itself a sufficient ground for concluding that 

there is a likelihood of confusion within the meaning of that provision.’ 274  The 

likelihood of confusion must therefore be appreciated globally, taking all relevant 
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factors to the circumstances of the case into account. 275  The determination of 

‘likelihood of confusion’ can also be found in Canon Kabushiki Kaisha v Metro-

Goldwyn-Mayer Inc 276. Both cases were claimed to provide important guidance on 

assessment whether there is a likelihood of confusion.277 This clearly demonstrates a 

crucial role of the CJEU in the development of IP law within the EU. 

However, in practice, it would take some time before the precedent set by the CJEU 

could be the precedent in the national courts.  Examples can be found in LTJ 

Diffusion SA v Sadas Vertbaudet SA 278  and Reed Executive v Reed Business 

Information Limited279, in which guidance on the identity of marks was provided by 

the CJEU and the UK courts. In the 2003 case of LTJ Diffusion SA v Sadas 

Vertbaudet SA, the claimant, LTJ Diffusion SA, was the manufacturer and distributor 

of clothing and footwear. The claimant registered a French trademark under the name 

‘ARTHUR’.  Sadas, the defendant, operated a children’s clothing and accessory mail-

order business and had a registered French trademark, ‘ARTHUR ET FÉLICIE’. In 

this case, the the assessment of the identity of these two marks was referred to the 

CJEU by the French Court. The CJEU responded by stating that the test of identity 

must be strictly interpreted. Hence, it was held that there was identity between the 

mark and the sign where ‘the former reproduces, without any modification or 

addition, all the elements constituting the latter’.280 However, in 2004, according to 

Reed Executive v. Reed Business Information Limited, the test of identity was applied 
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and interpreted by the UK court in order to answer whether the use of the word 

‘Reed’ by Reed Business Information Limited was considered as trademark 

infringement of the registered trademark, ‘Reed’, owned by Reed Executive. The 

English Court of Appeal ruled that this did not amount to trademark infringement. 

The use of the term, ‘Reed’, that appeared in a search engine, did not cause the public 

to be confused or wrongly  believe there to be a trade connection between these two 

businesses.281 Hence, although various directives were approved to standardise the 

laws between the member states, there was still fragmentation in the enforcement of 

rights, particularly in the interpretation of laws by the courts. Nevertheless, in Mag 

Instrument v OHIM,282 it was held by the CJEU that the interpretation of provisions 

that were identical in regulation and the directive had to be interpreted in the same 

way.283  This clearly demonstrates the role of the CJEU in ensuring homogenous 

interpretation of  EU trademark laws.      

In addition to filing a trademark application separately in each EU member country 

and by filing through the EUTM system, trademark protection can be achieved 

internationally through the Madrid Protocol. Under the Madrid system, an applicant is 

permitted to file one trademark application in one language designating one or more 

contracting parties.284 However, the trademark granted through this system is a bundle 

of national rights. This is different from trademark registration through the EUTM 

system, which provides trademark rights with a unitary effect in all participating EU 
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member states. Nevertheless, the EU has been a contracting party of the Madrid 

Protocol since 2004.285 As a result, by using the Madrid system an applicant can 

designate the EU in an international application. 286 This could have the same effect as 

the granting of a European trademark through the EUTM system. 

Thus, it can be seen that the EU has made significant progress in harmonising the 

trademark regimes within the community. The establishment of the EUTM system 

with its unitary effect represents a high degree of IP harmonisation throughout the 

EU. The coexistence of the national and community systems, as well as the operation 

of the Madrid system, gives an applicant a wide variety of choices from which to 

choose to obtain trademark protection in the manner that best suits his individual 

interest. The standardisation of the trademark regime in the EU through EU 

legislation, as well as international treaties can increase consistency in trademark 

protection among the EU member states, which can have a positive effect on the 

internal market. Furthermore, the case law of the CJEU has also played an essential 

role in the harmonisation process. However, fragmentation in the enforcement of 

trademark rights still exists as a result of different interpretations of the law by the 

courts. This problem can be minimised when the precedents set by the CJEU become 

the precedents established and followed by the national courts. Moreover, the 

adoption of the new EU Trademark reform package will help modernise and enhance 

efficiency in the EU trademark system at both the national and the community levels.  
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3.2.4 Designs 

Passage of Directive 98/71/EC in 1998 on the legal protection of designs represents a 

significant effort to harmonise laws in that area.287 Before the approximation of law, 

the disparity of national laws in the field of design rights obstructed the free 

movement of goods within the community.288 Lack of a harmonised standard had a 

detrimental effect on legal certainty and thereby adversely affected investments.289  

Therefore, the directive was adopted in order to standardise substantive national 

registered design laws among its member states, especially in areas that could directly 

affect the function of the internal market. 290  Generally, the directive provided a 

definition of the concept of registered designs and set out the requirements for 

obtaining design protection, the scope and the terms of protection, grounds for  refusal 

and terms of the exhaustion of protection.291 Nevertheless, procedural laws governing 

remedies, sanctions and enforcement are still a matter of the national law of each 

member state. 292  In the absence of harmonised procedures, obtaining design 

protection is quite costly since an applicant would need to file a national application 

in each member state in order to obtain protection in the EU.293 The directive also 

fails to address the areas of unregistered designs and unfair competition, which still 

has much disparity among the member states.294 Therefore, similar to the area of 

trademarks, the adoption of the harmonisation directive could merely constitute 
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partial harmonisation since the directive was not passed for the purpose of creating a 

community design system. Furthermore, the directive only aims to harmonise design 

rights in the particular areas that could clearly obstruct the free flow of goods in the 

internal market. The enforcement of design rights is left to the discretion of the 

national courts, which could lead to inconsistent decisions. As a result, diversity of 

design rights in the community still remains, and thus obstructs the establishment of a 

genuine internal market.  

The community system of design protection, which coexists with national systems, 

was created in 2002 when Council Regulation 6/2002 was approved. This regulation 

contains nearly identical substantive provisions as the design harmonising 

directive. 295  The regulation provides a uniform set of rules that cover both 

unregistered and registered design rights. 296  This makes the process of obtaining 

community-wide design protection cheaper and easier.297 Similar to the EU trademark 

system, an applicant can obtain a registered community design, which officially 

covers the EU member countries, by filing a single application through the EUIPO.298 

Harmonisation in this area was developed in a manner similar to  trademark 

harmonisation.299  A right holder is able to obtain an unregistered design right that can 

be enforced throughout the European territory. 300  However, unlike the registered 

community design and trademark where a right holder obtains the  exclusive right to 

its use, the unregistered community design trademark only grants a holder a right to 
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prevent the commercial use and copying of a design.301  There is no need to file an 

application to protect an unregistered community design trademark.  

The CJEU also plays an important role in design harmonisation in the EU as it does in 

other areas of IP rights. Several cases have been brought before the CJEU in order to 

ensure a single coherent interpretation of EU legislation. For instance, the Community 

Design Regulation fails to define the term ‘informed user’. In PepsiCo v Grupo 

Promer Mon Graphic SA302 the  CJEU’s first decision on community design rights, 

the court provided a clear definition of that term. Recently, in Karen Millen Fashions 

Ltd v Dunnes Stores303, questions regarding Article 6 and Article 85(2) of Regulation 

6/2002 were submitted to the CJEU for a preliminary ruling and interpretation.304 This 

clearly demonstrates the significant role played by the CJEU in the development of IP 

harmonisation through  interpretation of  legislation.  Interpretation of the core issues 

in the EU design law by the CJEU has helped ‘pave the way for more analysis by 

national judges’. 305  This can foster consistent interpretation of the EU law, and 

thereby increase harmonisation in this area.  

In addition to filing an application and utilising the national and community systems, 

an applicant can obtain international design protection by availing himself of the 

Hague Agreement Concerning the International Registration of Industrial Designs, to 

which the EU acceded in 2007.306 The Hague Agreement permits an applicant to file a 

                                                
 
301 OHIM, ‘Unregistered Community Designs’ 
<http://oami.europa.eu/ows/rw/pages/RCD/protection/UCD.en.do> accessed 25 October 2013. 
302 C-281/10 P PepsiCo Inc v Grupo Promer Mon Graphic SA [2012] FSR 5. 
303 C‑345/13 Karen Millen Fashions Ltd v Dunnes Stores (Limerick) Ltd [2014] All ER (D) 156 (Jun).  
304 ibid. 
305 Strowel and Kim (n 85) 124-125. 
306 WIPO, ‘WIPO-Administered Treaties’ 
<http://www.wipo.int/treaties/en/ShowResults.jsp?country_id=ALL&start_year=ANY&end_year=AN
Y&search_what=C&treaty_id=9> accessed 29 October 2013. 



   148 

single application in a single language and pay one set of fees while being able to 

designate several countries.307 An applicant can obtain design protection not only 

throughout the EU but also in other countries which are contracting parties to the 

Hague Agreement.  By designating the EU in an application, the scope of the design 

protection that is received would be the same effects in the EU as the protection 

received from utilising a community design system. Compared to the community 

design system, processing an application through the Hague system, which allows an 

applicant to choose fewer EU countries, could help an applicant save up to £109 per 

application. 308 However, the rights granted are a bundle of national rights that will 

depend on the national law of each country rather than unitary rights that are equally 

effective throughout the EU. It should be noted that the UK is not yet a member of the 

Hague Agreement.309 Therefore, the UK cannot be included in a country-specific 

application.310 In other words, if an applicant would like to obtain design protection in 

the UK through the Hague system, he would have to apply for protection by selecting 

the entire EU when designating countries in the application. Instead of being able to 

choose the UK as a specific country when applying for protection, an applicant is 

forced to select and pay for EU-wide protection. This has led to the controversy of 

whether or not the UK should become a member of the Hague Agreement.311 

The EU has made significant progress towards design right harmonisation at the 

national, regional and international levels through the enactment of legislation, 

adoption of treaties and the development of CJEU case law, similar to the progress it 
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has made in trademark law.  Applicants have various options to consider when filing 

an application for design protection through the national, community or international 

route.  They could choose the method that best suits their particular business interests. 

   

3.2.5 Plant Variety Rights (PVRs) 

There are two options available for an applicant wishing to obtain protection of PVRs, 

protection at the national or the community level. At the national level, protection is 

not available in all countries in the EU. For instance, there is no national protection 

for plant varieties in Luxembourg, Greece and Malta.312 Furthermore, unlike in the 

areas of trademark and design rights, there has been no harmonisation directive 

approved on PVRs. Consequently, the national laws of EU members in this area are 

quite different. However, in 1994, there was a significant development in the 

harmonisation of PVRs at the community level when the European Council adopted 

EC Regulation 2100/94, the Regulations on Community Plant Variety Rights.313 The 

regulation was approved in order to streamline the method of obtaining PVRs 

protection then available throughout the EU. By virtue of this regulation, the 

Community Plant Variety Rights (CPVR) is established. An application for a 

community PVR can be submitted directly to the Community Plant Variety Office 

(CPVO), which is responsible for managing the EU plant variety rights system.314  

According to the CPVR system, the standard of protection complied with the terms of 

the major international agreements related to PVRs protection, such as TRIPs and  the 
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International Convention for the Protection of New Varieties of Plants (the UPOV 

Convention).315 It was claimed that EC Regulation 2100/94 is modelled on the 1991 

UPOV Act.316 The CPVR system is regarded as an appropriate system since it could 

meet international obligations and standards. 317  Moreover, since this system 

authorises granting PVRs that are valid throughout the EU by filing a single 

application through the CPVO, it is possible for an applicant to obtain protection in 

the EU countries where national protection is not available. 318  The centralised 

procedure in granting the protection throughout the EU countries could save both time 

and money in filing an application. Additionally, the system was set up in order to 

provide incentives for the breeder industry to develop new plant varieties. This is 

exemplified in an important exemption clause known as the ‘breeders’ exemption’ in 

accordance with Article 15 of EC Regulation 2100/94. This clause stimulates 

innovation in plant varieties since it allows access to protected plant varieties for the 

purpose of further development.319 It has been evaluated that the CPVR system can 

provide an appropriate balance among stakeholders, and is thereby considered as ‘an 

appropriate EU regime’.320  However, under the CPVR system, the cumulation of 

national rights and patents with community PVRs is prohibited  by Article 92(1). This 

means that a PVR, which is registered under the CPVR system cannot be registered as 
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a national PVR and a patent at the same time. In other words, a right holder is 

prohibited from holding a PVR granted at the national and the community level 

simultaneously. Nevertheless, member states are authorised to offer national 

protection in parallel with the community system as an option for an applicant.321 

To ensure uniform application and interpretation of the Regulation on Community 

Plant Variety Right, some cases were brought before the CJEU for a preliminary 

ruling. For instance, ‘exhaustion of community plant variety rights’ is broadly 

described in Article 27(2) of the Regulation 2100/94. In Greenstar-Kanzi Europe NV 

v Jean Hustin, Jo Goossens,322 the interpretation of this  principle was referred to the 

CJEU for interpretation.  The CJEU ruled that this article was to be restrictively 

interpreted in order to limit the right to control of the right holder.323 Similar to other 

areas, this is evidence of the CJEU’s role in IP harmonisation through the 

interpretation of EU secondary legislation. 

It can be said that the EU has generally achieved considerable harmonisation in the 

area of PVRs. All in all, the establishment of the CPVR system can increase PVRs 

harmonisation at EU level. Nevertheless, there are still inconsistencies in PVRs 

protection at the national level. According to the Preamble to the regulation, it is 

recognised that the level of protection in PVRs among EU member states may be 

different.324 The regulation was passed to address discrepancies at community level 

rather than national level.325 Unlike the directive, member states are not obliged to 
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amend their domestic laws in accordance with the provisions under the regulation.326 

However, most of EU countries have already acceded to the UPOV Convention, 

which requires contracting states to adhere to minimum standards of protection such 

as criteria for the grant of the breeder’s right. Therefore, some degree of 

harmonisation of national PVRs laws has been achieved. Nevertheless, differences in 

national plant variety laws can still exist among them. TRIPs and the UPOV 

Convention provide only minimum standards while allowing a degree of flexibility 

that member states can use to accommodate their own protection interests. However, 

by establishing the CPVR system alongside national systems, applicants can choose 

the method that best suits their interests.  

 

3.2.6 Geographical Indications (GIs) 

A community system of GIs protection coexists with national systems of the EU 

member states. At the national levels, some EU countries have established a sui 

generis system for GIs protection, while others provide protection through existing 

trademark legislation. 327  The EU has taken an important step to harmonise law 

relating to GIs by adopting EC Regulation 2081/1992 on the protection of GIs and 

designations of origin for agricultural products and foodstuffs.328  This regulation was 

later replaced by Regulation 510/2006. 329  In 2012, the EU adopted Regulation 

1151/2012 on quality schemes for agricultural products and foodstuffs, 330  which 
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repealed the 2006 GIs regulation. Furthermore, in 2014, various regulations namely, 

Regulation 664/2014,331  Regulation 668/2014,332 and Regulation 665/2014333 were 

approved to supplement Regulation (EU) No 1151/2012 and made some procedural 

changes. These regulations cover all agricultural products with some exceptions for 

wines and spirits, which are regulated under other specific regulations. At present, a 

unitary GIs protection has been provided for wines, spirits, aromatised wines and 

other agricultural products and foodstuffs.334  

This sui generis system functions in the same way as the EU trademark system,335  

wherein one registration can be enforced in all member states of the EU. By creating a 

separate system that deals specifically with GIs, stronger and more effective 

protection to local products in the region can be provided.336 Furthermore, it could 

also encourage investment in local products, which can promote local economic 

growth. 337  To ensure that all EU members apply and interpret the regulation 

consistently with each other, questions related to community-wide GIs protection 

have been taken before the CJEU. Since the establishment of this community-wide 

system, various decisions of the CJEU, which outline and explain the legal 
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ramifications  of the  regulation have been provided.338 For instance, in Consorzio del 

Prosciutto di Parma and Salumificio S. Rita SpA v Asda Stores Ltd and Hygrade 

Foods Ltd, 339  the question on the interpretation of the community regulation on 

Protected Designation of Origin (PDO) was referred to the CJEU for a preliminary 

ruling.340 Also, in Bavaria NV and Bavaria Italia Srl v Bayerischer Brauerbund eV,341 

the CJEU delivered the preliminary ruling on the issues concerning the validity of the 

regulation on Protected Geographical Indication (PGI) and the conflict between the 

PGI and the pre-exisitng trademark.342 This affirms the CJEU’s important role in the 

IP harmonisation process. 

However, there are no harmonised  regulations provided for non-agricultural products 

such as ceramics, cutlery, shoes, and musical instruments in this sui generis 

community system.343  As a result, protection for these products is subject to the 

national law of each member country, which at least provides protection in 

accordance with the minimum standard of the TRIPs Agreement. 344  This 

demonstrates that the EU has achieved partial harmonisation in the area of GIs. The 

lack of harmonised rules governing non-agricultural GIs have an adverse effect on 

non-agricultural GIs protection since it leads to different levels of protection between 
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the member states, which imposes a significant burden on producers and consumers 

of non-agricultural products. 345  This fragmentation may adversely affect a well-

functioning internal market.346 Therefore, the European Commission has launched a 

public consultation on a possible extension of GIs protection at the EU level on such 

products.347  If GIs protection at the EU level could successfully be extended to non-

agricultural products, a higher degree of harmonisation in the area of GIs would be 

realised.     

At the international level, GIs are also protected in various international treaties such 

as the Paris Convention, the Madrid Agreement, the Madrid Protocol, the Lisbon 

Treaty and the TRIPs agreement. TRIPs is considered to be ‘the most significant 

international treaty for geographical indications’. 348  All 28 EU member states, 

including the EU, are members of the WTO and are required to implement  

legislations that complies with TRIPs obligations. However, compared to other 

countries, the EU has quite strong GIs protection due to the crucial role of GIs in the 

EU’s economy. Unitary GIs protection at the EU level is much greater than TRIPs. 

According to TRIPs, wines and spirits are given a higher protection than other 

agricultural products in accordance with Article 22 and 23. Meanwhile, the EU sui 

generis GIs system provides a high level of protection for all GI’s products. 349 

Furthermore, in order to promote a higher level of GIs protection in other countries, 

                                                
 
345 European Commission, ‘Making the most of Europe's traditional know-how: Commission launches 
public consultation on the protection of geographical indications for non-agricultural products’ 
<http://europa.eu/rapid/press-release_IP-14-832_en.htm> accessed 22 May 2015. 
346 Commission, ‘Communication from the Commission to the European Parliament, the Council, the 
European Economic and Social Committee and the Committee of the Regions:  A Single Market for 
Intellectual Property Rights Boosting creativity and innovation to provide economic growth, high 
quality jobs and first class products and services in Europe’ COM (2011) 287 final. 
347 European Commission, ‘Making the most of Europe's traditional know-how: Commission launches 
public consultation on the protection of geographical indications for non-agricultural products’ (n 304). 
348 Seville (n 27) 292. 
349 Advisory Group International Aspect of Agriculture (n 343) 5. 



   156 

the EU generally includes GIs provisions with TRIPs-Plus standard in trade 

negotiations, particularly FTAs. For instance, under the EU-South Korea FTA, 

additional protection for wines and spirits is extended to all agricultural products and 

foodstuffs.350  

By establishing a sui generis system, the EU can achieve a considerable degree of GIs 

harmonisation, particularly in the area of agricultural products, foodstuffs, wines and 

spirits. By providing harmonised substantive and procedural provisions, the EU 

provides a harmonised framework governing GIs protection for agricultural products 

at the EU level. However, GIs protection for non-agricultural products remains 

unharmonised. Disparity in the law of EU members of non-agricultural products can 

obstruct the functioning of the internal market. Hence, to ensure that the disparity in 

national GIs law does not create a barrier to the free movement of goods, GIs 

protection at the EU level should be extended to non-agricultural products. This 

would help the EU move toward a higher degree of harmonisation in the area of GIs. 

 

3.2.7 Remarks 

The EU is acknowledged to be an example of regional economic integration that has 

achieved a high degree of harmonised IP standards. From an overall perspective, EU 

IP regimes in the areas of trademarks, designs, PVRs and GIs are almost fully 

harmonised, whereas copyright and patent are still fragmented. By establishing EU-

wide trademarks, designs and PVRs systems, and a sui generis system of GIs with 

unitary effect, the conflict between the territorial nature of IP rights and the principle 
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of free movement of goods can be resolved, thereby ensuring proper functioning of 

the internal market. The creation of these unitary IP systems would allow an applicant 

to obtain trademarks, designs, PVRs and GIs protection that can be enforced in all EU 

countries through a relatively simple process. Under a unitary IP system, IP rights 

holders would be granted a uniform right that is valid in all EU contracting states and 

not subject to disparity in national laws of the member states. Therefore, certainty in 

the granting and the enforcement of these rights would be increased. Disparity of 

national IP laws and territorial nature of IP rights would no longer obstruct the free 

movement of goods and distort competition within the internal market. 

On the other hand, copyright harmonisation, which relies solely on the promulgation 

of directives, and the traditional European patent under the EPC, are still fragmentary 

systems and need further harmonisation. In the area of copyright, harmonisation 

directives do not cover all aspects of copyright, and thus national law disparity and 

the territorial nature of copyright still remain. When focusing on patent, since the 

European patent granted under the EPC is a bundle of national rights, the enforcement 

of those right is still subject to the law of each chosen patent jurisdiction. Divergent 

laws and differing interpretations of those laws can obstruct the free movement of 

goods in the community, inhibiting the proper operation of the internal market.  

However, if a new unitary patent system can become operational, it would 

significantly increase the degree of harmonisation and thereby have a positive impact 

on the internal market. 
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3.3 The Impact of IP Harmonisation in the EU 

Law and economics are two interconnected disciplines.351 IP law is considered to be  

an  element essential to enhancing a country’s economy.  Strengthening an IP system 

can have a significant impact on the economic growth of developed countries.352 It is 

quite clear that IP harmonisation is linked to the establishment and operation of a 

internal market, which is regarded as a core objective of the EU. A considerable 

degree of harmonisation of IP laws is a factor crucial to the success of the EU internal 

market.353 Therefore, it is undeniable that the harmonisation of IP law in the EU, can 

have substantial legal and economic effect, as detailed below.  

 

3.3.1 Legal Aspect 

3.3.1.1 Consistency in National IP Laws 

Each country has a different IP law history and tradition based on its legal culture.354 

For example, before harmonisation, the legal concept of copyright in France was 

different than in other continental European countries.355 Since IP rights are territorial 

in nature, those rights would be subject to the legislation of the particular state 

granting it. When the scope of IP rights protection is limited to individual 

jurisdictions, it can result in different levels of protection and enforcement depending 

on the idiosyncrasies of each jurisdiction. 
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The core measures that the EU employs to approximate IP laws among the member 

states are the promulgation of harmonisation directives and the ratification of 

international IP agreements. Since the establishment of the internal market is a 

primary component of the EU, it tends to pass directives that focus on the substantive 

areas that directly affect the operation of the internal market. Patent is the area that 

both substantive and procedural laws of the member states are harmonised through 

the adoption of the European Patent Convention (EPC). In addition, by entering into 

international IP agreements, such as the Berne and Paris Conventions, the EU 

member states were obliged to incorporate a minimum IP standard into their national 

laws. Both the Berne and Paris Convention are generally regarded as fundamental 

instruments of the EU IP system.356 According to the national treatment principle 

under these conventions, each concreating states is obliged to treat nationals of other 

members as it treats its own nationals. When more consistency in the IP standards in 

the member states is provided, a distorting effect on the functioning of the internal 

market resulting from differences in national IP standards will be eliminated. 

Generally, the harmonisation of IP laws, the enactment of directives and the adoption 

of international IP treaties can have a substantial impact on the national IP systems of 

the EU members. Successful and effective harmonisation of IP laws significantly 

decreases the disparity and inconsistencies in those protections among the 

jurisdictions of the member states. Nevertheless, neither the promulgation of 

directives nor the ratification of international IP treaties can ensure the EU’s success 

in obtaining complete harmonisation of IP rights. This is because the directives and 

treaties do not provide provisions covering all aspects and areas of IP. Hence, there 
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are still areas that would still subject to the disparities of the various national laws of 

the member states. Moreover, the territorial nature of IP rights remains to some 

extent. A noteworthy example, copyright, is still far from achieving complete 

harmonisation. Without unification of copyright law at the EU level, copyright has 

remained a matter for national law. Divergences between the national copyright 

legislations may lead to EU market fragmentation. Similarly, although both 

substantive patent law and the rules governing the granting of patent procedures are 

harmonised under the EPC, the enforcement of a bundle of national patents is left to 

national courts. This may lead to different outcomes depending on the views of 

national courts.  

Hence, although the issuance of the directives and the ratification of international IP 

agreements can enhance consistency in the IP laws of the member states, solely 

relying on these measures is not enough to eliminate all the disparities resulting from 

national IP rights and the territorial nature of IP rights. They do not provide an 

adequate basis for establishing a genuine internal market. This urged to EU to 

establish an IP system with unitary effect in which IP rights can be consistently 

enforced throughout the EU. 

 

3.3.1.2 Providing IP Rights with Unitary Effect 

Establishing a unitary IP system covering the whole of community territory is the 

EU’s long term goal. 357  Since the issuance of harmonisation directives and the 

adoption of international IP treaties could not succeed in fully harmonising IP laws in 
                                                
 
357 Liguo Zhang, ‘Recent IP legal reforms in China and the EU in light of implementing IPR strategies’ 
in Nari Lee, Niklas Bruun and Mingde Li (eds), Governance of Intellectual Property Rights in China 
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the EU, the EU also adopted regulations governing unitary IP rights with EU-wide 

effect in various areas of IP rights.  By virtue of these regulations, which are directly 

binding on all member states without further validation by national parliaments, EU-

wide IP systems in trademarks, designs, PVRs and GIs were established to operate 

parallel to the respective national IP systems. The IP rights granted through these 

systems have a unitary effect throughout the EU. This means that these rights are 

equally enforceable in all EU member countries, which, by definition, is increased 

harmonisation.  

However, there are still fragmented areas that require further harmonisation and the 

establishment of an EU-wide system, such as patents. The Granting of a patent 

through the EPO under the EPC can increase consistency in patent protection because 

it is obtained by filing a single application and granted by following a consistent   

procedure.  However, the existence of a patent still relies on the sovereignty of each 

member state in which it is granted.358 When there is a patent infringement, different 

laws and interpretations from the distinct national courts would be employed.359 

Decisions from court in one country can differ from that of another country. This 

would decrease predictability and certainty in patent protection. More importantly, 

such diversity would adversely affect the function of the EU internal market and 

thereby obstructing the establishment the single market for patents. The current 

fragmented system is seen major impediment to innovation and competitiveness of 
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the EU.360 This has led to the introduction of the Unitary Patent and the Unified 

Patent Court, which are expected to come into force in 2017. 

A higher degree of harmonisation can be achieved by providing an IP system with a 

unitary effect. Under this system, both of the granting and the enforcement of rights 

are governed by a single consistent law controlling all members in the community.   

Rights would not be subject to the disparity in the national IP laws of individual 

member states. A unitary system enables a right holder to enjoy more extensive 

territorial protection.361 In other words, the territorial nature of an IP right would be 

extended from one member country to all the EU territories.  This can help eliminate 

barriers to cross-border trade within the community and ensure that goods can move 

freely between member states.  Hence, it is true to say that regulations governing 

community IP systems, which provide the owner an exclusive right with a unitary 

effect that can be enforced throughout the EU, can significantly increase the degree of 

harmonisation. Unification of IP law in the EU can therefore ensure the proper 

functioning of the internal market. 

 

3.3.1.3 Legal Certainty and Consistency in IP Rights 

Disparity in IP protection and enforcement between countries can limit legal 

certainty. Differences in substantive and procedural provisions can generate 

unpredictable and inconsistent IP protection. For example, differences in protection 

offered by patent system at all levels can lead to ‘inconsistencies and a notion of 
                                                
 
360 Commission, ‘Communication from the commission to the European Parliament and the Council: 
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unpredictability’.362  In other words, the same right may be treated differently as a 

result of the difference in protection granted from country to country.  This can inhibit 

and obstruct the establishment of a genuine EU internal market.  

Legal certainty in IP rights is enhanced by standardising law through legislative 

adjustment that provides clear standards to be applied in granting and enforcing such 

rights.363  Directives have had a significant impact on the IP systems in  EU member 

states, especially in the areas of copyright, trademarks, and designs. By adopting these 

directives, the member states’ IP laws became more in-line with each other and 

certain general rules in relation to IP protection were standardised.  Nevertheless, the 

national courts are still left to interpret these provisions.364 Therefore, a completed 

harmonisation of IP rights would not be established by this limited approximation of 

laws.365 Additionally, the directives generally focus on  substantive areas of IP rights 

that can directly affect the operation of the internal market. Yet other areas, 

particularly procedural laws, are still left to the discretion of the individual member 

states. Hence, although the directives can increase predictability in IP protection 

among the member states, there remain areas that need more consistency. 

In pursuit of its goal of creating a unified IP protection, the EU has passed regulations 

governing IP systems with unitary effect in various substantive IP rights areas. The 
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EU-wide IP system came into existence as a system independent of national IP law.366 

By establishing a centralised community system, which provides harmonised rules 

governing both the granting and enforcement of rights, it could provide more legal 

certainty and predictability to both applicants and right holders. An application would 

be examined and decided based on the centralised procedures and criteria, and the 

rights granted would be enforceable throughout the EU. In other words, the granting 

and the enforcement of such rights would be a matter of community law only. 

In addition to the enactment of directives and regulations, it is undeniable that the 

CJEU plays a relevant role in the harmonisation of IP law. A number of issues arising 

out of the directives and regulations have been referred to the CJEU for its 

interpretation that can be consistently applied throughout the EU. Questions regarding 

the proper implementation and interpretation of the EU law can be brought to the 

CJEU, which is authorised to issue an interpretation in a preliminary ruling. 

Preliminary rulings by the CJEU are used as a measure to gain uniform application of 

EU law and significantly standardise IP rights. The harmonising effect of the CJEU’s 

interpretation of EU law may vary depending on the IP right involved.  However, the 

involvement of the CJEU can help increase consistency and legal certainty in the 

application of the EU law in all EU member states, and thereby provide a significant 

positive impact on IP harmonisation within the EU.   

IP harmonisation generally achieved through legislative effort, promulgating 

directives and regulations governing a unitary IP system, and the CJEU case law can 

help the EU move closer to complete harmonisation. This, in turn, could ensure a 
                                                
 
366 Hanns Ullrich, ‘Harmony and Unity of European Intellectual Property Protection’ in David Vaver 
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well-functioning internal market. Having an EU IP regime that is more reliable and 

more predictable can therefore increase legal certainty for holders. This would make 

the investment climate more appealing and attract a greater investment in creativity 

and innovation to the region leading to economic growth and increased 

competitiveness of the EU.     

 

3.3.1.4 A Point of Reference for other Regional Groupings  

Various regional integrations, particularly ASEAN, which is perceived to be one of 

the most advanced regional grouping367 can be inspired to follow the example set by 

the EU in developing a strong regional economic grouping. However, due to the 

substantially different backgrounds and experience of the member nations, ASEAN 

only recognises the EU as a reference and does not agree to use it as a model.368  

ASEAN has recognised that one of the crucial components of becoming the ASEAN 

Economic Community (AEC) with a viable single market is the harmonisation of IP 

laws between its member states. Having already accomplished this, the EU can be 

regarded as a good reference for ASEAN.369   

However, complete harmonisation of IP laws is not easy to achieve. Attempts to 

standardise could face difficulties arising out of different levels in the social, legal and 
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economic background of the members.370 The EU, however, has not yet reached its 

goal of having complete IP harmonisation. Although various directives were passed 

within a few years, the EU is still seeking further harmonisation of copyright laws.371 

Similarly, after decades of trying, the EU still has not established a community patent 

system either. 372  It is still debatable whether this unitary system would provide 

benefits to all the EU member countries.373  This system might create controversies 

between countries that have differences in their national patent system structure.374 

Member countries have different backgrounds, income levels, innovation preferences, 

national interests that need to be protected and industrial development. 375  This 

diversity creates different factors that can contribute to successful national systems of 

innovation.376 Consequently, the adoption of a ‘one size fits all’ system might impose 

more of a burden to reform their national patent structures on some member countries. 

Additionally, by adopting a unitary system, these countries would be obliged to 

reform their national laws and implement the policies that might not really be suitable 

for their particular circumstances. However, despite these controversies, it is expected 

that the new unitary patent system will enter into effect by 2017. Therefore, apart 

from being a model of successful regional economic integration, the EU is also an 

‘instructive example of the difficulties of the international harmonization of both 
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standards and IP protection, and how these difficulties may be tackled’.377 ASEAN 

can take lessons from the EU experience in establishing its own regional IP system. 

 

3.3.2 Economic Aspect 

3.3.2.1 Establishment of the Internal Market 

Establishing an internal market, where goods, services, capital  and workers can freely 

flow around the territory is a key task of the EU in its pursuit of market integration.  

However, this cannot be achieved without the harmonisation of IP rights. 

Standardising IP laws in all EU member states is an important tool to stimulate the 

free movement of goods. 

Since regulating IP rights was left to individual jurisdictions, disparities in national IP 

laws and the resulting territorial nature of these IP rights could obstruct the free flow 

of goods in the community. IP rights can be used in a way that threaten the well-

functioning internal market. The adverse effect of disparity of national IP laws on the 

free movement of goods is considered as one of the earliest driving forces behind the 

EU’s efforts to harmonise IP law.378 Consequently, the EU has intently focused on 

creating consistency in IP laws of its member states. Measures for the approximation 

of IP laws of the member states have been adopted in order to enhance the 

establishment and function of the internal market.379 Various IP rights directives  were 

adopted  to standardise national IP laws of member states. Notwithstanding, directives 
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tend to be used to approximate IP laws of among member states in the areas that most 

directly affect the functioning of the internal market.380 This can help reduce disparity 

in national laws. Nevertheless, some areas, particularly procedural aspect remains 

unharmonised. Furthermore, these harmonising directives do not challenge the 

territorial nature of IP rights.381 Approximation of laws by means of directives is 

therefore considered as ‘limited approximation’ rather than ‘full-scale 

harmonisation’.382 The territorial nature of rights and remaining differences between 

national IP laws can still partition the internal market. 383  Consequently, 

approximation of national laws cannot  in and of itself establish the genuine internal 

market. An IP system with a unitary effect that harmonises both substantive and 

procedural law and offers EU-wide protection is required.384 Because of a desire for 

an extension of national markets to an internal market and a need to address the 

incompatibility of the territorial nature of IP rights with cross-border trade, the IP 

systems with unitary effect were developed.385 According to Article 118 TFEU, the 

creation of EU-wide IP rights is explicitly related to the establishment and functioning 

of the internal market. This demonstrates that there is a correlation between a high 

degree of harmonisation and a well-functioning internal market. 

On the whole, although the establishment of the EU is still an unfinished project,386  it 

is  perceived as an example of successful regional economic integration. Clearly, IP 
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harmonisation can have a positive impact on  the operation of an internal market. A 

higher level of IP harmonisation is considered as a key to success in establishing  a 

genuine internal market. The merger of national markets into a single market can 

provide various economic benefits to the EU particularly, an increase of FDI, GDP 

growth and increased competitiveness in the global market,387 which would positively 

affect the development of the EU economy. 

 

3.3.2.2 The Inflow of Foreign Direct Investment (FDI) 

FDI is regarded as a ‘powerful instrument for growth and development’, and a ‘key to 

enhancing prosperity worldwide and boosting the global economy’.388  Success from 

experiencing strong regional economic integration and the establishment of an 

internal market results in FDI among the EU member countries being more  than 

other free trade areas.389 It is inevitable that another factor that could affect the FDI 

inflows is the strength of an IP system.390  There is a positive correlation between the 

strength of IP protection and the volume of FDI.391 Some argue that merely having a 

strong IP system is not sufficient incentive to attract FDI. 392  Nevertheless, the 
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adoption of stronger IP protection can indicate that a more investment-friendly 

environment is provided.393 For instance, it was evident that Ireland attracted a large 

amount of FDI in 2011394, and continued to have a strong influx of FDI in 2012 and 

2013395, particularly in the pharmaceutical sector.396 Ireland’s strong IP regime was 

seen as important factor contributing to its success in attracting foreign investment.397 

On the other hand, it was found that before some eastern European countries and the 

former Soviet Union became full members of the EU and implemented the EU’s IP 

standard, their weak IP protections deterred the influx of FDI, which is essential 

source of economic growth, particularly in technology-intensive industries.398 Weak 

IP protection can increase the likelihood of imitation, thereby making a country less 

attractive for foreign investors. 399  Hence, this demonstrates that the correlation 

between the strength of IP and the volume of FDI exists. Weak IP regime is one of the 

key factors that can deter FDI inflow. On the other hand, strong IP protection is 

positively associated with inward FDI. 

Moreover, factors that could affect the decision of foreign investors when they plan to 

invest or operate businesses in other countries are stability and predictability. Since 
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the outcome of IP harmonisation would result in a consistent IP standard and certainty 

and predictability of IP rights among the member states, investment certainty would 

also be enhanced while reducing potential investment risks. Hence, this would make 

the investment environment more desirable and attractive to foreign investors. 

Consequently, an increased inward flow of FDI would result in various economic 

benefits such as an increase in technological transfer, employment, and foreign capital  

which would all stimulate economic growth of the country.400  

It could be said that the level of IP protection can significantly affect the volume of 

FDI in host states. Harmonisation in the EU and the resulting stronger IP standards 

among the member states and the creation of a community IP system with unitary 

effect all contribute to the creation of a more attractive investment environment.  A 

more attractive investment environment naturally will result in more quantity and 

quality FDI. As discussed in the previous chapter, there is a positive relationship 

between FDI and GDP of the host states. 401  Moreover, FDI can also promote 

competition in the domestic input market.402 Increase of FDI inflows would therefore 

make a positive contribution to the economic development of the countries and 

positively impact the operation of the internal market. 
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3.3.2.3 The Contribution through Employment, Gross Domestic Product (GDP) 

and Wages  

The importance of IP rights to the EU’s economy is reflected in its strong and 

continual effort to harmonise IP systems in the community. A large number of  

imports and exports in the EU rely on IP sectors.403 According to the report of the 

European Union Intellectual Property Office (EUIPO) and the European Patent Office 

(EPO), industries that intensively use IP rights (hereinafter referred to as ‘IPR-

intensive industries’) make a significant economic contribution to the EU’s economy, 

particularly the growth of employment, GDP and wages.404 IPR-intensive industries 

are defined as industries that ‘use a high number of IP rights per employee’.405 That 

study showed that approximately 39% of the total economic activity in the EU comes 

from IPR-intensive industries.406  

Over half of all industries in the EU are IPR-Intensive Industries.407  From 2008-2010, 

25.9% of all jobs in the EU came  from  IPR- intensive industries.408 This means that 

approximately 56.5 million out of 218 million of Europeans worked in IP sectors.409  

At 20.8%, trademark-intensive industries contributed the highest percentage to the 

workforce.410 Following the trademark, design-, patent-, copyright- and GI-intensive 

industries contributed 12.2%, 10.3%, 3.2% and 0.2% respectively to the overall 
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employment. 411 Additionally, non-IPR-intensive industries that are peripherally 

involved in IPR-intensive industries, such as suppliers, also contributed to the overall 

employment rate. An additional 9% of the work force was generated by non-IPR-

intensive industries that were indirectly participating in IPR-intensive industries.412 

Therefore, in total, approximately 35% of all jobs in the EU are generated by IPR-

intensive industries. This demonstrates the importance of IPR-related industries to 

employment in the EU.   

The GDP413 is regarded as the most important economic indicator.414 From 2008-

2010, 38.6% of the EU GDP was generated by IPR-intensive industries. As with its 

contribution to overall employment, trademark-intensive industries had the highest  

percentage of value added to the GDP at 33.9%, followed by patent, design, copyright 

and GI-intensive industries at 13.9%, 12.8%, 4.2% and 0.1% respectively.415 This 

means that approximately 39% of the total economic output in the EU comes from 

IPR-intensive industries.416 (See Table 1) Furthermore, employees in IPR-intensive 

industries were paid 40% higher than other industries. 417  Therefore, apart from 

creating more jobs and substantially contributing to the GDP, IPR-intensive industries 

also provide a higher salary incentive to workers.  
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Table 1: Contribution of IPR-Intensive Industries to Employment and GDP to 

the EU Economy 

IPR-Intensive 
Industries 

Employment Share of 
Total 

Employment 

Value Added 
(GDP)(£ 
Million) 

Share of 
Total EU 

GDP 
Trademark-
Intensive 

45,508,046 20.8% 4,163,527 33.9% 

Design-Intensive 26,657,617 12.2% 1,569,565 12.8% 
Patent-Intensive 22,446,133 10.3% 1,704,485 13.9% 
Copyright-
Intensive 

7,049,405 3.2% 509,859 4.2% 

GI-Intensive 374,345 0.2% 16,134 0.1% 
All IPR-Intensive 56,493,661 25.9% 4,735,262 38.6% 
Total EU 
Economy 

218,400,733  12,278,744  

 

Source: EUIPO/EPO Industry-Level Analysis Report 2013418 

It could be said that the EU’s economy relies significantly on IPR-intensive industries. 

These industries make a substantial contribution to the entire economy through 

employment, GDP contribution and higher wages. This can be viewed as a successful 

result of the EU’s continual effort in setting up its modern and effective IP regime. 

This affirms that harmonising IP rights through the approximation of the IP laws of 

the member states and establishing a community IP system with a unitary effect is a 

step in the right direction. Moreover, it can be implied that a high level of IP 

harmonisation can enhance the growth of IPR-intensive industries and provide 

significant economic benefit.  
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3.3.2.4 Innovativeness 

The EU aims to become a ‘smart, sustainable and inclusive economy’, which could 

provide ‘high levels of employment, productivity and social cohesion’ by 2020.419 

Consequently, fostering innovation is necessary in transforming ideas and creativities 

into goods and services.420 IP protection is a crucial factor in stimulating innovation. 

There is a clear link between a high level of IP protection, especially patent, and a 

high level of innovation performance. 421  Patent has played an increasing role in 

innovation and economic performance.422 It is considered to be ‘a driving force for 

promoting innovation, growth and competitiveness’.423 The member states of the EU 

can be regarded as leaders in supporting innovativeness by strengthening IP rights.424 

In the EU, European patents are considered as a key factor in the European 

knowledge economy.425 In order to firmly establish the most competitive knowledge-

based economy, it is necessary to have effective patent protection and enforcement.   

At present, by virtue of the EPC, European patent application can be filed at the EPO.  

Centralised patent granting procedures facilitate patent transactions and save time and 

money that would otherwise be incurred when filing parallel applications. The 

number of European patent applications processed through use of this system has 

continuously increased.  According to statistics, the total European patent filings in 
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2015 reached a then record high.426  Five EU members, namely Germany, France, the 

Netherlands, UK and Italy, were included in the top ten countries of origin for 

European patent applications in 2015. An increase in patent applications could be 

considered as a sign of innovation. There is a link between the increasing use of 

patents to protect inventions and the recent development in innovation processes.427 

Furthermore, the growth of European patent applications indicate that Europe is ‘a 

hub for innovators’ and ‘an attractive technology market’.428 The number of resident 

patent applications can also be used to indicate the level of innovation capability of 

the country.429 A country with higher innovation capability can be considered as ‘IPR 

producer’.430 Consequently, an increasing number of innovation can be expected.431 

Hence, this implies that harmonisation of the patent system through the ratification of 

the EPC could stimulate innovativeness within the EU. 

However, despite the growth volume of European patent applications, the EU is still 

seeking further harmonisation in this area by proposing a community patent system 

with EU-wide effect, which could help improve transparency and reduce the cost of 

transactions.432  By having a Unitary Patent system, including the UPC that would 

establish one jurisdiction for patent matters, it could reduce translation and litigation 

costs, and the legal uncertainty that may arise from differences in language, national 

                                                
 
426 EPO, ‘Demand for European patents continues to grow’ <https://www.epo.org/news-
issues/news/2016/20160303.html > accessed 5 April 2016. 
427 OECD, Patents and Innovations: Trends and Policy Challenges (n 422) 5. 
428 EPO, ‘Demand for European patents continues to grow’ (n 426). 
429 Sasatra Sudsawasd and Santi Chaisrisawatsuk, ‘FDI Inflows and Outflows, Intellectual Property 
Rights, and Productivity Growth’ (2014) IDE Discussion Paper No. 444, 3 
<http://www.ide.go.jp/English/Publish/Download/Dp/pdf/444.pdf> accessed19 April 2016. 
430 ibid. 
431 ibid. 
432 Commission, ‘Commission Staff Working Document: Towards enhanced patent valorisation for 
growth and jobs’ SWD (2012) 458 final, 12 
<http://ec.europa.eu/enterprise/policies/innovation/files/swd-2012-458_en.pdf> accessed 22 December 
2013. 
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court’s decisions, and interpretations. Moreover, the current European patent system 

cannot help the EU establish a complete internal market because it results in a bundle 

of national patent rights.  The lack of a unitary effect can lead to a fragmented single 

market for patents.433  Additionally, it could also reduce the EU’s patent activity 

competitiveness when compared to other industrialised countries like USA and 

Japan.434 Filing a European patent application designating 13 countries is up to 13 

times more expensive than filing in US or Japan. 435  Consequently, the EU is 

enthusiastic in developing a community patent system with the unitary effect, which 

could provide more effective patent transactions with minimal cost in the community. 

This could contribute to free movement of goods and increase the EU’s 

competitiveness in the global economy. 

It is likely that an effective regional patent system is a great incentive to innovate 

which could have a significantly positive impact on the EU’s economy. A higher level 

of patent harmonisation would be relevant to economic growth and competitiveness 

of the European community. Hence, in order for the EU to compete more strongly and 

successfully in the global economy, further unification of its patent system is 

essentially required.   

 

3.4 Concluding Remarks 

The EU has been moving closer towards complete IP harmonisation. As it is 

acknowledged to have had the most success in harmonising IP rights, the EU can be 

regarded as a point of reference for other regional groupings, especially ASEAN. It 
                                                
 
433 Commission (n 360) 2. 
434 ibid 2-3. 
435 ibid. 
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has been clearly shown that a higher level of IP harmonisation in the EU could have a 

positive legal and economic impact and thus result in deepening regional economic 

integration. The establishment of a well-functioning internal market cannot possibly 

be achieved without the Europeanisation of IP laws. Since ASEAN shares similar 

interest with the EU in unifying national markets into a single market, EU’s success in 

harmonising IP laws, which positively affects the operation of the internal market, 

clearly demonstrates why ASEAN should develop a regional IP law system. 

The IP harmonisation efforts, which have been processed through legislation and 

institutions, could help the EU provide a more efficient IP system at both the national 

and community level. Approximating the national IP laws of the member countries 

through the directives and ratification of international IP treaties could substantially 

decrease the disparities in the national law of the member states. Issuance of 

regulations establishing a unitary IP system in the areas of trademarks, designs, PVRs, 

and GIs could help resolve the conflict between the principle of free movement of 

goods and the territorial nature of IP rights, and thereby facilitate the proper function 

of an internal market. Increased consistency in IP standards can provide more 

predictability of IP protection and enforcement, and thus enhance the legal certainty 

in IP protection. Strong and effective IP regime makes a significant economic 

contribution to the EU’s economy, particularly through GDP and stimulating 

innovation within the EU. This can also create a more investor-friendly environment, 

which could raise both the quantity and quality of FDI inflows.  

However, IP harmonisation in the EU is still an ongoing process. Due to the unique 

characteristic of each member state, harmonisation, which always increases the level 

of IP protection, may impose a much greater burden on some countries by requiring 
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major changes in the national IP structures of those countries. To accommodate a 

different domestic culture and tradition, the EU provides some degree of flexibility in 

the national IP regimes of each member state. By allowing flexibility in the national 

IP systems to preserve diversity, member states would be able to set up their IP 

policies in order to protect their national interests. The remaining divergence at 

national level would not really matter and drastically affect the function of the internal 

market if a community IP system with a unitary effect exists.  
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CHAPTER 4 THE DEVELOPMENT OF IP HARMONISATION IN ASEAN 

 

The main focus of this chapter is on the development of IP harmonisation in ASEAN. 

To investigate the current state of progress toward achieving the necessary level of IP 

harmonitation, the chapter will first explore the development of ASEAN. After that, 

the development of IP protection in ASEAN members, which are diversely 

categorised as developed, developing and least developed countries will be examined. 

The final part of chapter will investigate significant progress and achievements as a 

result of continuous collaboration between the ASEAN members themselves and 

collaboration between the ASEAN members and their external partners. The results 

from the analysis conducted in this chapter will demonstrate that due to the wide 

disparity of level of development, particularly in social, economic and legal aspects, 

establishing a regional IP system, the ideal level of IP harmonisation, is not realistic at 

the moment. Therefore, ASEAN chose to adopt more flexible approach to 

approximate national IP laws between the member states to be more inline with 

international IP standards. Although this can be considered as partial harmonisation, 

such progress and achievements can be considered as a stepping stone for ASEAN to 

pursue a greater level of harmonisation and further develop a regional IP system. 

 

4.1 The Development of ASEAN  

ASEAN was established on 8 August 1967 by Indonesia, Malaysia, Philippines, 

Singapore and Thailand. According to the founding document of ASEAN, the 

‘ASEAN Declaration’, otherwise known as the ‘Bangkok Declaration’, ASEAN was 

created in order to advance mutual interests in the region, including encouraging 

economic growth, social and cultural progress, and regional peace and stability. 
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Among these core objectives, ASEAN is more concerned with the economic issues.1 

However, when compared to the EU, ‘ASEAN is much more politically driven while 

the EU is much more economically driven’.2  

 

Currently, ASEAN consists of ten member countries. It has expanded from the five 

founding countries to include Brunei Darussalam, Vietnam, Lao PDR, Myanmar, and 

Cambodia, which joined ASEAN in 1984, 1995, 1997 and 1999, respectively. 

Additionally, Timor-Leste, has filed an application to become the 11th member of the 

organisation in 2011. ASEAN is currently studying Timor-Leste’s bid for member 

ship. The current members can be categorised as a country with an older and more 

developed economy or a country with a younger and less developed economy. The 

former includes Singapore, Thailand, Malaysia, Indonesia, Philippines, and Brunei 

Darussalam, while the latter includes Vietnam, Myanmar, Lao PDR and Cambodia.3 

By expanding the organisation to encompass all of Southeast Asia, ASEAN can 

obtain various political and economic benefits.4 The expansion could enhance the 

region’s economic and political bargaining power and result in an increase in 

ASEAN’s market size.5 This would help ASEAN compete more effectively in the 

world economy while remaining an important regional grouping. The most successful 

example of economic cooperation in ASEAN is the establishment of the ASEAN Free 

                                                
 
1 Saisak Kanpachai, ‘ASEAN and Thailand’s regional security cooperation’ (M.A. in National Security 
Affairs, Naval Postgraduate School 1997) 1. 
2 ‘ASEAN told not to copy EU concept’ The Jakarta Post (Jakarta, 19 April 2013) 
<http://www.thejakartapost.com/news/2013/04/19/asean-told-not-copy-eu-concept.html> accessed 21 
January 2014. 
3 Jose L. Tongzon, ‘Role of AFTA in an ASEAN Economic Community’ in Denis Hew (ed), Roadmap 
to an ASEAN Economic Community (Institute of Southeast Asian Studies, 2005) 128. 
4 Carolyn L. Gates and Mya Than, ‘Enlargement: An Introductory Overview’ in Carolyn L. Gates and 
Mya Than (eds), Asean Enlargement: Impacts and Implications (Institute of Southeast Asian Studies, 
2001) 2. 
5 ibid. 
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Trade Area (AFTA) in 1993. It was ‘an important point in the history of the 

organisation’.6 The main objectives of AFTA are to eliminate tariff and non-tariff 

barriers and attract a greater volume of foreign direct investment (FDI), which could 

enhance ASEAN’s competitiveness at both the regional and global levels. The 

establishment of AFTA significantly contributed to continuous economic growth 

throughout the region.7 This reflects the positive impact that having closer economic 

cooperation within the region can have despite the different economic backgrounds 

and levels of development of the member countries. 

 

Although ASEAN is acknowledged to be ‘one of the most successful regional 

grouping among developing countries’,8 it seems to have a lesser degree of economic 

integration than the EU, which has achieved an advanced stage of economic 

integration by successfully establishing a single market and introducing a common 

currency. ASEAN recognised that in order to remain as a relevant and competitive 

regional grouping in the global economy, a deeper level of regional integration would 

be required.9 Consequently, ASEAN strongly committed itself to greater economic 

integration by establishing the ASEAN Economic Community ‘(AEC)’ at the end of 

2015 (with a longer timeline of 2018 for Cambodia, Lao PDR, Myanmar and Vietnam 

(CLMV)). The AEC is one of the three pillars of the ASEAN Community. In addition 

to the AEC, ASEAN aims to establish the ASEAN Political-Security Community and 

the ASEAN Socio-Cultural Community in order to fully establish the ASEAN 

                                                
 
6 Paul Bowles, ‘ASEAN, AFTA and the “New Regionalism”’ (1997) 70 Pacific Affairs 219, 219.  
7 Tongzon (n 3) 128. 
8 Joseph L. H. Tan, ‘Introductory Overview: AFTA in the Changing International Economy’ in Joseph 
L. H. Tan (ed), AFTA in the Changing International Economy (Institute of Southeast Asian 1996) 22. 
9 Lay Hwee Yeo, ‘Political Cooperation between the EU and ASEAN: Searching for a Long- Term 
Agenda and Joint Projects’ in Paul J.J. Welfens, Suthiphand Chirathivat, and Franz Knipping (eds), 
EU-ASEAN: Facing Economic Globalisation (Springer 2008) 53. 
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community by 2020.10 The establishment of the AEC seeks to transform ASEAN into 

a single market and production base. To achieve this goal, the free movement of 

goods, services, investment, capitals and skilled workers within the community are 

required. 11 According to ASEAN Vision 2020, deeper and broader economic 

integration would enable ASEAN to be ‘a stable, prosperous, and highly competitive 

region with equitable economic development’12 together with reducing social and 

economic disparities in member states.  

 

4.2 The Development of IP Protection in ASEAN 

Not unexpectedly, IP systems in the ASEAN countries vary significantly because of 

their diverse backgrounds and history.  Recent legislative development in the major IP 

rights areas of copyright, patents, trademarks and geographical indications (GIs) will 

be explored.  These are the areas most likely to have the largest impact on businesses 

in the member states. Due to different levels of development, ASEAN members can 

be categorised as a country that is developed, developing or a least developed country 

in the region as further detailed below.  

 

4.2.1 ASEAN Members Classified as a Developed Country 

Singapore is the only country that has been recognised as a developed country. 

According to the UN’s Human Development Report 2015, in which life expectancy, 

educational attainment, wealth, and standard of living were used to measure  

                                                
 
10 ASEAN, ASEAN Economic Community Blueprint (ASEAN Secretariat, 2008) 5 
<http://www.asean.org/archive/5187-10.pdf> accessed 21 January 2014. 
11 ibid 6. 
12 ibid 5. 
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development progress, Singapore was ranked 11th in the group with very high human 

development, and thus maintained its developed country status.13 Singapore is widely 

perceived to be a world leader in international trade and investment despite its lack of 

natural resources.14 The country was classified as an ‘advanced economy’ by the 

International Monetary Fund (IMF).15 According to a classification by the World 

Bank of the world’s economies measured by the volume of gross national income 

(GNI) per capita, Singapore was categorised as a ‘high income economy’ with a GNI 

of $55,150 per capita.16 By having well-regulated policies, its GDP per capita is 

relatively high and is expected to reach US$96,000 by 2040.17 

Moreover, according to the Global Competitiveness Report 2013-2014 by the World 

Economic Forum, which includes IP protection as a measurement in the pillar of 

research and development (R&D) and innovation, Singapore was  ranked  second  in 

the list of the most competitive economies in the world.18 Singapore is the world’s 

number two and Asia’s number one for best IP systems.19 Singapore recognised that 

in order to remain as a competitive and prosperous country in the global economy, IP 

                                                
 
13 UNDP, Human Development Report 2015: Work for Human Development (UNDP 2015) 208. 
14 Aleksandra Iwulska, ‘Golden Growth: Restoring the lustre of the European economic model – 
Country Benchmarks’ (World Bank Flagship Report 2012) 39 
<http://siteresources.worldbank.org/ECAEXT/Resources/258598-1284061150155/7383639-
1323888814015/8319788-1324485944855/04_singapore.pdf> accessed 16 March 2014. 
15 IMF, ‘World Economic Outlook Database’ 
<https://www.imf.org/external/pubs/ft/weo/2013/01/weodata/index.aspx> accessed 14 April 2014. 
16 The World Bank, ‘Singapore’ <http://data.worldbank.org/country/singapore> accessed 7 February 
2016. 
17 Monetary Authority of Singapore (MAS), ‘An Economic History of Singapore: 1965-2065*" - 
Keynote Address by Mr Ravi Menon, Managing Director, Monetary Authority of Singapore, at the 
Singapore Economic Review Conference 2015 on 5 August 2015’ <http://www.mas.gov.sg/News-and-
Publications/Speeches-and-Monetary-Policy-Statements/Speeches/2015/An-Economic-History-of-
Singapore.aspx> accessed 13 May 2016.  
18 Klaus Schwab (ed), ‘The Global Competitiveness Report 2013-2014’ (World Economic Forum 
2013) 12 <http://www3.weforum.org/docs/WEF_GlobalCompetitivenessReport_2013-14.pdf> 
accessed 16 March 2014. 
19 ibid 341. 
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is a key driving force of economic growth and wealth of the nation.20 Therefore, IP 

protection in Singapore has been reformed homogenised with global IP standards  

established in international agreements.21 Singapore is the only ASEAN member state 

that has acceded to all major international IP treaties such as the TRIPs agreement, the 

Paris Convention, the Berne Convention, the PCT, the Madrid Protocol and the Hague 

Agreement. Moreover, in order to maximise trade benefits and boost economic 

growth of the nation, Singapore has signed FTAs, which usually contain IP clauses 

imposing more stringent IP protection than that provided by the TRIPs agreement, 

which also known as the ‘TRIPs-Plus standard’. Examples can be found in EFTA 

(Switzerland, Iceland, Liechtenstein and Norway) –Singapore FTA and US-Singapore 

FTA. Therefore, among ASEAN members, Singapore is viewed as the country with 

the best IP regime, and exemplifies that strong IP can promote economic growth.22  

 

4.2.1.1 Copyright 

Copyright has long been a recognised legal concept in Singapore. At first, copyright 

protection in Singapore relied on the UK Copyright Act 1911, which remained 

relevant until the modern Copyright Act (Cap. 63) of Singapore was passed in 1987.23 

The Copyright Act of 1987 followed Australian legislation, the Australian Copyright 

                                                
 
20 Hang Chang Chieh and Marvin Ng, ‘Intellectual Property and Innovation: Singapore’s Experience’ 
(International Symposium on Management of Technology and Innovation, Hangzhou, China, 24 Oct 
2004) 13-17 <http://www.eng.nus.edu.sg/etm/research/publications/05.pdf> 1 accessed 17 March 
2014. 
21 Infocomm Development Authority of Singapore (IDA), ‘Intellectual Property Rights’ 
<http://www.ida.gov.sg/Policies-and-Regulations/Acts-and-Regulations/Intellectual-Property-Rights> 
accessed 18 March 2014. 
22 Paul Goldstein and others, Intellectual Property in Asia: Law, Economics, History and Politics 
(Springer 2009) 233. 
23 Assafa Endeshaw, Intellectual Property in Asian Emerging Economies (Ashgate 2010) 30.  
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Act 1968,24 which was rooted in the UK Copyright Act 1956.25 Although the majority 

of the provisions were modeled after the law of developed countries, particularly 

Australia and the UK, Singapore also set up copyright standards that were more in-

line with its particular interests, such as the provisions allowing parallel import.26 

Many countries, including Australia, had prevented parallel imports up to that point. 

Pursuant to the Australian Copyright Act 1968 and the 1991 Copyright Amendment 

Act, all parallel imports were prohibited except for the parallel importation of books 

under conditions provided in the 1991 statutory provisions.27  Furthermore, according 

to the Explanatory Statement Copyright Bill 1986, the Copyright Act 1987 was 

passed in response to technological developments such as computer technology and 

advanced means of communication.28 

The enactment of the Copyright Act 1987 could be considered as a significant 

development in copyright protection in Singapore. This Act provided the same 

copyright protection that could be found in the laws of developed countries and 

effectively dealt with new copyright matters as a result of technological 

advancements. When the UK Copyright Act 1911 was passed, only literary, dramatic, 

musical and artistic works could be copyrighted. Additionally, the absence of 

technological advancements at the time meant that copyright infringement was not a 

significant problem for copyright owners. For instance, without photocopying 

machines, reproduction of copyrighted work would have had to be done by hand.   

                                                
 
24 Ng-Loy Wee Loon, ‘The Imperial Copyright Act 1911 in Singapore: copyright creatures great and 
small, this act it made them all’ in Uma Suthersanen and Ysolde Gendreau (eds), A Shifting Empire: 
100 Years of the Copyright Act 1911 (Edward Elgar Publishing 2012) 156.  
25 Endeshaw (n 23) 32. 
26 Goldstein and others (n 22) 239. 
27 Louise Longdin, ‘Cross Border Market Segmentation and Price Discrimination: Copyright and 
Competition at Odds’Fiona Macmillan (ed), New Directions in Copyright Law, Volume 6  
(Edward Elgar Publishing 2007) 148. 
28 See the Copyright Bill 1986, No. 8 of 1986. 
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However, the Copyright Act 1911 was inadequate to deal with copyright matters after 

the start of the information technology revolution, which introduced and resulted in 

the development of new types of expression and communication. Singapore 

recognised that in order to promote creativeness and the development of the software 

industry, there was a need to have stronger copyright protection.29 Therefore, under 

the Copyright Act 1987, copyright protection was extended to cover sound 

recordings, cinematograph films, broadcasts, cable programmes and the typographical 

format of published editions of works.30  Moreover, the development of computer 

technology led to a controversy of whether or not computer programmes should be 

protected under copyright law.31 However, computer programmes were eventually 

granted copyright protection as ‘literary work’ in Section 7(1) under the Copyright 

Act 1987. Singapore has placed great emphasis on the software industry due to the 

growth of FDI in that industry. In order to stimulate development of computer 

programmes and to ensure that foreign companies would be accorded adequate and 

effective IP protection, Singapore realised that it was essential to provide a clear legal 

framework to the computer science industry. 32  This affirms that Singapore used 

strong IP rights as an incentive to enhance economic growth of the country. 

To deal with copyright infringement, emphasis was placed on strengthening copyright 

enforcement. The existence of new, faster and cheaper copying technology made 

copyright infringement easier and more of a problem. 33  Copyright infringement, 

particularly that with a commercial purpose, dramatically increased as technology 
                                                
 
29 Goldstein and others (n 22) 238. 
30 ibid. 
31 George Wei, ‘Information Technology and the Law of Copyright in Singapore’ in Eddie C. Y. Kuo, 
Chee Meng Loh and K. S. Raman (eds), Information Technology and Singapore Society: Trends, 
Policies, and Applications: Symposium Proceedings (NUS Press 1990) 67-68. 
32 ibid 68. 
33 ibid 67-68. 
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developed.  Therefore, the Copyright Act 1987 made copyright infringement for a 

commercial purpose a criminal offence. 34  This is consistent with the minimum 

standard for IP protection outlined in Article 61 of the TRIPs Agreement, which 

obliges WTO member countries to provide criminal liability for ‘copyright piracy on 

a commercial scale’.  

Furthermore, when the Internet was introduced and became a significant tool for 

trading, communication, and entertainment, the Copyright Act 1987 was amended in 

1999 in order to adjust the law to the digital environment.  The widespread use of the 

Internet has not only introduced a new form of information providers, but also a new 

way to distribute, publish and reproduce the information. Consequently, the law was 

amended to extend a new type of copyright protection and provide enforcement 

measures in order to cope with copyright matters in the digital era.35 A noteworthy 

example is the creation of Internet Service Provider’s liability (ISP liability) for 

copyright infringement under Section 193C(1) of the Singapore Copyright 

(Amendment) Act 1999 amending Copyright Act 1987. This ISP liability can be 

considered to be a significant development in copyright protection. In addition to 

promoting the distribution of information, the Internet also facilitates online copying, 

which causes huge losses to copyright owners. Therefore, by being the first Asian 

country to enact a provisions relating to ISP liability for copyright infringement36, 

Singapore is perceived to be a leading Asian country in adopting strong and 

modernised copyright protection.  

                                                
 
34 Section 136-140 of the Copyright Act 1987. 
35 Infocomm Development Authority of Singapore (IDA) (n 21). 
36 V. K. Unni, ‘Internet Service Provider’s Liability for Copyright Infringement - How to Clear the 
Misty Indian Perspective’ (2001) 8 Rich J L & Tech 13. 
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Furthermore, the level of copyright protection and enforcement in Singapore has 

increased beyond TRIPs as a result of the ratification of an FTA between Singapore 

and its trading partners. For instance, pursuant to FTA US-Singapore, Singapore is 

obliged to provide stronger copyright protection. Such enhanced protection became 

necessary, particularly in the area of digital and internet works, as a response to 

technological developments and the growth of copyright infringement in the digital 

era. For instance, in order to prevent piracy and the unauthorised distribution of 

copyrighted work on the internet, the FTA provides stringent legal protection and 

adequate remedies against the circumvention of any technological measures used by 

the copyright owners.37  The contracting parties to the FTA were also obliged to 

ensure adequate anti-piracy enforcement measures. 38  For example, government 

agencies were prohibited from using computer software without authorisation. 39 

Additionally, there were other FTAs signed by Singapore that contained TRIPs-Plus 

obligations. For example, according to EFTA-Singapore FTA, parties are required to 

accede to the WIPO Copyright Treaty (WCT) and the WIPO Performances and 

Phonograms Treaty (WPPT).40  

The information technology revolution and the benefits of international trade were 

important factors that prompted Singapore to reform its copyright system. Doing so 

helped Singapore bring its national copyright law up to date and provided adequate 

methods to deal with new copyrightable works and infringement more effectively. 

                                                
 
37 Reto M. Hilty, ‘The Expansion of Copyright Law and its Social Justification’ in Christopher Heath 
and Kung-Chung Liu (eds), Copyright Law and the Information Society in Asia (Hart Publishing 2007) 
9-10.   
38 United States International Trade Commission, ‘U.S.-Singapore Free Trade Agreement: Potential 
Economywide and Selected Sectoral Effects’ (2013) Inv. TA2104-6, 97 
<http://www.usitc.gov/publications/332/pub3603.pdf> accessed 20 March 2014. 
39 ibid. 
40 See EFTA –Singapore FTA Article 54.  
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Furthermore, in addition to developing its copyright law to conform with international 

standards, Singapore also devised its own standard of copyright protection that better 

aligned with its particular needs and interests. A strong emphasis on copyright matters 

and the promulgation a stringent copyright system could attract foreign investors to 

Singapore, which positively affected economic growth and development of the 

country.  

 

4.2.1.2 Patents 

Singapore is a former British colony.  As such, its patent system was governed by the 

Registration of UK Patent Act 1937.41 This Act required a re-registration in Singapore 

of patents previously granted in the UK. Patents registered in the UK, including 

patents designating the UK and granted by the EPO under the EPC, must be registered 

in Singapore within three years from the date that such patent was issued.42 However, 

this system was deemed to be expensive, time-consuming and inconvenient.43 The 

Registration of UK Patent Act 1937 was subsequently replaced by the Singapore 1994 

Patents Act, which remains in force today.  Singapore acceded to the WIPO in 1990. 

Thereafter, and guided by the WIPO, The Singapore Patent Act 1994 was developed 

based on the international IP standards contained therein.44 The Patent Act 1994 was 

passed to specifically repeal the Registration of UK Patent Laws 1937 but was still 

                                                
 
41 Goldstein and others (n 22) 240. 
42 ibid 240-241. 
43 Liew Woon Yin, ‘Achieving TRIPS Level Protection for Industrial Property Rights - The Singapore 
Perspective’ (APEC Industrial Property Rights Symposium, Tokyo, August 1996) 
<http://www.jpo.go.jp/shiryou_e/toushin_e/kenkyukai_e/singa.htm> accessed 21 March 2014. 
44 Ng-Loy Wee Loon, ‘Singapore’ in Paul Goldstein and Joseph Straus (eds), Intellectual Property in 
Asia: Law, Economics, History and Politics (Springer 2009) 240. 
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influenced by then existing UK law, specifically the UK Patent Act 1977. 45 

Nevertheless, differences in the treatment of some legal issues remain, such as 

parallel imports and substantive patentable  subject matters. There is no provision that 

expressly allows parallel import under the UK Patent Act 1977 whereas Section 

66(2)(g) of the Singapore Patent Act 1994 clearly permits parallel import. 46 

Furthermore, while animal and plant varieties and essential biological processes for 

the production of animals or plants are excluded from patentability under the UK 

Patent Act 197747and the EPC in accordance with the morality and ‘ordre public’ 

exclusions,48 Singapore adopted a different approach by allowing these matters to be 

patentable. This is because Singapore aims to use patent rights to provide a greater 

incentive  to stimulate R&D in agricultural and biotechnological industries.49  

By allowing these subject matters to be patentable, it seems that Singapore has 

followed the approach of the US on this issue to an extent. Under US law, the public 

order and morality exclusions do not exist in patent protection. According to Section 

101 of the Patent Act 1952, ‘any new and useful process, machine, manufacture, or 

composition of matter, or any new and useful improvement thereof’ can be granted 

                                                
 
45 Goldstein and others (n 22) 241. 
46 Section 66(2)(g) of the Patent Act 1994 
“An act which, apart from this subsection, would constitute an infringement of a patent for an invention 
shall not be so if — 
Subject to subsections (3) and (5A), it consists of the import, use or disposal of, or the offer to dispose 
of, any patented product or any product obtained by means of a patented process or to which a patented 
process has been applied, which is produced by or with the consent (conditional or otherwise) of the 
proprietor of the patent or any person licensed by him, and for this purpose “patent” includes a patent 
granted in any country outside Singapore in respect of the same or substantially the same invention as 
that for which a patent is granted under this Act and “patented product”, “patented process” and 
“licensed” shall be construed accordingly;”. 
47 Goldstein and others (n 22) 241. 
48 EPO, ‘Essentially biological processes for the production of plants or 
animals’ <http://www.epo.org/law-practice/legal-texts/html/guidelines/e/g_ii_5_4_2.htm> accessed 22 
March 2014. 
49 Goldstein and others (n 22) 241. 
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patent protection. The concept that lies behind these broad patentable subject matters 

is the principle that ‘anything under the sun made by man is patentable’. However, 

compared to the US patent law, Singapore’s approach is more limited and seems to be 

more concerned with ethics and morality. Section 13(2) of the Patent Act 1994 

expressly excludes from patentability ‘an invention the publication or exploitation of 

which would be generally expected to encourage offensive, immoral or anti-social 

behavior’. Moreover, Section 16(2) also raises ethical concerns in the granting of 

patents on animals and inventions related to human being. It is stated that, ‘an 

invention of a method of treatment of the human or animal body by surgery or therapy 

or of diagnosis practised on the human or animal body shall not be taken to be 

capable of industrial application’. Therefore, although the Singapore Patents Act 1994 

did not expressly exclude animals, plant varieties and essential biological processes 

for the production of animals or plants from being patentable, by virtue of these 

provisions, a patent might not be granted to an invention that the use of which would 

be contrary to public order and morality.  In its discretion, the IP Office of Singapore 

(IPOS) would be required to balance ethical concerns and patent benefits. This could 

create uncertainty over the patent granting procedure. 

Singapore has developed a strong patent system in conformity with international IP 

standards. Major international treaties relating to patents such as the Paris 

Convention, the PCT and the Budapest Treaty have been ratified. Additionally, 

compared to other ASEAN countries, Singapore provides a higher level of patent 

protection by having incorporated the TRIPs-Plus standard in its national law. By 

signing the FTA with the US, Singapore was required to implement a higher standard 

of patent protection contained in TRIPs. For instance, patent terms can be extended 

beyond 20 years to compensate for unreasonable delays that occur during the issuance 



   193 

of a patent.50 Thus, in general, Singapore has significantly developed its patent law to 

be consistent with international standards and to keep it up to date. A strong and 

effective patent regime can be an incentive to attract a large amount of FDI and lead 

to the development of advanced technology in its country. 

 

4.2.1.3 Trademarks 

Trademark protection was firstly introduced in Singapore in 1939 by the Singapore 

Trade Marks Act (Cap. 332). The groundwork for trademark registration in this Act 

was taken from the UK Trademark Act 1938.51 Nevertheless, various amendments 

were made after Singapore became an independent state in 1965. One noteworthy 

reformation was the enactment of the Trademark Act 1998, 52  which made 

amendments based on the UK Trademark Act 1994 and the Australian Trademark Act 

1995.53 This reform resulted in an expansion of trademark subject matter to include 

non-traditional trademarks, namely colours and three-dimensional shape. 54 The 

provisions regarding shape marks were almost identical to those provided under the 

UK Trademark Act 1994. 55  Introducing a registration system for non-traditional 

marks demonstrates a significant development in trademark registration in Singapore. 
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Similar to in Australia, Singapore decided to adopt the ‘first to use’ system,56 while 

the UK uses the ‘first-to-file’ regime.57 Under the Trademark Act 1998 person who 

firstly uses a mark in Singapore rather than a person who files a trademark application 

at a later date would be granted the trademark.58 Additionally, the Trademark Act 

1998 was passed in order to fulfill obligations required by international IP 

agreements, particularly the TRIPs agreement.59  

The ratification of the FTA between the US and Singapore in 2003 also obliged 

Singapore to further amend its national trademark legislation, further resulting in a 

strengthening of its trademark protection. For instance, in the area of well-known 

trademark protection, the FTA expands the protection of such marks to dissimilar 

goods and services. However, there must be a connection between the trademark 

owner and the goods or services as a result of the use of the well-known mark in 

relation to dissimilar goods or services.60 Furthermore, the use of such well-known 

trademark is likely to destroy the interests of the trademark owner for the protection 

to be afforded.61 Concerning the protection for non-traditional marks, the FTA also 

requires a removal of the condition that signs be visible, and establishes protection for 

scent marks.62 Amending the law to accommodate more types of non-traditional mark 

and expanding the scope of protection in this manner increases the scope of trademark 

law beyond the traditional definition of trademark. Signing FTA with US also led to 
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introduction of statutory damages for use of counterfeit trademark. 63 When 

infringement involves the use of counterfeit trademark, the court may award statutory 

damages to trademark owners whose rights have been infringed by a counterfeit 

trademark.64  

Additionally, Singapore is considered an active player in the international IP 

community. Three international trademark treaties namely the Nice Agreement, the 

Madrid Protocol, and the Singapore Treaty on the Law of Trade Marks (STLT) have 

all been ratified. Singapore was the first country to ratify the STLT in 2007 reflecting 

its keenness to strandardise trademark registration.65 The STLT was ratified in 2006 

in order to harmonise trademark administrative procedures and create a modern and 

dynamic framework for trademark registration at the international level.66 In addition 

to providing rules regarding trademark registration, the STLT explicitly recognises 

both visible and non-visible non-traditional marks and is regarded as the first 

international agreement to do so.67  This treaty provides a broader scope of trademark 

protection, and increased certainty and predictability in the trademark registration 

procedures. An accession to the STLT and the resulting obligations led to an 

enactment of the Trademarks (Amendment) Act 2007.    

Singapore is a country with progressive trademark protection that is consistent with 

the international standard. Singapore is one of the first countries to expand trademark 
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protection to non-traditional marks. Furthermore, by joining the STLT, Singapore is 

perceived as a leading country in the standardisation of a modern trademark 

framework. This was a significant step in the development of the trademark system in 

Singapore. 

 

4.2.1.4 Geographical Indications (GIs) 

As a WTO member country, Singapore is obliged to incorporate GIs protection 

obligations in its national law. In Singapore, GIs are protected under the Geographical 

Indications Act (Cap. 117B), or alternatively granted trademark protection in 

accordance with the Trade Marks Act (Cap. 332).  According to the Geographical 

Indications Act (Cap. 117B), there is no need to file an application for GIs 

protection.68 Protection will automatically be accorded to the GIs of countries that  are 

members of the WTO, a contracting party to the Paris Convention, or designated by 

the Singapore government as a qualifying country. Additionally, such GIs must be 

protected in its country of origin. The ratification of the EU-Singapore FTA required 

Singapore to enhance its existing GIs protection. One of the major improvements was 

the establishment of the new GIs registry, which would be governed by the IPOS. 

This system would accept applications for wines and spirits GIs, and GIs for selected 

categories of agricultural products and foodstuffs.69 The level of protection for wines 

and spirits GIs would be at the same standard as the then current system, whereas 

agricultural products and foodstuffs would be accorded a higher standard than 
                                                
 
68 Bernard O’Connor, The Law of Geographical Indications (Cameron May 2004) 75. 
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provided under Article 22 of TRIPs.70 The new system will be initiated after the EU-

Singapore FTA comes into force, which is expected to be in 2016. Moreover, the 

establishment of this new GIs registry will require amendments to the Trademark Act 

in order for it to align with the requirement of establishing the new GIs registry. The 

EU-Singapore FTA proposes a rejection of a trademark application, which contains a 

GI that was previously registered under the new GI registry.71 The establishment of a 

new GIs registration system reflects the EU’s sui generis system of GIs protection.72   

The EU has been successful in promoting its approach of GIs protection through the 

ratification of bilateral trade agreements. The ratification of the EU-Singapore FTA 

will significantly increase GIs protection in Singapore. 

 

4.2.2 ASEAN Members Classified as a Developing Country 

The majority of ASEAN members are ‘developing countries’. Thailand, Malaysia, 

Indonesia, Philippines, Brunei Darussalam and Vietnam are all categorised as such, 

though, as will be explained below. Among these countries, it seems that Brunei 

Darussalam has nearly earned ‘developed country’ status. According to the 2015 

Human Development Report, Brunei Darussalam and Singapore were both  

categorised as having ‘very high human development’, while Malaysia and Thailand  

were regarded as ‘high human development’ countries.73 Indonesia, Philippines and 
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Vietnam were all categorised as ‘medium human development’ countries. 74 

Additionally, like Singapore, Brunei Darussalam was classified as ‘high income 

economies’ by the World Bank, whereas the other ASEAN developing countries were  

‘upper middle income’ or ‘lower middle income’ countries per the World Bank.75  

However, the 2013 IMF’s World Economic Outlook Report continued to classify 

Brunei Darussalam as a ‘developing economy’ as it did with Thailand, Malaysia, 

Philippines, Indonesia and Vietnam.76 Among these countries, it appears that Brunei 

Darussalam has a higher level of development than others do in terms of human 

development and income. Though similarly categorised as ‘developing countries’, 

there are still disparities in their socio-economic development. 

Furthermore, according to the Global Competitiveness Report 2013-2014 of the 

World Economic Forum, Malaysia is the 24th most competitive economy in the world, 

which is the highest position among the ASEAN developing countries. Vietnam is the 

lowest ranked developing country as the 70th most competitive economy.77  Malaysia 

is ranked as having the 30th best IP protection in the world,78 the highest position 

among these countries whereas Vietnam is ranked the lowest at 116th.79 This shows a 

correlation between a countries’ competitiveness and its IP regime. An effective IP 

system can enhance a country’s competitiveness, have a positive impact on economic 

development, and facilitate overall economic growth of the country. These rankings 

also clearly demonstrate that there is still great disparity in the levels of IP standards 

among the ASEAN developing countries.  
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4.2.2.1 Copyright 

Copyright protection has long existed in Thailand, Malaysia, Indonesia, Philippines, 

Brunei Darussalam and Vietnam. Each country has developed its copyright law based 

on its unique characteristics and historical background. For instance, the first 

Indonesia  copyright law, also known as the Copyright Law 1982 was influenced by 

Dutch law and that of other European countries. 80  This is understandable since 

Indonesia was under colonial rule by the Dutch and various other European countries 

for approximately 450 years.81 Malaysia was colonised by Britain. Copyright Law 

1969 of Malaysia was developed in accordance with UK copyright protection.82 The 

The UK Copyright Act 1911 was in force until 2000 when the Emergency 

(Copyright) Order 1999 was enacted. 83  In Philippines, its copyright law was 

developed based on US legislation and jurisprudence.84 As a result of these distinct 

backgrounds, there were differences in the standards of copyright protection afforded 

by these countries in the early stages of copyright development. This can be seen from 

the differences in the duration of copyright protection that was afforded. The 

Malaysian Copyright Act 1969 affords a term of protection of life of the authors plus 

25 years. Whereas, the term of protection of copyrighted work under the Thai 

Copyright Act B.E. 2521 (1978) was  life plus 50 years.85  

Furthermore, there were differences in copyrightable material and the scope of 
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protection. Before the TRIPs agreement was adopted, the copyright law of each 

country developed in response to pressure from developed countries and to meet the 

particular needs of their country. For instance, Malaysia passed the Copyright Act 

1987 to replace its first copyright law, the Copyright Act 1969, to extend copyright 

protection to computer software due to the diffusion of pirated software. In addition, 

the amendment was made in response to pressure from the US and the UK to bring 

copyright protection in Malaysia in line with the US and UK standards. This shows a 

strong influence by developed countries on the expansion and strengthening of IP 

protection outside their jurisdictions. To replace then existing copyright and other IP 

laws, Vietnam passed the Civil Code 1995 and various corresponding subordinate 

decrees. 86  This was a significant development of the IP system in Vietnam. 87 

Additionally, in order to enhance protection for foreign copyrights, all six ASEAN 

developing countries have ratified the Berne Convention, which is the oldest 

multilateral agreement in the field of copyright.88 This has resulted in making their 

laws more consistent with international standard.89  

It can be seen that each country has used different approaches in regulating its 

copyright protection. Therefore, the level of copyright standards varies from country 

to country. The same subject matter that qualifies for copyright protection in one 

country might not be granted protection in other countries. However, copyright 
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protection in Thailand, Malaysia, Indonesia, Philippines, Brunei Darussalam and 

Vietnam became more consistent when these countries became members of the WTO 

and adopted the TRIPs agreement. Pursuant to TRIPs, each country was obliged to 

pass copyright laws that provided adequate and effective copyright protection and 

enforcement.90 Developing countries had until 1 January 2000 to incorporate TRIPs.91 

During that time, each country amended and reformed their laws to conform to 

TRIPs.  The Indonesian Copyright Act was amended in 1997 to provide rental rights 

for computer programs and cinematographic works.92 Philippines enacted the IP Code 

(IPC) in 1997. The IPC introduced copyright protection for computer software and 

increased criminal penalties for infringement to enhance protection and 

enforcement.93  Additionally, Brunei Darussalam, a country that had never enacted  

local copyright law, passed the Emergency (Copyright) Order 1999 that met the 

standards set by TRIPs.94 Vietnam enacted the Civil Code 2005 and the IP Law 

50/2005 in order to bring its IP regime in conformity with the TRIPs standard.95  

The ratification of bilateral agreements also contributed to the revolution of IP right 

development. Vietnam ratified a BTA with the US, which came into effect on 

December 10, 2001.96 This BTA requires Vietnam to adopt provisions consistent with 

TRIPs within the subsequent 2 years.97 Vietnam was obliged to provide adequate 
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copyright protection to US companies. 98  In 2009, a Partnership Cooperation 

Agreement between the EU and Indonesia was signed. According to Article 11 of that 

agreement, both parties were required to cooperate and improve IP enforcement of 

and protection from piracy. Additionally, various negotiations for FTAs, which 

usually provide extensive obligations regarding IP rights between developed 

countries, particularly the US and the EU, and ASEAN countries were formally 

launched. If these FTAs are successfully agreed to and ratified, the ASEAN countries 

will be required to reform their copyright laws to conform to TRIPs-Plus standard. 

This would impose a significant burden on them to reform their protection and 

enforcement in conformity with the standard established by these developed 

countries. 

The copyright laws of the ‘developing countries’ in ASEAN are well developed and 

consistent with international IP standards. Nevertheless, although modern copyright 

protection has existed in these countries for many years, there is still a high rate of  

copyright infringement.99 For example, Thailand has faced violations of IP rights, 

especially copyright piracy for many years. The situation has not improved as the US 

again placed Thailand on its ‘priority watch list’ in 2016 Special 301 Report.100 The 

priority watch list refers to countries that ‘present the most significant concerns 

regarding insufficient IPR protection or enforcement’. 101  Thailand has weak IP 

enforcement, especially in providing adequate and effective measures against 

                                                
 
98 ibid.  
99 Tiang (n 84). 
100 USTR, ‘2016 Special 301 Report’ (2016) 3 <https://ustr.gov/sites/default/files/USTR-2016-Special-
301-Report.pdf> accessed 2 May 2016. 
101 USTR, ‘USTR Releases Annual Special 301 Report on Intellectual Property Rights’ 
<http://www.ustr.gov/about-us/press-office/press-releases/2013/may/ustr-releases-annual-special-301-
report> accessed 1 April 2014. 



   203 

copyright piracy on the internet.102 Despite the desire to improve IP Protection and 

enforcement, the issue of copyright infringement was still not being taken seriously 

enough by Thai authorities. 103  In addition to Thailand, Indonesia was similarly 

grouped due to their continually growing rate of piracy.104 In order to be removed 

from the priority watch list, Thailand and Indonesia were encouraged by the US to 

revise their copyright laws and enhance their level of IP protection and enforcement 

against copyright infringement.105 Vietnam, which was placed on the Watch List is 

also considered as one of trading partner that has ‘the most challenging copyright 

enforcement issue’.106  

Brunei Darussalam’s Emergency (Copyright) Order 1999 provides light criminal 

penalties for copyright infringement. 107  A person who commits the offense of 

copyright infringement can be imprisoned for a term of 1 to 10 years or subject to a 

fine not exceeding B$5,000.108 Relatively light criminal penalties have resulted in  

Brunei Darussalam having a very high rate of piracy, especially pirated music, movies 

and computer software, which has caused a huge loss to the copyright industries in the 

US.109 However, the situation is getting better.  Brunei Darussalam was removed from 

the USTR Special 301 Watch List on IP Rights in 2013 because of its strong 

commitment to combat piracy and its plan to amend its copyright law and enhance its 

penalties and enforcement powers.110 This shows progress in developing an effective 
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copyright regime in conformity with international standards. As with Brunei 

Darussalam, Malaysia and Philippines have been removed from the US Priority 

Watch List and also from the ordinary watch list. Both Malaysia and Philippines were 

included in a special mention list in the USTR’s 2014 301 special report since they 

have shown enormous progress toward establishing effective enforcement measures 

against piracy. However, these countries were still encouraged by the US to enhance 

their level of copyright protection and enforcement, particularly in online copyright 

infringement.111  

Among ASEAN ‘developing countries’, there are still discrepancies in the standards 

of copyright protection and enforcement, particularly in anti-piracy measures.  Brunei 

Darussalam, Malaysia and Philippines have shown positive development in 

establishing stronger IP enforcement against copyright infringement, whereas other 

members are still being criticised for their inadequate copyright regimes. Overall, 

ASEAN ‘developing countries’ have developed their IP systems to conform with the 

international standards established by the TRIPs agreement and other international IP 

agreements, such as the Berne Convention. Nevertheless, some countries, particularly 

Thailand, Indonesia and Vietnam still struggle with a growing rate of copyright 

infringement because of their weak IP enforcement measures. Major trading partners 

such as the US and the EU also seek a strong global IP standard particularly through 

FTAs. Being the case these ASEAN countries might feel pressure to reform their 

copyright protections and enforcement to surpass the TRIPs standard in exchange for 

continual trade and the resulting trade benefits. Additionally, significant progress 

shown by some ASEAN countries in strengthening their copyright systems and 
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generally combating piracy provides an incentive to other countries to achieve similar 

success in their copyright reforms. This could greatly contribute to resolving the 

problem of copyright infringement and help improve and standardise copyright 

protection and enforcement in these ASEAN countries.  

 

4.2.2.2 Patents 

Since patent protection can be used to promote innovativeness and encourage FDI, 

ASEAN developing countries have continually developed their patent laws to 

conform with the international standards, especially after the TRIPs agreement was 

adopted. Nevertheless, in the early stages, patent systems of these countries developed 

diversely because of their distinct backgrounds and colonial histories. Patent laws of 

the countries that were previously colonised by western countries were most often 

modeled after the colonising country. For instance, before establishing its own 

independent patent system with the Patent Act 1983, the system in Malaysia was 

based on the re-registration of patented grant in the UK.112 The patent system in 

Vietnam was originally governed by a system requiring re-registration of patents that 

had previously been granted in France due to the influence of the French colonisation 

of Vietnam.113 Thailand, on the other hand, is the only country in the region to have 

not been colonised. In the early stages, its patent system was developed without 

pressure from other countries. ‘The Patents Act 1979 (B.E. 2522)’ was Thailand’s 

first patent protection and was based on the WIPO model law for developing 
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countries.114 It has been suggested that Thailand passed this regulation to stimulate 

economic development of the country.115  

The revolution of the patent systems of the ASEAN developing countries was also 

influenced by pressure from developed countries to strengthen patent standards. For 

instance, Vietnam’s 2000 BTA with the US required it to amend its patent law to 

comply with TRIPs within the subsequent 12 months.116 The ratification of the US – 

Vietnam BTA has been regarded as a major force behind improvement of patent 

protection and enforcement in Vietnam.117 To comply with requirements imposed by 

the US for stronger patent protection, Indonesia reformed its patent system and passed 

the Patent Law No. 14 of August 2001.118 One of the major changes of this legislation 

was an extension from 14 to 20 years of the period of patent protection. Indonesia 

also adopted the US patent approach by eliminating an exclusion from patentability 

for animal and plant varieties.119 Thailand also amended its patent law in response to  

outside pressure from their major trading partners, particularly the US. 120  For 

instance, in 1992, Thailand reformed its patent system by including pharmaceutical 
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products as patentable subject matter in response to pressure from the US  

government.121  

Additionally, as WTO member countries, the ASEAN developing countries were also 

required to adhere to TRIPs when it came into force in 1995. In 1999, the Thai Patent 

Act 1979 was reformed to make its patent system align with the TRIPs agreement.122 

Among the ASEAN countries in this group, Vietnam was the last country to join the 

WTO. It did so in January 2007. In order to prepare for accession to the WTO, 

Vietnam reformed its IP law and issued the IP Law 50/2005, which provided  more 

comprehensive legislation on patents and other IP rights.123 After this reformation, all 

the patent provisions of TRIPs were fully incorporated into Vietnam’s patent law.   

This represented significant progress in the development of the patent system in 

Vietnam.  

In addition to the difficulties caused by implementing the minimum standards of the 

TRIPs agreement, the TRIPs-Plus standard has also created challenges for ASEAN 

developing countries. Trade negotiations with developed countries, particular the US, 

often result in obligations to implement a patent standard that exceeds TRIPs. 

Vietnam is the only ASEAN developing country that has signed a bilateral trade 

agreement with the US.  BTA US-Vietnam requires Vietnam to provide greater patent 

protection in some aspects than that provided in the TRIPs agreements. For instance, 

in order to ensure patent protection on life forms, Vietnam is required to include 
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plants and animals as patentable subject matter. There are additional FTAs presently 

in negotiations between ASEAN developing countries such as Thailand and Malaysia, 

and the US and the EU that impose TRIPs-Plus patent standards. For instance, FTA 

negotiations between Thailand and the EU would require Thailand to extend the term 

of protection for drug patents to 25-30 years. This could adversely affect access to 

affordable generic medicine in Thailand.124 The negotiations on US-Malaysia FTA 

also contained TRIPs-Plus provisions in the area of compulsory licensing (CL).125 

Harsh restrictions on CL would undermine its ability to utilise TRIPs CL flexibility to 

address public health crisis. 126  This would adversely affect access to affordable 

medicines in Malaysia. If these agreements are adopted, these ASEAN developing 

countries would be obliged to provide stronger patent protection, especially in the 

area of pharmaceuticals, which could have a negative impact on the public health 

systems of those countries. Hence, before an ASEAN developing country agrees an 

FTAs with developed countries, it must carefully weigh the potential trade benefits of 

the trade agreements against potential harm to the public interest. 

Furthermore, all ASEAN countries in this group have already acceded to the Patent 

Cooperation Treaty (PCT). The PCT provides unified procedures for filing patent 

application. It allows a grant of protection encompassing all designated contracting 

states with the filing of a single international application. This simplified procedure 

provides benefits for the individual countries, its residents and non-resident inventors 
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alike. By gradually modernising their patent laws to conform with the international 

standard, these countries experienced a continual increase in patent application, 

especially non-resident applications.127 For instance, the number of patent filings in 

Indonesia from both domestic and foreign applicants continually rose during the ten-

year span of 2001-2010. 128  After ratifying the PCT in 1997, most of patent 

applications, particularly foreign applications were filed via the PCT route.129 The 

volume of patent applications filed and granted in Thailand also increased each year 

from 2009 to 2012.130  Thailand ratified the PCT in 2010, and the proportion of 

foreign patent applications in Thailand via the PCT has significantly increased.131 

All in all, ASEAN developing countries have been able to provide adequate patent 

protection consistent with the international standard, particularly the standard of the 

TRIPs agreement. These countries recognised the importance of patent rights and 

have continuously developed their patent systems to seek better protection. Given the 

PCT registration system meets international standard and is accepted by many 

countries, by becoming a contracting party to the PCT, it affirms that ASEAN 

developing countries’ patent laws are increasingly brought into line with international 

standards. However, trade negotiations between developing countries and their major 

trading partners are ongoing. If successfully concluded, these ASEAN countries will 

                                                
 
127 USPTO, ‘Global Intellectual Property Perspectives and Strategies’ (4th Global Forum on IP, August 
2013) <http://www.uspto.gov/news/speeches/2013/rea_singapore.jsp> accessed 6 May 2014. 
128 WIPO, ‘Statistical Country Profiles: Indonesia’ 
<http://www.wipo.int/ipstats/en/statistics/country_profile/profile.jsp?code=ID> accessed 8 August 
2016. 
129 Kenan Institute Asia, Comparative Assessment Study of Patent and Trademark Offices in Southeast 
Asia (Bangkok, Kenan Institute Asia 2012) 44. 
130 Thanomsak R. and Panun Y., ‘Effective Utilization of the Patent Cooperation Treaty (PCT) and 
International Sharing Initiatives’ (Tokyo, November 2013) 
<http://www.wipo.int/edocs/mdocs/aspac/en/wipo_reg_pct_tyo_13/wipo_reg_pct_tyo_13_t2j.pdf> 
accessed 6 May 2013. 
131 ibid. 



   210 

need to establish patent regimes which provide for protection exceeding the TRIPs 

standard in exchange for tariff reductions and other trade benefits. Too stringent 

standard in some areas, particularly protection for pharmaceuticals may adversely 

affect public health and access to medicine in these countries. 

 

4.2.2.3 Trademarks 

In the early stages, the trademark protection revolution developed differently in the 

developing countries because of their distinct historical backgrounds and their 

particular national interests. For instance, the first Trademark Act of Indonesia was 

influenced by Dutch law even after Indonesia became an independent state.132 The 

Trademark Act 1976 was passed in Malaysia to repeal British colonial laws, but it still 

essentially adopted the concept of the UK Trademark Act 1938.133 In Thailand the 

Trademark Act B.E. 2474 (1931) was revised in 1961 based on the UK Trademark 

Act 1905. 134  This reflects the longstanding and continual influence of western 

countries on IP rights in the ASEAN region. 

In the post-TRIPs era, each country has reformed its trademark system to bring its law 

in line with the global standard, which has resulted in an increased level of trademark 

protection. For example, before the TRIPs agreement was adopted, the old trademark 

law of Thailand failed to provide adequate protection and enforcement. The Thailand 

Trademark Act 1961 included no legal cause of action to the rights holder for 
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trademark infringement.135 This fell below the international minimum IP standard. 

Article 41 of TRIPs requires member states to provide the rights holder with measures 

to enforce their trademark against infringement. Similarly, the IP code of Philippines 

was passed in 1997 to strengthen its IP protection and to comply with the TRIPs 

agreement. It reflected significant changes to its trademark law.136  

ASEAN developing countries also modernised their laws to extend trademark 

protection to non-traditional marks. This broad protection is consistent with the TRIPs 

standard, which does not limit trademark subject matter to signs that are visually 

perceptible.137 However, not all type of non-traditional marks are protected in these 

countries. For instance, Section 4 of the Thailand Trademark Act B.E. 2534 (1991), as 

amended by the Trademark Act (No. 3) B.E. 2559 provides that combinations of 

colour, shapes, sound or configurations of objects can be eligible for trademark 

protection. Other types of non-traditional marks such as smell and taste are not yet 

recognised. In Philippines, some kinds of non-traditional marks such as three-

dimensional shapes and holograms can be granted trademark protection.138 Since the 

definition of trademark is limited to ‘visible sign’ in accordance with Section 121(1) 

of the IP Code, non-traditional marks that are not visible such as sound and smell are 

not capable for trademark registration in Philippines.139 Due to wide acceptance of 

non-conventional marks in the international arena, there have been attempts to 

broaden trademark protection to cover other types of non-traditional marks, especially 

non-visual marks. Thailand is an example. Protection of smell and sound marks have 
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been included in the latest draft of the Thailand’s Trademark Act.140 However, only 

sound marks was included in the amendment of the definition of mark the Thailand 

Trademark Act B.E. 2534 (1991), as amended by the Trademark Act (No. 3) B.E. 

2559. The expanded trademark protection to include sound marks represents a 

noteworthy development in the trademark system in Thailand. Philippines also 

recognised the need to amend the law to cover non-visual signs like sounds, scents 

and tastes in order to respond the needs of all stakeholders.141 

Trademark laws in ASEAN developing countries have been modernised to conform 

with international standards, particularly the TRIPs agreement, but they still struggle 

with ineffective and inadequate enforcement. For instance, Thailand, Indonesia and 

Vietnam are known to be prime markets for selling counterfeit products. They are 

regarded as significant exporters in the counterfeit industry. As a result, Thailand and 

and Indonesia remained on the US priority watch list included in the 2016 US Annual 

Special 301 Report.142 Vietnam remained on the Watch List.143 These countries were 

urged by the US to improve enforcement measures and address the growing rate of 

trademark infringement resulting from the sale of counterfeit goods on the Internet.144 

This clearly demonstrates that the overall level of IP enforcement in ASEAN 

developing countries needs to be improved. 
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Moreover, to ensure that ASEAN remains an active player in the international IP 

community, ASEAN members had a commitment to accede to the Protocol Relating 

to the Madrid Agreement Concerning the International Registration of Marks by 2015 

in accordance with the ASEAN IPRs Action Plan 2011-2015. Up to now, Vietnam 

and Philippines are the only ASEAN developing countries that have joined. Thailand 

has been preparing for accession to the Madrid system for many years and previously 

aimed to join the agreement in the latter part of 2014.145 However, as of the present, 

Thailand has not yet acceded. The Madrid Protocol obligates contracting parties to 

revise their trademark systems and infrastructures to meet its required standards. 

Vietnam has established a new IP division to address international trademark 

applications under the Madrid System.146  

Generally, ASEAN developing countries have continually modified their trademark 

systems to conform with the international standard. Some countries such as 

Philippines and Vietnam have demonstrated significant progress in trademark 

protection and have engaged in trademark harmonisation at a multilateral level. 

Moreover, accession to international agreements is a key trend that significantly 

contributes to IP modernisation. These ASEAN member states joining the Madrid 

Protocol will substantially improve their trademark systems and bring their trademark 

protections closer to the standards set by developed countries. However, although the 

ASEAN developing countries have comprehensive trademark legislation, they still 

face varying degrees of problems with enforcement. This disparity in enforcement 
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and in the general IP standard inhibits harmonisation among the ASEAN countries 

themselves as well as with developed countries.  

 

4.2.2.4 Geographical Indications (GIs) 

The ASEAN region is rich in natural resources and traditional knowledge. These can 

be transformed into products with distinctive qualities. As such, GIs protection is 

essential. Granting GIs protection to these products can provide economic value to the 

communities and promote economic development of the countries. Providing 

incentives for communities to produce traditional products can help support rural 

development,147 and thereby facilitate economic growth of a country. For instance, 

Malaysia has abundant natural resources. It understands that the agricultural sector 

has made a substantial contribution to its economic growth and development. 148 

Consequently, it made a significant change to its GIs law to protect its natural 

resources and conform to the international standard.149 Other ASEAN developing 

countries have recognised the importance and benefits of GIs and hence pursue  

improvements in this area.  An enhancement of the level of GIs protection would have 

a positive impact on their economies.150 
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The TRIPs agreement is considered the first international instrument to provide   

comprehensive GIs protection. 151  When ASEAN developing countries adopted 

TRIPs, they became obligated to reform their system and increase their level of GIs 

protection to align with the TRIPs standard. Malaysia and Thailand have established 

sui generis systems for the protection of GIs.152 Contrarily, some other countries such 

as Philippines have not devised a separate system for GIs protection. Section 123.1(g) 

of Philippines IP Code states that GI can be protected under its trademark system.  

Thailand can be considered the leading ASEAN developing country in enhancing of 

its GIs protection. It devised a sui generis system of GIs through the enactment of the 

Protection of Geographical Indications Act B.E. 2546 (2003). The implementation of 

GIs protection in Thailand is moving forward. From 2004 to 2013, the volume of GIs 

applications continuously increased, especially Thai GIs applications. 153 

Domestically, there are now 42 Thai registered GIs and 8 foreign registered GIs.154 

Additionally, Thailand has been granted GIs protection in the EU for Khao Hom Mali 

Thung Kula Ronghai Jasmine Rice, Doi Chaang and Doi Tung Coffee. This 

represents Thailand’s international success in promoting its GIs, which enhances the 

country’s competitive capacity and reputation in the global market.  
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GI is considered a powerful economic asset. It is usually addressed during FTA 

negotiations between developed countries, particularly those of the EU and ASEAN 

developing countries. The EU is perceived to be the world’s leader in seeking 

stronger GIs protection through BTAs. It has continuously pursued FTA negotiations 

with ASEAN developing countries such as Malaysia, Thailand, and Vietnam. A key 

issue in these negotiations is often the TRIPs-Plus GIs protection standard. For 

instance, Vietnam is one of the EU’s major trade partners in the wine and spirit 

industries. FTA negotiations between the EU and Vietnam require Vietnam to 

enhance its level of GIs protection in these industries to ensure more effective 

enforcement.155 It has recently been announced that these FTA negotiations between 

the EU and Vietnam have concluded.156 ASEAN countries have developed their GIs 

protections to conform to the TRIPs standard. However, if trade agreements with 

developed countries are reached, these ASEAN countries will be required to further 

strengthen their GIs systems and protections. This could increase disparity in the 

systems of the ASEAN member states, especially the countries that have weak GIs 

protection, and thus adversely affect the standardisation of the IP system within 

ASEAN. However, since ASEAN countries are full of unique agricultural and cultural 

products, foodstuffs, textiles and handicrafts, strengthening GIs protection might be 

advantageous and have a positive impact on economic development. For instance, if 

finalised, the EU-Vietnam FTA would protect 39 Vietnam’s GIs in the EU.157 This 

will help promote Vietnamese products, which are mostly agricultural and foodstuffs, 
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in the EU market, and thus provide a positive effect on its economic growth and 

development. Moreover, GI was claimed to be ‘the best legal tool for the protection’ 

of goods in developing countries.158 A high level of GIs protection will provide an 

opportunity for GIs owners from developing countries to protect their products in 

foreign markets.159 This has been used to support the argument that strengthening GIs 

protection consistent with the existing EU GIs law can benefit developing 

countries. 160  Consequently, compared to other areas, immediately enhancing GIs 

protection tends to provide more economic benefits to developing countries. 

However, such benefit might be hindered by a lack of sufficient administrative 

capacity and IP infrastructure to manage and enforce new laws. Therefore, more 

technical assistance from developed countries will be required.  

 

4.2.3 ASEAN Members Classified as a Least Developed Country  

The United Nations (UN) has categorised Cambodia, Lao PDR and Myanmar as ‘least 

developed countries’. The UN used low income per capita (less than $1,035 measured 

by GNI per capita), weakness in human assets, and economic vulnerability as the 

three criteria to so categorise these countries.161 In 2014, the World Bank classified  

Lao PDR and Myanmar as ‘lower middle-income’ countries based on their GNI per 
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capita of $1,046 - $4,125. 162  Lao PDR and Myanmar both have demonstrated 

significant economic development. Lao PDR’s GNI per capita rose to $1,260 in 

2012.163  Myanmar’s GNI per capita rose to $1,270 in 2014.164  This development 

resulted in the change of the World Bank classification from ‘low-income’ country to 

‘lower-middle income’ country. Meanwhile, Cambodia remained a ‘low-income’ 

country  with GNI per capita of $1,045 or less.165  

According to the UN’s 2015 Human Development Report, Lao PDR, Cambodia, and 

Myanmar were ranked 141, 143 and 148 out of 188 countries respectively in terms of 

human development. Lao PDR and Cambodia were classified as ‘medium human 

development’ countries, whereas Myanmar was classified as a ‘low human 

development’ country. 166  Lao PDR and Cambodia have made substantial 

improvements in human development due to their continuous growth in GNI per 

capita, life expectancy and educational attainment. 167  All of these ASEAN least 

developed countries were classified as ‘developing economies’ in the 2013 IMF’s 

World Economic Outlook Report.168 Additionally, the Global Competitiveness Report 

2013-2014 by the World Economic Forum lists Lao PDR, Cambodia and Myanmar as 
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the 81st, 88th and 139th  ranked economies out of 148 countries. Lao PDR’s IP regime 

was ranked the highest among ASEAN least developed countries at 64th,169 whereas 

Cambodia’s and Myanmar’s IP regimes  were ranked 99th170 and 126th171 respectively. 

This affirms a correlation between the efficiency of a country’s IP system and the 

country’s competitiveness.  

Myanmar, Cambodia and Lao PDR are all members of the WTO. Lao PDR is the last 

ASEAN country to join the WTO in 2013. Consequently, they are all obliged to 

implement IP protection in conformity with the TRIPs agreement. However, because 

the WTO has classified these countries as ‘least developed’ countries. Article 66.1 of 

TRIPs grants these countries until 1 July 2021 to conform to TRIPs. This is an 

extension of the previous deadline of 1 July 2013.172 Therefore, upon application, 

these countries will have more time to standardise their IP laws to be in line with the 

international standard. 

In general, even among the ASEAN least developed countries, there is still a lot of 

disparity in their levels of development. Lao PDR seems to have made the most 

significant progress in human, economic and IP development. It also has a goal of 

advancing from having ‘least developed country’ status to becoming a ‘developing 

country’ by 2020.173 If this can be achieved, it would help reduce the development 

gap between the ASEAN least developed countries and the other member states.  
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4.2.3.1 Copyright 

Compared to ASEAN developed and developing countries, the ASEAN least 

developed countries have developed their IP systems more slowly. Copyright 

protections exist in Lao PDR, Cambodia and Myanmar, but there are discrepancies in 

the protection standards resulting from the members’ distinct historical backgrounds 

and particular national interests. For instance, due to its colonial history, Myanmar’s 

Copyright Act 1914 was developed based on the UK Copyright Act 1911.174 The 

Myanmar Copyright Act 1914 is still in force. Meanwhile, the development of 

copyright protection in Cambodia just began in 2003 when the Copyright and Related 

Rights Act of March 5, 2003 was enacted. 175  This Act was influenced by the 

Continental European author’s right tradition. 176  Compared to the Myanmar 

Copyright Act, the Cambodia copyright Act is better developed. The Cambodia 

copyright law was issued prior to Cambodia’s accession to the WTO, therefore the 

law provides provisions that are consistent with a  WTO member commitment.177 Lao 

PDR joined the Universal Copyright Convention (UCC) in 1954, but copyright did 

not become a relevant issue until the enactment of the new Lao PDR IP Code.178 

Myanmar, Cambodia and Lao PDR are members of the WTO and are required to 

provide copyright protection in conformity with the TRIPs standard within the 
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previously extended transition periods. Among these countries, Myanmar seems to 

have weakest copyright protection. Although Myanmar has been a WTO member and 

a signatory to TRIPs since 1995, the Myanmar Copyright Law remains inadequate 

and inconsistent with the TRIPs agreement. The Myanmar Copyright Act 1914 

contains only 13 Sections, which do not cover all copyright aspects as required by 

TRIPs.179 Furthermore, absent reformation, this Act will not be able to adequately 

respond to new copyright issues arising in the modern digital, technological era.180 In 

2004, Myanmar began to address this and redrafted its law to ensure that its  

copyright protection coincided with the international standard. Myanmar’s proposed, 

amended copyright law was based on the WIPO model law and the TRIPs 

agreement.181 However, up to now, this new copyright law has not yet been passed.  

Cambodia and Lao PDR, which have been the members of the WTO since 2004 and 

2013, respectively, modernised their copyright laws prior to their accession to the 

WTO. Cambodia issued the Copyright and Related Rights Act in 2003, the general 

copyright concepts and principles of which were modeled after the laws of other 

countries.182 A significant development in copyright protection in Lao PDR occurred 

in 2011. The Law No. 01/NA on IP was passed of December 20, 2011. It provided 

copyright and related rights protection consistent with the WIPO model law and the 
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TRIPs requirements. 183 This clearly shows the diversities in the levels of copyright 

protection that currently exist in the ASEAN least developed countries. 

In general, there have been significant developments in copyright in these countries 

over the past few years. Particularly developed countries, however, have a different 

perspective. It is viewed that copyright protection and enforcement in ASEAN least 

developed countries, particularly Myanmar is still inadequate and ineffective.  

Foreign copyrights are still not recognised under the current copyright law of 

Myanmar.184 Furthermore, although Lao PDR have modernised its IP law to meet the 

international standards, deficiency in effective IP administrative capacity and  

infrastructure still leads to weak enforcement of IP rights.185 Although Cambodia has 

shown significant development in the area of IP rights,  it is still in the early steps of 

the standardisation.186 Cambodia still faces the problem of the enforcement of IP 

rights due to its lack of effective IP administration and infrastructure.187 Copyright 

infringement in Cambodia is widespread.188 A wide variety of products pirated from 

other countries such as music and videos, are sold throughout the country.189 This 

adversely affects the image of the country in the international arena. However, due to 
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the small size of the market, Cambodia has not been much criticised by the 

international trade community.190  

In order to enhance their social and economic development, ASEAN ‘least developed 

countries’ have acknowledged that an improvement in IP protection is an urgent need. 

Nevertheless, due to a lack of experience, resources and infrastructure, the revolution 

of IP laws is proceeding slowly, particularly in Myanmar. Comprehensive legislation 

regarding copyright protection was enacted in Lao PDR and Cambodia, but those 

laws are not effective and particularly do not effectively deal with copyright 

infringement. Therefore, more assistance from developed countries and international 

organisations is urgently required to bring the level of copyright protection and 

enforcement in these ASEAN countries in line with international standards. 

 

4.2.3.2 Patents 

Since patents can promote innovation and economic growth, Lao PDR, Cambodia and 

Myanmar consider patent protection as one of their important policies. However, due 

to differences in each country’s background and capacity, the scope and standard of 

their patent systems are varied. Among these countries, Myanmar seems to have 

weakest patent protection. Although Myanmar issued the Myanmar Patents and 

Design Act 1945 and the Myanmar Patents and Designs (Emergency Provisions) Act 

1946, they did not deal with patents effectively in practice. The 1945 Act was not 

brought into force and repealed in 1993. 191  The Act of 1946 is still existing in 
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Myanmar. It came into force when the Act of 1945 was repealed in 1993.192 However, 

this Act is essentially defunct.193 Since then, Myanmar has begun to draft new patent 

law in conformity with the TRIPs standard.194 Unfortunately, this law has not been 

passed. Currently, there is no effective patent law in Myanmar. However, patents may 

be registered under Section 18(f) of the Registration Act.195  

Cambodia enacted the Patents, Utility Models and Industrial Designs Act in 2003 in 

order fulfill the requirements of the WTO. This Act provides a comprehensive set of 

regulations governing patent protection that comply with international standards. 

However, Article 4 of this Act, excludes pharmaceutical products from patentable 

subject matter until 2016. Since drug patent waiver for least developed countries was 

extended until 2033, least developed countries can choose whether or not to protect 

pharmaceutical patents before 2033. Therefore, Cambodia’s law is not contrary to 

TRIPs. Cambodia is still in the period to transition to compliance with TRIPs. The 

country still has time to utilise this transition period, reform its law and develop its 

ability to manufacture medicine. Furthermore, from 2007 to 2014, most patent 

applications came from non-residents.196 There were only three patent application 

filings from Cambodian residents.197 Although Cambodia has taken steps to 
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modernise its patent system since 2003,  its first patent was not granted until 2015 and 

it was to a  Singaporean.198 

Lao PDR has continually taken steps to conform its patent system to the international 

standard since 2002. Detailed provisions governing patent protection were included in 

the new IP code of the Lao PDR as amended in 2011, but similar to Cambodia’s law, 

pharmaceutical products are not eligible for patent protection. 199 As a ‘least 

developed’ country, Lao PDR still has time to satisfy its obligations until 2033. 

However, Lao PDR recognised the need to provide patent protection in the area of 

pharmaceutical products in order to receive benefits from TRIPs flexibilities for 

access to medicine.200 Additionally, the modernisation of its patent system resulted  in 

a continual increase in patent applications since 2004, especially in foreign patent 

application.201 Lao PDR has shown further progress in developing its international 

patent system by acceding to the Patent Cooperation Treaty (PCT) in 2006. Since 

then, more than a hundred international patent applications designating Lao PDR have 

been filed under the PCT.202 The international patent system of the PCT can have 

advantages to nationals of least developed countries who pay reduced patent 
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application fees.203 This can encourage patent filings in these countries and promote 

innovation and the transfer of technology. However, in spite of the increased number 

of application, no patent has been granted in Lao PDR.204 The major reasons for 

delays in the examination and grant of patent applications were lack of well-trained 

examiners and inadequate information technology (IT) infrastructure to facilitate 

patent procedure.205  

An increasing number of patent applications affirms that strengthening patent 

protection can create a more attractive investment environment, and thereby attract 

FDI. Nonetheless, the minimal number of patents that have been granted demonstrates 

weak institutional capacity in patent administration. The patent system is not yet 

effective in promoting innovation and enhancing economic growth in ASEAN least 

developed countries. Patent infringement is not yet a serious issue in ASEAN least 

developed countries. They lack sufficient indigenous innovative and technological 

capacity to violate foreign patent rights.206  

ASEAN least developed countries are still at the early stages of standardisation, and 

lack sufficient IP administrative capacity and infrastructure. Moreover, they generally 

lack the capacity and resource to utilise patents for promoting innovation and 

technological transfer. Therefore, in order to help improve the patent administration 

of ASEAN least developed countries, more assistance from experienced developed, 

developing countries, and international organisations is required. Furthermore, patent 

systems of least developed countries should be developed while striking a balance 
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between their particular national interest and the other benefits of providing a high 

level of patent protection. 

 

4.2.3.3 Trademarks 

Trademark law in Myanmar, Cambodia and Lao PDR have been diversely developed. 

As a result, there are disparities in the level of trademark protection among these 

countries. Presently, Myanmar has no specific trademark law. Trademark can be 

registered under the Registration Act as a declaration of ownership. Existing laws 

provide no period of trademark registration. 207  However, in practice, trademark 

renewal is commonly accomplished through re-registration and re-publication once 

every three year after the first registration to show continuance of ownership.208 The 

Registration Act cannot effectively deal with trademark matters because it does not 

maintain a database of examination processes and results. For instance, loopholes 

allow the same mark to be recorded by different owners. 209  However, with the 

assistance of the WTO, WIPO and other international organisations, Myanmar is 

currently drafting trademark legislation.210 The draft regulation provides substantive 

trademark provisions in conformity with the TRIPs standards. Additionally, it 

incorporates the latest trademark protection approaches by allowing non-traditional 

marks, and visible and non-visible signs such as colours, combination of colours, 
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sounds and smells to be registered as trademarks.211 The law was expected to be 

enacted in 2015.212 Nevertheless, it has not yet come into effect, and no new effective 

date has been set. If the draft trademark law can be passed, the level of trademark 

protection in Myanmar will significantly increase, thereby clearly evidencing progress 

and improvement in Myanmar’s trademark system. Cambodia’s Trademark, Trade 

Names and Acts of Unfair Competition Act was issued in 2002 and represents a 

significant development in its trademark system. This Act provides a comprehensive 

set of provisions regarding trademark protection that meet the requirements of TRIPs. 

Additionally, some non-traditional marks in visible forms such as three-dimensional 

marks, holograms and combinations of colours can be registered as a trademark.213 

This reflects Cambodia’s development to be in line with the international standard.  

The number of trademark applications from both residents and non-residents has  

continuously increased since the Trademark Act was enacted in 2002. 214  Also 

noteworthy is Cambodia acceding to the Madrid Protocol in June 2015. This is 

considered a significant achievement in IP development for a ‘least developed’ 

country and one that surpassed expectations of a ‘least developed’ country.215  

Similarly, Lao PDR has steadily developed its trademark system to align with 

international standards. The latest amendment of its trademark law was in 2011 when 

the Law No. 01/NA of December 20, 2011 on IP (as amended) was issued. This 
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ensured that Laos’ trademark law was consistent with the TRIPs Agreement and the 

Madrid Protocol and thus is noteworthy in the development of the Lao PDR’s 

trademark system.216 In December 2015, Lao PDR became a member of the Madrid 

Protocol and is the latest ASEAN country to do so. Joining the Madrid System is 

expected to help attract foreign investors by providing the requisite protection for the 

goods and services brought to Lao PDR.217 This can be considered as a noteworthy 

achievement and an exceptional example of an ASEAN ‘least developed’ country 

incorporating itself into the international IP community. 

Trademark infringement is still one of the most important problems facing these 

countries. Cambodia is a prime example. Although Cambodia has reformed its 

trademark protection to meet the requirement of the TRIPs agreement, ‘trademark 

infringement is rampant in Cambodia’.218 Despite having an IP law consistent with 

international standards, enforcement of IP rights remains a problem.  Failure to rectify 

this problem will have a significantly negative impact on investment climate and FDI 

inflows in individual countries and in the entire region. 

In general, Myanmar, Cambodia and Lao PDR have recognised the importance of 

trademark and have been zealous in strengthening their trademark systems. Cambodia 

and Lao PDR’s success in joining the Madrid Protocol should be a point of reference 

for Myanmar in preparing for accession to the Madrid Protocol. Doing so will help 

bring trademark laws in ASEAN ‘least developed’ countries more in line with 
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international standards. Moreover, IP infringement should be treated more seriously 

to improve overall enforcement of IP rights. Having an effective mechanism to deal 

with the violation of IP rights is crucial to a successful system. Additionally, raising 

awareness of IP to make people respect other people’s IP rights is  also necessary. 

 

4.2.3.4 Geographical Indications (GIs) 

ASEAN ‘least developed’ countries have also recognised the importance of providing 

a GIs protection regime.  However, GI is quite a new concept to these countries, and 

the development of these GIs systems are still at a nascent stage. Cambodia seems to 

have made the most significant progress in this area. It recently established a sui 

generis system for GIs by passing specific legislation dealing with GIs protection. 

The Law on Geographical Indications of Goods came into force in January 2014. The 

drafting process began in 2005 with technical and financial support from the French 

government.219 Before the enactment of this law, GIs could be registered by following 

the specifics outlined in ‘Prakas on the Procedures for the Registration and Protection 

of Marks of Goods which include a Geographical Indication’. The first two GIs in 

Cambodia were so registered in 2010. Nevertheless, only limited types of registrable 

subject matter could be registered under this order.220 Moreover, the Prakas failed to 

provide a  mechanism to address GIs infringement. Consequently, a small number of 
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GIs have been registered since 2010. 221  Therefore, by passing its new GIs law, 

Cambodia has increased its standard of GIs protection and conformed it to  

international standards, particularly those of the TRIPs agreement. This should 

enhance GIs protection and result in an increase of applications to register GIs. 

Lao PDR is also keen on developing GIs protection. GI has been more of a topic of 

concern since 2006 when the National Institute of IP of France assisted Lao PDR in 

drafting legislation on GIs.222 GIs protection was initially recognised under Lao PDR 

law in 2007. This IP code provided a comprehensive set of regulations governing 

major areas of IP rights and was enacted in that year. Consequently, the number of 

GIs applications and registrations in Lao PDR has continuously increased.223   

Myanmar has made the least progress in GIs protection. GI is quite new to Myanmar 

and they currently have no specific legislation governing GIs protection. However, 

Myanmar has recognised the importance of GIs protection. As reported by the 

International Trademark Association (INTA), there are provisions governing a 

registration system for GIs included in the Myanmar draft trademark law.224 Prior to 

the effective date of the new trademark law, GIs protection can be granted based on 

prior use in Myanmar or through recordation with the Registry of Deeds and 

Assurance.225 In 2013, ‘Champagne’ was the first GI officially granted protection in 

Myanmar through the recordation procedure of the Registry of Deeds and 
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Assurance.226 Although Myanmar is still in the early stages of developing a GIs 

system, it is making progress and is determined to create a proper GIs regime.   

ASEAN ‘least developed’ countries have generally recognised the potential benefits 

that they could derive from strengthening their GIs protection. Although these 

countries are in the early stages of developing GIs protection, IP awareness in this 

area is increasing. This demonstrates a positive trend towards establishing an 

adequate and effective GIs protection system, which would foster economic 

development in the ASEAN ‘least developed’ countries. The lack of sufficient IP 

administrative capacity and infrastructure dictates that external assistance from other 

ASEAN members is required. The EU is widely accepted as having the most 

advanced GIs system. Its assistance, along with that from other international 

organisations such as the WIPO, is also necessary if these countries wish to establish 

effective GIs protection. 

 

4.2.4 Remarks 

IP systems among the ASEAN countries have diversely developed. Most ASEAN 

countries developed their IP law based on their distinct colonial history, except for 

Thailand, which was never colonised. IP laws were mostly modeled after those of 

their mother country. Subsequently, even before the TRIPs agreement was adopted, 

ASEAN countries had to reform their laws. These countries were forced to yield to 

pressure from the EU, the US and other developed countries to increase their level of 

IP protection in order to continue trade partnerships beneficial to them. After the 
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TRIPs agreement was adopted, the ASEAN members that were members of the WTO 

were required to further reform their IP laws to conform to the TRIPs standard. 

Therefore, IP protection among the ASEAN countries became further homogenised.   

Although most ASEAN countries enacted comprehensive IP law consistent with 

international standards, ASEAN ‘developing’ and ‘least developed’ countries still 

struggle with IP administration and enforcement. A lack of funds, experience, 

resources, and infrastructure contribute to ineffective administration and rampant IP 

infringement particularly copyright and trademark infringement. Thus, a wide gap in 

the development of IP protection and enforcement among the ASEAN countries 

remains. The gap is significantly wider between ASEAN ‘developed countries’ like 

Singapore and ASEAN ‘least developed countries’ such as Myanmar. By signing 

FTA with the US, some IP protection in Singapore exceeds the TRIPs standard. 

Meanwhile, the IP standard of Myanmar remains below international minimum 

standards. IP laws in Myanmar are quite outdated. There is still no specific law 

dealing with many areas of IP rights such as patents, trademarks and GIs. This is a 

clear reflection of the wide disparity in IP protection between ASEAN members and 

evidence of obstructed IP harmonisation at the regional level.  

Notwithstanding, the disparity gap is showing a downward trend as all ASEAN 

members are members of the WTO. Lao PDR was the latest to join in 2013. 

Consequently, all ASEAN members are required to amend their IP laws to be in line 

with TRIPs. The IP laws in ASEAN ‘least developed’ countries in copyright, patents, 

trademarks and GIs still fall below international standards. However, these countries 

appear eager to upgrade their IP systems to be fully compliant with international 

requirements. Lao PDR and Cambodia have made significant progress towards 
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strengthening their IP protection, evidence of which is their acceding to the Madrid 

Protocol.  Myanmar has shown the least and slowest IP development but is currently 

drafting new IP laws that conform to international standards. This shows that all of 

these ASEAN countries are on track to enhance their IP systems to meet the 

international standard. Participating in the international IP community in this fashion 

will decrease the disparity in IP laws and increase harmonisation of those laws in the 

ASEAN member states.   

All in all, the standardisation of IP laws in ASEAN is trending upward. The current 

trend throughout the world is to use bilateral trade agreement, especially FTAs.  FTAs 

will result in ASEAN members having to increase their level of IP protection beyond 

TRIPs in order to maintain good relations with their trade partners. This could impose 

a significant burden on ASEAN countries, particularly ASEAN ‘developing’ and 

‘least developed’ countries, to immediately reform their IP systems to provide such an 

elevated level of protection. These countries generally lack of sufficient 

administrative capacity and infrastructure to implement these standards. Moreover, 

too stringent standards in some areas, particularly in pharmaceutical patents, could 

result in limited access to vital medicine at affordable prices. This would be contrary 

to the the public interest. Thus, before signing any trade agreement providing TRIPs-

plus obligations, ASEAN countries, particularly ‘developing’ and ‘least developed’ 

members should carefully weigh potential trade benefits of an agreement against their 

readiness and capacity to implement an agreement, and the overall impact it will have 

on the public interest of their country.  
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4.3 Cooperation in Harmonising IP Law in ASEAN 

To foster deeper economic integration, harmonisation of laws is essentially 

required. 227  According to Singapore’s Minister for Home Affairs and Law, K. 

Shanmugam, harmonisation of legal rules can help to ‘remove uncertainty, reduce 

cost, generate greater business confidence, and ultimately advance ASEAN 

community-building goals’.228 Regionalising laws, particularly those relating to trade 

and investment is crucial to facilitate the free movement of goods, services, capital 

and labour within ASEAN common market.229 Among all areas, the harmonisation of 

IP laws and the establishment of AEC are prime objectives and challenges of 

ASEAN.230 To ensure that IP rights granted by member states do not create barriers to 

trade, harmonisation of member states’ laws on IP rights is necessary. Since IP rights 

are limited to the territory of the state granting it, disparity in Member States’ national 

IP law would be an obstacle to a well-functioning common market. Given these 

factors, internal and external cooperation with significant trading partners has been 

developed to pursue a higher level of IP harmonisation. In order to evaluate the 

degree of IP cooperation among ASEAN members, various initiatives and joint 

projects that have played a significant role in integrating the IP systems in this region 

will be analysed. 
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4.3.1 The Adoption of Significant ASEAN IP Cooperation Initiatives 

4.3.1.1 The Ratification of the ASEAN Framework Agreement on IP 

Cooperation (The Framework Agreement) 

An initial step of ASEAN in providing a clear legal framework on regional IP 

cooperation began in 1995 when ASEAN adopted the Framework Agreement. This 

agreement ‘marked an important step forward for regional IP integration’.231 Like the 

EU, ASEAN member states recognised the need to enhance cooperation on IP to 

ensure that IP rights do not obstruct the free movement goods between countries.232  

The core objectives of the Framework Agreement were to strengthen and promote 

cooperation on IP rights issues, enhance IP protection, and make it consistent with 

international standards. The agreement also explored the possibility of ASEAN 

establishing regional patent and trademark IP systems, including regional patent and 

trademark offices to help promote a regional system.233   

Program of Action 1996-1998 on ASEAN IP cooperation, which introduced various 

initiatives, was adopted in pursuit of these objectives.234 Additionally, the ASEAN 

Working Group on IP Cooperation (AWGIPC), comprising of IP offices of the 

ASEAN members, was created to implement these activities and be responsible for 

dealing with IP matters in the region.235 AWGIPC plays an active role in devising and 

implementing IP programmes to enhance the capacity and intensify cooperation 
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among the member states. For instance, to explore the possibility in establishing 

regional trademark and patent system, the ASEAN Patent Expert Group and the 

ASEAN Trademark Experts Group were established by AWGIPC.236  Since their 

inception, the experts group have met several times to develop common form for 

domestic application and regional filing form.237 However, because of the complex 

nature of patent system and discrepancies in patent law between member states, not 

much progress has been made on work on regional patent. 238 On the contrary, the 

concept paper on the appropriate regional trademark system has been developed.239 

According to this concept paper, the adoption for a regional trademark filing system 

has been proposed.240 Under this system, trademark application can be filed at any 

ASEAN members’ trademark office acting as a receiving office and forwarding the 

application to other offices designated by the applicant.241 Although this would not 

result in ASEAN-wide trademark protection, it would help streamline trademark 

procedures and thereby facilitate further harmonisation. This demonstrates that 

ASEAN has made a steady effort in this area in pursuit of the objectives of the 

Framework Agreement. To build on regional cooperation, various regional IP 

initiatives were adopted after the Program of Action 1996-1998 expired.  
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4.3.1.2 Hanoi Plan of Action (HPA) 1999-2004 

The HPA was adopted at the 6th ASEAN Summit in Vietnam in 1998.  Its purpose 

was to implement ASEAN Vision 2020 (which was subsequently accelerated to 

2015). The goal of ASEAN Vision 2020 was to transform ASEAN into ‘a concert of 

Southeast Asian Nations, outward looking, living in peace, stability and prosperity, 

bonded together in partnership in dynamic development and in a community of caring 

societies’.242 The concept paper on the regional trademark system was also submitted 

at the Summit and incorporated into the HPA. Generally, the HPA covered the three 

main IP areas of protection, facilitation and cooperation. Primary tasks were specified 

as enhancing IP protection and enforcement to be compliant with international 

standards, particularly the TRIPs agreement, and closer cooperation in IP matters 

between the member states. The HPA also aimed to stimulate an exchange of IP 

policies and databases between ASEAN members to further facilitate region-wide IP 

protection. The HPA also pursued the objectives of the Framework Agreement of 

integrating patent and trademark systems through the establishment of ASEAN 

Regional Trademark and Patent filing system and regional trademark or patent offices 

(on voluntary basis).243 Moreover, to build on the work of the ASEAN patent and 

trademark expert groups, the HPA also aimed to finalise and implement ASEAN 

Common Form for Trademark and patent applications.244   

HPA provided ASEAN with a clearer framework for a long-term plan to harmonise 

the IP systems within the region. This framework was used as a guideline for 
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AWGIPC in setting up IP policies and initiatives within ASEAN.245 However, despite 

the clear mandate of these undertakings, ASEAN could not achieve its goal of 

establishing a regional trademark and patent filing system in accordance with the 

HPA. One of major reason was the lack of readiness of the ASEAN members.246 

Various member countries, particularly ASEAN ‘least developed’ countries had 

weaker IP protection and enforcement. Furthermore, lack of political will among 

member states has been another major factor slowing down this process. 247 

Nevertheless, the ASEAN Trademark Experts Group made significant progress by 

successfully introducing an ASEAN Common Form for Domestic Filing for 

Trademarks and finalising an ASEAN Filing Form for trademarks.248 The common 

form for domestic application is available for the member states to adopt. It aims to 

help applicant familiar with trademark application in different ASEAN countries. 

Meanwhile, the regional filing form has been finalised and under consideration. It 

contains many common filing requirements and also room for specific 

requirements.249 This clearly could not be regarded as complete harmonisation of the 

trademark system. Member states still had to rely on their national trademark systems. 

However, if the regional filing form is adopted, certain filing procedures will be 

harmonised. 250  Member states might need to amend their filing procedures to 
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accommodate regional filing of applications.251 This would decrease the discrepancies 

in the trademark filing processes of the member states. These achievements can 

represent a step toward the establishment of a regional trademark filing system.  

 

4.3.1.3 ASEAN IPR Action Plan 2004-2010 

In order to move towards achieving goal of having closer regional cooperation in IP 

protection and build on previous initiatives taken by the member states, ASEAN IPR 

Action Plan 2004-2010 was adopted.252 An important project of the IPR Action Plan 

was to harmonise IP rights and develop a regional IP system.253 Strategic programs 

were developed to create an ASEAN regional IP identity.254 These programs aimed to 

harmonise and simplify the IP registration process of ASEAN members. Their goals 

also included exploring the possibility of establishing an ASEAN regional trademark 

and design system.255 Member states are encouraged to accede to major international 

IP agreements such as the WIPO Internet Treaty, the Madrid Protocol, the Hague 

Agreement, the Paris Convention, Berne Convention, the Patent Cooperation Treaty 

and the Budapest Treaty.256 They also sought to increase public awareness of IP rights 

and improve IP infrastructure.257  

In order for ASEAN to be deeply integrated into the AEC, IP was included as a 

priority integration sector under the AEC Blueprint. The Blueprint clearly states that 
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regional IP cooperation in ASEAN is to be governed by ASEAN IPR Action Plan 

2004-2010. This Action Plan was ‘a step toward a fully functional regional IPR 

system’.258 This demonstrates the crucial role of  ASEAN IPR Action Plan 2004-2010 

in  IP harmonisation in ASEAN. Though the Action Plan provided a clear framework 

for strengthening regional IP cooperation, ASEAN did not attain its goal of 

establishing a regional trademark and design system within its established timeframe. 

Different levels of IP protection and enforcement, country’s capacity to carry out its 

commitment and different levels of economic development all contributed to the 

failure to achieve this goal. The huge gaps between the members posed a big 

challenge to ASEAN, which required a strong political will from the members to 

overcome such diversities.259 In order to build on the progress from the expiring 

ASEAN IPR Action Plan 2004-2010, the second phase, ASEAN IPR Action Plan 

covering 2011-2015, was adopted. 

 

4.3.1.4 ASEAN IPR Action Plan 2011-2015 

ASEAN adopted the ASEAN IPR Action Plan 2011-2015 to ensure continued 

development of regional cooperation. Generally, this action plan built on past 

accomplishments of previous ASEAN IPR Action plans, the Work Plan for ASEAN 

Copyright Cooperation, and the work plan under the AEC Blueprint. However, since 

ASEAN accelerated the time by which to form the AEC from 2020 to 2015, the 

ASEAN IPR Action Plan 2011-2015 was designed to fulfill the AEC’s goal of 
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transforming ASEAN into ‘a single market and production base, a highly competitive 

economic region, a region of equitable economic development, and a region fully 

integrated into the global economy’. 260  This Action Plan aimed to intensify IP 

cooperation between the members by taking into account the different levels of 

capacity of its member states, balancing incentives for creativity and access to IP 

rights and the then current global IP system trends.261 Therefore, the ASEAN IP 

strategic goals were set up under this Action Plan to use IP rights as a tool to 

transform ASEAN into ‘an innovative and competitive region’ and to ensure that 

ASEAN  would remain as ‘an active player’ in the international IP community.262 

ASEAN has five strategic goals pursuant to the 2011-2015 Action Plan. Firstly, 

various initiatives were introduced to establish a balanced IP system that takes into 

account the different level of development and diversities in IP standards and 

infrastructure between the member states.263 A significant objective was to establish 

the ASEAN Patent Search and Examination Cooperation (ASPEC) by 2012 with a 

purpose of sharing patent search and examination results between IP offices of 

participating ASEAN members.264  Doing so would increase the efficiency of the 

patent system and promote regional IP integration.265 This would lead to a reduction 

of duplicate work in searching and examining patent results and facilitate the overall 

patent application process. Applicants would be able to obtain corresponding patents 
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faster.266 This would provide benefits to ASEAN member states, to domestic and 

foreign applicants alike, and stimulate innovativeness and a transfer of technology 

within the region.  

Secondly, ASEAN members were required to accede to significant world IP 

agreements by 2015. Joining the Madrid Protocol, the Hague Agreement, and the PCT 

would improve IP administration and infrastructure at both the national and regional 

levels and enable ASEAN to participate in the global IP system.267 This action plan 

reflects a more flexible approach by ASEAN to harmonise the IP regimes and pursue 

further IP cooperation within the region. ASEAN members are still widely diverse, 

particularly in IP and economic development. Different degrees of IP protection and 

administrative capacity in member states makes harmonisation much more difficult to 

achieve. Adopting too strict of an approach and immediately establishing a regional 

IP system as what attempted in the previous action plans might not be appropriate. 

Though not resulting in the establishment of region-wide IP system, ASEAN 

members joining these international IP regimes would have a positive impact on the 

development of IP harmonisation within ASEAN. It would help standardise the IP 

systems in ASEAN countries, make them consistent with international standards, and 

reduce the IP gap between the member states.  

Thirdly, to enhance IP creation, awareness and utilisation in ASEAN, various 

initiatives that aim to provide information about IP rights and access to knowledge 

were introduced. IP rights originate in western countries. The majority of ASEAN 
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members are countries in the developing world and lack sufficient awareness and 

understanding of IP rights. To raise awareness and ensure that IP rights can be 

effectively used as a tool for stimulating innovativeness, transferring technology, 

accessing information and providing knowledge, various initiatives were 

introduced.268 For instance, ASEAN plans to incorporate information and instruction 

about IP in educational institutions throughout the region provide knowledge and 

promote innovativeness and technological development. ASEAN planned to establish 

at least 20 regional patent libraries or patent search and examination databases in 

schools and universities in ASEAN member countries. Additionally, ASEAN aimed 

to create the ASEAN Portal to provide news, activities, a database and related  IP 

system resources to ASEAN member states. 269  The ASEAN IP Portal can be a 

substantial contributor to ASEAN regional IP cooperation since it is a gateway to 

comprehensive and relevant information on IP rights in all ASEAN member states. It 

can promote IP awareness and increase accessibility to IP resources in the entire 

ASEAN region. This would provide benefits to all IP stakeholders, both ASEAN 

residents and foreigners.  

Fourthly, to develop closer cooperation between ASEAN, its dialogue partners and 

international organisations, various projects and activities were set up in order to help 

ASEAN deal with IP matters more effectively. Projects were set up to facilitate 

ASEAN taking an active role in the international IP community. For instance, the 

ASEAN-Australia-New Zealand Free Trade Agreement, ratification of the Financing 

Agreement of the EC-ASEAN IP Rights Cooperation Programme (ECAP III),   

agreeing to a Memorandum of Understanding for Cooperation on IP between ASEAN 
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and China, were all implemented.270 Additionally, cooperation between ASEAN and 

international organisations such as the work plan on IP right between ASEAN and the 

WIPO was adopted.271 This demonstrates that ASEAN is eager to strengthen 

cooperation on IP matters with its trading partners and international IP organisations. 

Doing so will enhance institutional capacity and human resource development in IP 

rights matters, thereby improving IP administrative capacity and infrastructure in 

ASEAN members. This can help ASEAN further its goal of harmonising the IP 

systems in the region.  

Lastly, ASEAN strives to intensify cooperation between its members in order to 

increase the capability of the national IP offices within the region.272 Therefore, 

various initiatives have been taken to improve human and institutional competence. 

For instance, various training courses were provided in order to enhance the 

proficiency of patent, industrial design and trademark examiners.273 Moreover, IP 

infrastructure such as databases and IT systems are being modernised to support the 

digital environment.274 This will help ASEAN countries improve their IP 

infrastructures to meet international standards.  

Generally, the 2011-2015 ASEAN IPR Action Plan provides a clear framework 

covering various aspects of IP rights. It adopts a more flexible approach than the 

previous plan, which resolved to establish a region-wide IP system. Under this action 

plan, ASEAN departed from this ambitious goal. The diversity of IP standards among 

ASEAN members is considered as a major factor inhibiting regional integration. 
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Therefore, Action Plan 2011-2015 strived to improve IP infrastructure and promote 

closer intra-ASEAN IP cooperation and cooperation between ASEAN and its external 

partners to reduce incompatibilities in the IP systems of the member states. As of 

April 2015, timeframe for completing 10 out of the 28 initiatives was extended to 

2016.275 As of March 2016, more than 80% of the 108 deliverables has been 

completed.276 Some initiatives such as the establishment of patent libraries and 

completion of accession to the major IP treaties will be carried forward to the new 

ASEAN IPR Action Plan 2016-2025. However, despite the remaining unimplemented 

initiatives, certain progress has been made on ASEAN IP harmonisation. This would 

help increase consistency in the IP standard and cultivate ASEAN’s goal of creating a 

regional IP regime. These achievements will be further discussed in 4.3.2.   

 

4.3.1.5 ASEAN IPR Action Plan 2016–2025 

To continue pursuing goal in transforming ASEAN into an innovative and 

competitive region through the use of IP, ASEAN has formulated the 2016-2025 

ASEAN IPR Action Plan, which has not yet finalised and approved by AWGIPC.277 

Therefore, its released date has not been officially announced. This new work plan 

aims to narrow the gaps in IP regimes between more developed and less developed 
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members.278 During the ASEAN IPA Annual Meeting and Conference, four strategic 

goals were identified. Firstly, ASEAN will develop a more robust IP system through 

strengthening IP offices and building IP infrastructures among the member states.279 

The feasibility in developing a common set of formality requirements for trademarks 

and industrial designs across the region will be explored.280 Initiative in acceding to 

the international treaties such as the Madrid Protocol, the PCT, the Hague Agreement, 

and other WIPO-administered treaties will still remain for the remaining ASEAN 

countries.281 Also, programmes for enhancing capacity building of the member states 

will be developed with special focus on Cambodia, Laos PDR, and Myanmar 

(CLM).282 Secondly, regional IP platforms will be developed to contribute to 

enhancing the AEC.283 To achieve this goal, the creation of online filing system for 

trademarks will be pursued.284 The possibility of establishing an ASEAN Trademark 

registration system will be examined.285 Establishing a regional network of patent 

libraries within schools and universities in ASEAN countries also included in this 

strategic goal.286 Thirdly, an expanded and inclusive ASEAN IP ecosystem will be 

developed.287 For instance, to enhance regional cooperation on IP rights enforcement, 

                                                
 
278 James Nurton, ‘Interview: Dato Shamsiah Kamaruddin, Director General, My IPO’ 
<http://www.managingip.com/Article/3562852/Interview-Dato-Shamsiah-Kamaruddin-director-
general-MyIPO.html> accessed 17 July 2016. 
279 ASEAN IPA, ‘The ASEAN Intellectual Property Rights Action Plan 2016-2025’ (ASEAN IPA 
Annual Meeting & Conference, Kuala Lumpur, Malaysia, 4-6 March 2016) 
<http://www.aseanipa.org/attachments/article/653/01.%20AWGIPC-ASEAN%20IP%20Plan.pdf> 
accessed 18 May 2016. 
280 INTA, ‘Shahrinah Yusof Khan, Director General, Brunei Intellectual Property Office’ (2015) 70 
INTA Bulletin 
<http://www.inta.org/INTABulletin/Pages/Brunei_IP_Office_DG_Interview_7019.aspx> accessed 18 
May 2016. 
281 ibid. 
282 ASEAN IPA (n 279). 
283 ibid. 
284 INTA (n 264). 
285 ibid. 
286 ASEAN IPA (n 279). 
287 ibid. 



   248 

an ASEAN IP network (IP, judiciary, customs and other enforcement agencies) will 

be established.288 Lastly, to promote awareness of the value of IP as a financial asset 

and commercialisation, particularly in the area of GIs, regional mechanisms will be 

developed.289   

It appears that there is a clearer indication of harmonising IP regimes among the 

member states under the upcoming action plan such as developing online filing 

system for trademarks, exploring possibility of establishing regional trademark 

system, and creating an inclusive IP ecosystem. If this action plan is finally approved, 

implementing all the initiatives would help decrease the disparities in IP regimes 

among ASEAN member, and thereby facilitates the development of a harmonised 

regional IP system. 

 

4.3.2 Significant Progress and Achievements on IP Harmonisation in ASEAN  

Some of the targets in relation to regional IP integration have been missed. However, 

significant progress has been made towards achieving the strategic goals within the 

scheduled timeframe, and thereby represents important steps towards achieving a 

higher degree of harmonisation. These achievements result from closer internal 

cooperation between member states and external cooperation with significant trading 

partners. 
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4.3.2.1 Collaboration between ASEAN Members 

 (a) The Establishment of ASEAN Patent Examination Cooperation 

(ASPEC) 

ASPEC is the first regional patent work-sharing programme among ASEAN 

members. Myanmar remains without patent law. However, all other ASEAN 

countries have IP offices that participate in the ASPEC programme, which strives, 

among other things, to share patent search and examination results. Because of the 

many distinct languages of the ASEAN countries, English was chosen to be the 

common language to be used in ASPEC programme. An intended function of the 

ASPEC programme is to streamline search and examination of patents by sharing 

results between the ASEAN participating IP offices.290 Access to this kind of 

information could potentially reduce duplication in the process of granting patents. 

More importantly, it can help bring capacity of IP offices in less developed members 

in examining patent up to the level of more developed members.291 However, results 

of searches and examinations conducted by one of the participating IP offices are non-

binding.292 Other participating IP offices are not obligated to follow or adopt the 

conclusions or findings of another office.293 The granting of patents remains 

dependent upon the laws and processes of the participating countries. As such, it does 

not introduce a high level of harmonisation into the process.   
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As shown above, granting and enforcement of patent rights continue to be subject to 

different standards and interpretations of different national laws. However, the 

creation of the ASPEC reflects significant progress in patent integration between  

ASEAN members. The ASPEC programme was implemented  to further the strategic 

goal of the 2011-2015 ASEAN IPR Action Plan in enhancing efficiency of IP 

administration. It can speed up patent process. ASEAN IP offices can provide more 

effective patent service. Securing patent protection quicker and cheaper would lead to 

growth rate of patent applications in ASEAN countries, and thereby fostering 

innovation and the transfer of technology. Moreover, other ASEAN members should 

encourage and provide assistance to Myanmar to establish a patent system and join 

the ASPEC programme so that the entire region can enjoy its benefits.    

  (b) Launch of ASEAN IP Direct 

ASEAN ‘IP Direct’ was initiated by Singapore and successfully launched in 2009. It 

is an online directory that serves as a place for ‘one stop’ service.  IP Direct provides 

relevant and useful IP resources such as IP legislation, dispute resolution bodies, 

sources of grants and loans, lists of research and development, and technology 

transfer offices.294 Notwithstanding, no information from Lao PDR and Cambodia is 

available, though information from the other eight countries is available.295  

Establishing this database and making extensive and relevant information accessible 

will benefit potential investors and all interested parties.296 This will promote trade, 
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investment and innovation in ASEAN. However, there is still room for improvement. 

Lao PDR and Cambodia should be encouraged to participate in the ASEAN IP Direct. 

(C) Launch of ASEAN IP Portal 

The ASEAN IP Portal was successfully launched in 2013. Thailand and Singapore 

were the lead countries spearheading cooperation from all member states in this effort 

to further the objectives of ASEAN IPR Action Plan 2011-2015.297  It was developed 

to make comprehensive information available such as ASEAN members’ IP 

legislation, ASEAN IP activities, notice and procedures of the ASPEC programme, 

and links to all IP offices of the ASEAN member countries. Consolidating all relevant 

IP information in this portal facilitates access to IP information for all the IP 

stakeholders from both inside and outside the region. Consequently, this would help 

ASEAN deal with the problem of differing levels of expertise of the ASEAN 

members’ IP offices.298 It will also enhance the efficiency of the IP system and 

increase IP awareness of the ASEAN members.299 Therefore, the ASEAN IP Portal 

was called ‘an important milestone’300 in the development of ASEAN IP cooperation  

in furtherance of the strategic goal of the 2011-2015 ASEAN IPR Action Plan to 

stimulate IP creation, awareness and utilisation.  

ASEAN IP Direct and ASEAN IP Portal are databases that complement each other. 

However, ASEAN IP Portal provides more expansive information than the ASEAN 
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IP Direct about many aspects of IP rights in all 10 ASEAN member states. This 

reflects a higher level of regional cooperation and is evidence of ASEAN’s resolve for 

further harmonisation. The ASEAN IP Portal generally provides useful IP information 

for all interested stakeholders such as IP officers, businessmen and students. 

Nevertheless, limited progress has been made on harmonising IP laws between 

member states. 

 (d) The Implementation of an ‘ASEAN-help-ASEAN’ Approach 

In order to help standardise IP standards, an ‘ASEAN-help-ASEAN’ approach was 

adopted. Its purpose was to develop and increase the IP capacity of the ASEAN 

member states, particularly the CLMV countries.301 The ‘ASEAN-help-ASEAN’ 

approach has been implemented wherever feasible in order to enhance the capacity of 

the ASEAN members in the field of IP.302  

The assistance that is provided by this approach takes the form of sharing and 

exchanging IP policies, experiences, and expertise. 303 This enables ASEAN least 

developed countries to catch up to other ASEAN countries and reduce the diversity in 

IP standards and infrastructure. A Memorandum of Understanding (MOU) between 

Intellectual Property Office of Singapore (IPOS) and Cambodia’s Ministry of 

Industry and Handicrafts (MIH) is a good example. This successful collaboration 

between Singapore and Cambodia resulted in the first Singapore patent granted in 

Cambodia, the first patent recognised in Cambodia.304 It was pointed out by Minister 
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Prasidh that ‘This is a momentous moment in the history of intellectual property 

cooperation between Cambodia and Singapore.’305 This bilateral cooperation has led 

to significant development of Cambodia’s IP system, which can promote cross border 

investment and access to the regional common market.306 By having assistance from 

IPOS in processing patent applications, it can help facilitate transfer of IP knowledge 

between IPOS and Cambodia’s MIH,307 and thereby foster capacity building in IP in 

Cambodia. Moreover, closer cooperation between these countries has been considered 

as a measure that would support ASEAN in moving towards regional IP 

harmonisation.308    

It appears that implementation of the ‘ASEAN-help-ASEAN’ approach promotes 

intra-ASEAN cooperation and enhances human and institutional capacity of ASEAN 

members’ IP offices pursuant to the goals of the ASEAN IPR Action Plan 2011-

2015.309 Maintaining a good relationship with major dialogue partners and 

international IP organisations is not enough. ASEAN should obtain ‘deeper and 

meaningful cooperation’ among its members.310 This would help improve the capacity 

of ASEAN as a whole.  
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4.3.2.2 Collaboration between ASEAN and External Partners 

ASEAN has various dialogue partners that have supported and assisted its 

strengthening of its IP system. The EU is regarded as the most committed partner. 

ASEAN’s first cooperation project with the EU was called ‘the ASEAN-EU Patents 

and Trademarks Programme (ECAP I)’ and it covered the period from 1993 to 1997. 

This programme was the first collaboration in IP that ‘brought ASEAN countries 

together’.311 Originally, Thailand, Singapore, Brunei Darussalam, Malaysia, Indonesia 

and Philippines participated in this project. Vietnam later joined in 1995. The ECAP I 

focused on an improvement of national IP systems by providing advisory services, 

training courses, seminars and workshops, and establishing a programme to 

study/visit in the EU. 312  This resulted in a modernisation of IP protection and 

enforcement in ASEAN. 313  For instance, after joining this programme, Vietnam 

amended its IP system. Patent protection was expanded from 15 to 20 years and its 

patent examination procedure was reformed. These changes made Vietnam’s patent 

system consistent with the international standard.314 

The EC-ASEAN IP Rights Cooperation Programme (ECAP II 2000-2007) followed. 

Its purpose was to further assist ASEAN’s harmonisation efforts and enhance the IP 

rights capacity of its members. The ECAP II expanded its objectives to cover all areas 

of IP rights, namely copyright and related rights, patents, trademarks, industrial 

designs, GIs, layout designs of integrated circuits and protection of undisclosed 
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information. Myanmar was the only ASEAN country that did not participate.315 

Therefore, compared to the previous ECAP project, ECAP II provided broader 

objectives and was carried out in closer cooperation among the ASEAN members. By 

adopting the ECAP II project, IP legislative frameworks and administrative 

procedures in the ASEAN countries have been significantly improved.316 Most IP 

laws became more consistent with international standards, particularly the TRIPs 

Agreement.317 For instance, Malaysia IP officials claimed that the ECAP II  was ‘a 

decisive contribution to the modernisation of Malaysia’s IP legal framework in line 

with international standards’.318 This demonstrates the significant contribution that 

closer cooperation between the EU and ASEAN can have.  

The third phase of the ECAP programme was adopted in 2010, Phase I of ECAP III 

(2010-2011) was implemented by the European Patent office (EPO).319 The ECAP III 

strove to build on the achievements and lessons derived from the ECAP I and  ECAP 

II projects. It endeavored to further integrate ASEAN into the global economy and to 

facilitate IP integration at the regional level.320 Consequently, various activities were 

organised to enhance the capacity of ASEAN countries to deal with IP enforcement 

and to harmonise IP rights at the regional level. Programs additionally focused on 
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Rights in the region’ (2010) 2-3 
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using IP to stimulate economic growth and development, and on establishing a 

regional network of IP education, training and research.321  

In 2012, EU and ASEAN redevelop content of ECAP III to ensure that it covered 

expansive areas of IP rights and was in furtherance of the objectives of the 2011-2015 

ASEAN IPR Action Plan.322 Phase II of ECAP III was adopted to additionally cover 

2013 to 2015. The EUIPO was entrusted to implement this project.323 Moreover, the 

implementation period of ECAP III has been extended until February 2017.324 The 

specific objective of Phase II was to focus on regional IP harmonisation in the areas 

of trademarks, industrial designs, GIs, including IP enforcement.325 As a result, 

various initiatives were introduced in order to strengthen regional cooperation and 

help achieve further IP harmonisation. Moreover, it recognised diversity in the 

capacity of the ASEAN member states and programs were implemented which 

specifically took this into account.  Phase II encouraged all ASEAN members to take 

part in the initiatives based on their needs and interests.326 However, particular 

attention was given to the ASEAN ‘least developed countries’ in order to help them 

effectively and fully participate in these projects.327 For instance, it was reported that 

the implementation of ECAP III has helped Cambodia improve capacity and 

efficiency of national IP institutions thereby improving overall IP administration.328 

This would help ASEAN gradually and carefully proceed toward IP harmonisation 

and create a balanced IP system within the  region.  
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328 Kenan Institute Asia (n 129) 31. 
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In 2014, an ASEAN online trademark information tool (TMview) was launched.  It 

was developed by the IP offices of ASEAN countries with support from EUIPO. 

TMview provides users free access to information on trademark registration and 

applications in all ASEAN countries except for Myanmar.329 It is expected that 

Myanmar will join soon. This enables ASEAN countries to exhibit the trademark 

landscape in their country for all interested stakeholders and help promote filing 

trademark applications. Additionally the development of ASEAN Designview, which 

provide free online access to information on designs registration in having effects in 

the participating ASEAN countries, has been completed.330 It began operation in 

2015.331 All ASEAN countries except Myanmar and Indonesia have joined this 

database.332 These tools  are significant achievements resulting from the collaboration 

between ASEAN and EU in the pursuit of regional integration and further 

harmonisation of the IP regime.333 Additionally, with the assistance of the ECAP 

project, the AWGIPC successfully adopted the ASEAN Common Guidelines on 

Substantive Examination of Trademarks in December 2014.334 The guidelines are 

available for interested IP offices to incorporate into their national trademark 

examinations.335 This would help reduce discrepancies in IP administrative 
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procedures among ASEAN IP offices.336 This clearly demonstrates that the EU 

provides steady and considerable assistance to ASEAN. The implementation of the 

ECAP projects enhance ASEAN members’ capacity in IP protection and enforcement 

and bring them more in line with international standards resulting in further 

harmonisation. 

The US has also provided assistance to ASEAN in its quest for regional economic 

integration. An agreement for long-term cooperation between the ASEAN Working 

Group on Intellectual Property Cooperation (AWGIPC) and the United States Patent 

and Trademark Office (USTPO) was reached and in effect from 2004 to 2010.337 

Various regional capacity building programmes and activities were implemented with 

the support of the USTPO.338 This helped ASEAN enhance IP rights protection and 

enforcement across the region. Consequently, to build on the previous achievement, 

this joint project has been extended for another 5 years in order to support the 

establishment of the AEC in 2015.339 Numerous IP workshops, training courses and 

seminars have been regularly carried out in ASEAN. The continuous partnership 

between AWGIPC and USPTO in enhancing IP capacity of ASEAN countries has led 

to significant improvement of the IP environment in the region.340 Strong 
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collaboration between AWGIPC and USPTO over the past 10 years shows that 

ASEAN has a strong commitment to improve its IP regimes for the benefits of IP 

rights owners and consumers.341 

In addition to the EU and US, ASEAN and Japan have collaborated. In 2012, a 

memorandum of cooperation on IP between Japan IP Office (JPO) and ASEAN IP 

Offices was entered into force. Its goal was to enhance the effectiveness of the IP 

system and the human and institutional proficiency of the IP offices. In addition, it 

sought to increase public awareness of IP within ASEAN.342 ASEAN IPOs – JPO IPR 

Action Plan 2012-2013 was adopted to implement the objectives of this memorandum 

of cooperation. According to this action plan, various activities and cooperation 

between Japan and ASEAN were organised. Assistance to ASEAN in developing 

human resources and an IP IT system was provided. Efforts were made to improve  

measures to combat counterfeit products and to assist ASEAN in acceding to major 

international IP agreements in the areas of trademarks and industrial designs.343 

Although the Action Plan expired in 2013, the JPO continues to provide support to the 

ASEAN IP offices. The JPO continued to assist ASEAN strengthen its IP systems and 

infrastructures through the implementation of a wide variety of activities.  To this end, 

Japan–ASEAN Cooperation Program 2014-2015 and Medium-to-Long Term 
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Cooperative Initiatives for 2015 and beyond have been adopted.344 Cooperation 

Program 2014-2015 was implemented in order to build on the 2012-2013 action 

plan.345 The Cooperative Initiatives for 2015 and beyond were introduced in order to 

affirm that the JPO would continue providing support to ASEAN. It was to show 

intensified cooperation with each ASEAN members’ IP office in order to help them   

expand their IP resources, administrative schemes, and infrastructure.346  

Continued collaboration between ASEAN and its dialogue partners can help ASEAN 

countries improve their IP administrative capacities and infrastructures, and reduce 

the gap in IP standards that exist between the member states. Improvement of human 

and institutional capacity of member states, particularly ASEAN developing and least 

developed countries would enable them to develop their IP systems in a way that is 

suitable for their existing level of development and particular circumstances. Doing so 

will help ASEAN attain the goals of the 2011-2015 ASEAN IPR action plan that aims 

to create a balanced IP system and enable ASEAN to play an active role in 

international IP community.  

 

4.3.2.3 Participation in the International IP Community 

The 2011-2015 ASEAN IPR Action Plan demanded ASEAN members to participate 

in the global IP community. In order to bring their IP systems in line with 

international standards, ASEAN members were required to accede to major 

international IP agreements. Some ASEAN members have missed the 2015 deadline 
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to accede to the PCT, the Madrid Protocol and the Hague Agreement. However, this 

objective remains. The ASEAN Economic Community Blueprint 2025 states that all 

member states are required to complete accession to the PCT, the Madrid Protocol, 

and the Hague Agreement.347 Member states are also encouraged to accede to other 

WIPO-Administered Treaties.348 These commitments are also one of the initiatives 

under the upcoming ASEAN IPR Action Plan (2016-2025). This demonstrates 

ASEAN’s sustaining intent to strengthen its IP regimes and bring them in-line with 

international standards.  

All ASEAN countries are members of WTO and thereby party to the TRIPs 

agreement. The majority of ASEAN countries have also acceded to the landmark 

WIPO-administered treaties such as the Paris Convention and the Berne Convention. 

All ASEAN countries except Myanmar have joined the Paris Convention. The Berne 

Convention has been ratified by all of the ASEAN countries except Myanmar and 

Cambodia. Progress has also been made in accession to the PCT. Every country 

except Cambodia and Myanmar has ratified it. Singapore, Philippines, Vietnam, 

Cambodia and Lao PDR are contracting states of the Madrid Protocol. Singapore and 

Brunei Darussalam are the only ASEAN countries that are contracting parties to the 

Hague Agreement. Some ASEAN countries have insufficient IP administrative 

capacity and infrastructure leading to under developed IP systems. As a result, not all 

countries have ratified these agreements. Many of them are still in the process of 

preparing themselves to be ready for an accession to these international systems.  
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However, due to closer and continuous cooperation between member states and 

dialogue partners, various countries have made great progress, particularly on 

accession to the Madrid Protocol. Cambodia and Lao PDR joined the Madrid Protocol 

in June 2015 and December 2015, respectively. Thailand has successfully proposed 

an amendment to the Thai Trademark Act, which is pending approval, in its 

preparation for accession to the Madrid Protocol.349  Thailand will be able to join the 

Madrid Protocol upon approval of the amendment.350 Malaysia, Indonesia, and Brunei 

Darussalam are in their final stages of joining the Madrid Protocol.351 Progress in 

acceding to the Hague Agreement seems to be the slowest. The majority of ASEAN 

countries not yet a party are in the process of preparing for accession. A regional 

workshop was recently held to assist ASEAN members in acceding to the Hague 

Agreement. It was jointly organised by EUIPO and WIPO with the support of the 

ECAP III project. Sharing of experience and workshops conducted by experts will 

help ASEAN countries to be well prepared for accession and prepared to join this 

system.352    
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Table 2: Progress in Participating in the International IP Community 

 Paris 

Convention 

Berne 

Convention 

PCT Madrid 

Protocol 

Hague 

Agreement 

TRIPs 

Agreement 

Singapore ✔ ✔ ✔ ✔ ✔ ✔ 

Brunei 

Darussalam 

✔ ✔ ✔ ✖ ✔ ✔ 

Philippines  ✔ ✔ ✔ ✔ ✖ ✔ 

Malaysia ✔ ✔ ✔ ✖ ✖ ✔ 

Thailand ✔ ✔ ✔ ✖ ✖ ✔ 

Indonesia ✔ ✔ ✔ ✖ ✖ ✔ 

Vietnam ✔ ✔ ✔ ✔ ✖ ✔ 

Lao PDR ✔ ✔ ✔ ✔ ✖ ✔ 

Cambodia ✔ ✖ ✖ ✔ ✖ ✔ 

Myanmar ✖ ✖ ✖ ✖ ✖ ✔ 

 

Source: WIPO and WTO 

It can be seen that ASEAN has a strong desire to integrate into the global IP 

community and transform itself into an innovative and competitive region. With 

ASEAN’s continuing efforts to actively participate in the international IP community, 
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it is highly likely that all the ASEAN countries will be able to accede to the major 

international IP treaties in the near future.  

 

4.4 Concluding Remarks 

The analysis of this chapter demonstrates that ASEAN recognised the need and 

significance of IP harmonisation in order to facilitate cross-border trade. ASEAN has 

clearly set a goal of harmonising IP laws at the regional level to firmly establish the 

AEC. The IP laws of ASEAN members need to be harmonised in order to serve as a 

tool in facilitating deeper regional economic integration. Consequently, clear 

frameworks, including internal and external cooperation have been steadily developed 

in the quest for greater IP harmonisation. However, ASEAN has achieved minimal 

harmonisation when compared to the EU. There remain dissimilarities in the IP laws 

of ASEAN members because of different histories and bases for development. An 

inequality in the administrative capacity and infrastructure of ASEAN members leads 

to a divergent capacity to regulate IP policies and use IP regimes to foster economic 

growth and technological advancement. Accordingly, instead of establishing a 

harmonised regional IP regime, ASEAN has tended to focus on bringing national IP 

legislation in harmony with international standards. ASEAN chose to adopt a more 

flexible approach that relies so much on member states’ readiness and capacity to 

enhance regional IP cooperation and strengthen IP laws of the member states. 

All in all, steady and determined collaborations between ASEAN and their dialogue 

partners can help member states improve their administrative capacity and bring their 

substantive IP laws more in line with international standards. What has been achieved 

can lead to significant, additional improvements to the IP environment, although 
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much work remains to be done. ASEAN has been able to create programs and 

systems that provide relevant IP resources and databases such as the ASPEC program, 

ASEAN IP Direct, ASEAN IP Portal, ASEAN TMview and ASEAN Designview. 

These provide IP data to all interested stakeholders and thereby lead to increased IP 

awareness, creation and utilisation. However, to ensure that all regional IP policies are 

effectively implemented, more internal and external cooperation on capacity building 

to promote TRIPs compliance, greater efficiency of IP administration and more 

effective IP enforcement is indispensable.  

Despite many achievements, it would too ambitious a goal for ASEAN to promptly 

create a unified IP system at this stage due to numerous constraints arising from 

disparities among member states, particularly in levels of social and economic 

development. Notwithstanding, although they succeed in attaining only partial 

harmonisation, they represent a good start and a good step upon which ASEAN can 

build in its quest for a higher degree of IP harmonisation.
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CHAPTER 5 THE PROSPECT OF DEVISING A REGIONAL IP SYSTEM  

IN ASEAN 

 

The establishment of the AEC in 2015 was considered ‘a major milestone in the 

regional economic integration agenda in ASEAN’.1 However, the December 2015 

date for realising the core pillars of the AEC has officially been missed. There are still 

remaining unfinished measures that need to be implemented. As of 31 October 2015, 

the implementation rate of the full AEC scorecard stood at 79.5%.2 This is not beyond 

expectation. The 2015 deadline was claimed to be overly optimistic.3 Jayant Menon, 

lead economist from the Office of Regional Economic Integration at the Asian 

Development Bank (ADB) also opined that ‘it’s highly unlikely that the Asean will 

meet all the targets by 2015. That’s quite clear. Even the Asean scorecards show that. 

A more realistic deadline, keeping in mind the new member-countries, will be 2025.’ 

To build on the AEC Blueprint 2015, the AEC Blueprint 2025 was adopted. It 

provides broad directions for the AEC from 2016-2025.  

However, considerable progress has been made in tariff elimination.4 The ASEAN-6 

(Singapore, Malaysia, Thailand, Philippines, Indonesia and Brunei Darussalam) have 

successfully eliminated their import duties with 99.2% of tariff lines at 0%.5 The 

CLMV (Cambodia, Lao PDR, Myanmar and Vietnam) have made significant 

                                                
 
1 ASEAN, ‘ASEAN Economic Community’ <http://www.asean.org/asean-economic-community/> 
accessed 27 March 2016. 
2 ASEAN, A Blueprint for Growth ASEAN Economic Community 2015: Progress and Key 
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4 ASEAN, A Blueprint for Growth ASEAN Economic Community 2015: Progress and Key 
Achievements (n 2) 10. 
5 ibid. 
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progress by reducing their tariffs to 0 in 90.86% of their tariff lines.6 Little progress 

has been made to address non-tariff barriers (NTBs), and thereby inhibit ASEAN 

from realising the full potential of the AEC.7 NTBs is seen as the most challenging 

obstacles to the establishment of a single market and production base.8 One form of 

NBTs that can obstruct the free flow of goods across national borders is IP rights. As 

discussed in Chapter 3, the EU experience has shown that a high degree of IP 

harmonisation is clearly linked to well-functioning of internal market. Without IP 

harmonisation, the free movement of goods cannot be guaranteed. It is acknowledged 

that the national territorial nature of IP rights is incompatible with the idea of an 

internal market.9 Differences in national IP laws can obstruct the well-functioning of 

the internal market. To ensure that disparity of national IP laws and the territoriality 

of IP rights would not become barriers to intra-community trade and thereby partition 

the internal market, the establishment of ASEAN regional IP system with unitary 

effect is deemed necessary. It was pointed out that it is not likely for ASEAN to create 

a common market if IP rights are treated differently from nation to nation. 10 

Therefore, in order for ASEAN to effectively eliminate all barriers to the 

establishment of the ASEAN common market, and thereby achieve deeper regional 

economic integration, regionalising IP laws is essentially required. However, 

achieving complete harmonisation, which is the ideal level of IP law harmonisation, is 

                                                
 
6 ibid. 
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(Institute of Southeast Asian Studies 2013) 211. 
10 Koo Jin Shen, ‘No regional IP system that covers all of ASEAN’ The Brunei Times (Bandar Seri 
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system-covers-all-asean’#sthash.6ZMmyOTX.qHxMqeIt.dpbs> accessed 17 July 2016. 
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not an easy task. Despite the EU’s continuous efforts in this area, creating a uniform 

IP system is still an ongoing process. Therefore, a unified IP system in ASEAN 

should be incrementally developed by taking into account readiness, capacity of the 

member states, as well as overall impact of IP harmonisation.  

In examining the prospect of devising a regional IP regime in ASEAN, the first part 

of this chapter will explore major impediments to IP harmonisation, which are 

diversity between the ASEAN members, ASEAN’s practice and institutional 

structure, and disparity in IP protection and enforcement. All these factors can be 

considered as the limitations for ASEAN to follow the EU footsteps in achieving a 

high degree of IP harmonisation. The second part of the chapter will then propose an 

appropriate solution for ASEAN in developing a regional IP system, which results 

from an analysis of the development of IP harmonisation in the EU and ASEAN. 

Finally, concluding remarks of the chapter will be provided. The outcome of the 

analysis conducted in this chapter would help ASEAN move towards achieving its 

goals in creating a harmonised IP regime, and thereby reduce impediment to the free 

movement of goods in ASEAN’s internal market. 

 

5.1 Major Impediments to IP Harmonisation in ASEAN 

5.1.1 Diversity between ASEAN Members 

5.1.1.1 The Development Gap between the Older and Newer ASEAN Countries 

As previously discussed in Chapter 4, ASEAN consists of member states that have 

large social and economic development gaps. Such disparities lead to different 

capacities to regulate IP policies and thus result in differing degrees of IP protection 
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and enforcement. Due to this disparity, progress in harmonising the IP law has been 

delayed.11  Therefore, to help ASEAN attain its goal of a harmonised IP regime, 

narrowing the development gaps should be considered a high priority.  

Disparities among ASEAN members still exist despite its long integration process. 

These disparities are clearly apparent between the older and the more recent members. 

The result of expansion has yielded an organisation with six older and more 

developed members and four newer, less developed ones. The older ASEAN 

members are sometimes referred as the ASEAN-6 countries (Singapore, Malaysia, 

Thailand, Philippines, Indonesia and Brunei Darussalam), whereas the newer ones are 

widely known as the CLMV (Cambodia, Lao PDR, Myanmar and Vietnam) 

countries.   

Various measurements are used to determine a country’s level of development.     

Two indicators used extensively to measure a country’s level of economic and social 

development is GDP per capita and the Human Development Index (HDI) created by 

the UNDP (United Nations Development Programme).12 GDP per capita is considered 

a good measure of a country’s economic performance.13 However, since the measure 

of GDP growth is one-dimensional in income, it has been argued that GDP per capita 

may not be appropriate to measure a country’s well-being.14 Consequently, the HDI, 

which is composed of multi-dimensional indicators, is acknowledged as the measure 

                                                
 
11 Assafa Endeshaw, ‘The Momentum for Review of TRIPS and Harmonisation of Intellectual Property 
in ASEAN’ in Christoph Antons and others (eds), Intellectual Property Harmonisation within ASEAN 
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Econ Coop 29, 31. 
13 Surajit Deb, ‘Gap between GDP and HDI: Are the Rich Country Experiences Different from the 
Poor?’ (IARIW-OECD Special Conference: “W(h)ither the SNA?” Paris, France, April 16-17, 2015) 
<http://iariw.org/papers/2015/deb.pdf> accessed 21 May 2016. 
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of human and social progress.15   

There is a significant income gap between ASEAN countries, particularly between the 

ASEAN high-income countries (Singapore and Brunei Darussalam) and the ASEAN 

low-income country (Cambodia). According to World Bank data of GDP per capita in 

2015, Singapore had the highest GDP per capita of US $56,284.3 followed by Brunei 

Darussalam with US $40,979.6. Cambodia had the lowest GDP per capita of US 

$1,094.6. ASEAN members also have noteworthy gap in their human and social 

development. 16  The 2015 Human Development Report by the UNDP contains 

indicators that reflect the levels of health, education, income, and poverty of each 

country. In this report, Singapore and Brunei Darussalam were ranked the highest and 

classified as ‘very high human development’ countries. Singapore was ranked 11th, 

while Brunei Darussalam was ranked 31st. A high ranking in HDI indicates that  a 

country has high achievements in human development; it is a country whose citizens 

enjoy ‘a long and healthy life, being knowledgeable and have a decent standard of 

living’.17 On the contrary, Myanmar was ranked 148th out of 188, which is the lowest 

ranking of any ASEAN country. Myanmar was categorised as a ‘low human 

development’ country. The other ASEAN countries are classified as ‘high human 

development’ or ‘medium human development’ countries. Malaysia and Thailand 

were considered to be ‘high human development’ countries, whereas Indonesia, 

Philippines, Vietnam, Cambodia and Lao PDR were classified as ‘medium human 

development’ countries. There seems to be a positive correlation between HDI  

                                                
 
15 ibid. 
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ranking in 2014 and GDP per capita with the exception of Myanmar. This implies that 

when GDP per capita increases, there is a strong likelihood that that HDI value 

increases.  (See Table 3) 

Table 3: GDP Per Capita and HDI Ranking of ASEAN Countries in 2014 

 

 

 

 

 

 

 

 

 

Source: World Bank and 2015 HDI Report 

These statistics show that ASEAN countries still have wide disparities in quality of 

life. The gap is significantly wider between the older and newer ASEAN countries, 

particularly between the highly-developed country, Singapore and the least developed 

countries, Cambodia and Myanmar. This makes it more difficult for ASEAN to 

achieve deeper regional integration. It would not be easy for countries in lower stages 

Country GDP Per 
Capita 

(current US$) 

HDI 
Value 

HDI Ranking 
(out of 188 
countries) 

Singapore 56,284.3  0.912 11 

Brunei Darussalam 40,979.6  0.856 31 

Malaysia 11,307.1  0.779 62 

Thailand 5,977.4 0.726 93 

Indonesia 3,491.9  0.684 110 

Philippines 2,872.5  0.668 115 

Vietnam 2,052.3  0.666 116 

Lao PDR 1,793.5  0.575 141 

Myanmar 1,203.8  0.555 148 

Cambodia 1,094.6  0.536 143 
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of social and economic development to be fully engaged in the integration process. 

The development gap results from ‘differential development achievements’. 18  

Different backgrounds and circumstances of each country have led to varying levels 

of achievement in developing income, health and education.  Moreover, achievements 

in these three dimensions are interrelated.19 For instance, although growth of income 

alone cannot guarantee high achievements in health and education, it is undeniable 

that it is one of the major driving forces behind such achievement. 20  Therefore, 

strengthening both economic and human development are required to foster overall 

development of a country. To this end, various initiatives resulting from cooperation 

between the ASEAN countries and between ASEAN and its dialogue partners were 

adopted in order to reduce development disparity between ASEAN members. 

 

5.1.1.2 Measures for Reducing the Development Gap in ASEAN 

ASEAN’s justified concern over the disparities in social and economic development 

between the members has resulted in the adoption of various initiatives to attempt 

reduce these gaps. For instance, narrowing these development gaps was a core 

objective of the Hanoi Plan of Action (HPA) and Initiative for ASEAN Integration 

(IAI). Moreover, a major concern of the AEC Blueprint 2015, was the importance of 

narrowing the development gap between ASEAN members. The AEC Blueprint states 

that one objective in establishing the AEC is to enhance economic growth and reduce 

poverty within the region. It is expected that an ASEAN common market can enhance 

                                                
 
18 Mark McGillivray, Simon Feeny and Sasi Iamsiraroj, ‘Understanding the ASEAN Development 
Gap’ in Mark McGillivray and David Carpenter (eds), Narrowing the Development Gap in ASEAN: 
Drivers and Policy Options (Routledge 2013) 42. 
19 ibid.  
20 ibid. 
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trade and investment within ASEAN, and thus contribute to economic growth and 

poverty reduction. 21  However, due to the wide development gaps between its 

members, the result could turn out differently. The AEC may actually widen the 

economic disparity and generate unequal benefits, particularly between the ASEAN-6 

and CLMV countries. 22  This underlines the importance of ASEAN’s task in 

narrowing economic gaps between its  members. Doing so will ensure that a full-

fledged AEC will be established and equal benefits will inure to all ASEAN 

members. 

ASEAN has launched various initiatives to narrow the development gap between its 

members. Most importantly is the IAI since it provides a concrete plan to reduce 

disparity among the ASEAN countries and between ASEAN and other countries in 

the world. The IAI Work Plan adopted various activities and programs that aimed to 

enhance the human and institutional capacities of the CLMV countries.23 The work 

plan was divided into two phases. The first phase encompassed 2002-2008 and 

addressed the development of infrastructure, human resources, information and 

communications technology, and regional economic integration.24 To achieve this 

goal, 232 projects/programs were implemented. Financial support was provided by 

the ASEAN-6 countries, as well as dialogue partners, and development agencies such 

as the EU, Australia, Japan, the World Bank, and UNDP.25 The IAI Work Plan II, 

which covers the period of 2009 to 2015, was adopted. It reflected key program areas 

                                                
 
21 Abuzar Asra and Gemma Esther Estrada and Ernesto M. Pernia, ‘ASEAN economic Community: 
Implications for Poverty Reduction in Southeast Asia’ in Denis Hew Wei-Yen, Roadmap to ASEAN 
Economic Community (ISEAS Publications 2005) 234. 
22 ibid. 
23 Carpenter, Zulkifli and McGullivray (n 16) 8. 
24 ASEAN, ‘IAI Work Plan I (2002-2008)’ <http://www.asean.org/communities/asean-economic-
community/item/iai-work-plan-i-2002-2008> accessed 8 March 2015. 
25 Carpenter, Zulkifli and McGullivray (n 16) 8. 
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that support three pillars of the ASEAN Community.26 The IAI Work Plan II also 

emphasised that additional attention and support should be given to the CLMV 

countries in order to reduce the development gap and accelerate the economic 

integration of these countries.27 According to 2014-2015 ASEAN Annual Report, as 

of 1 April 2015, 68 out of the 182 action lines have been implemented.28 All projects 

were carried out with the support of ASEAN-6 and dialogue partners.29 By the end of 

2015, it was expected that all priority areas would be implemented. Although some 

action lines remain unimplemented, it was claimed that positive progress has been 

made in implementing the IAI Work Plan II.30  As the IAI Work Plan II is now 

expired, ASEAN has adopted the IAI Work Plan III, taking into account the strengths 

and weaknesses in the drafting process and implementation of the previous IAI work 

plans.31 Particular attention will be given to CLMV.32 The new work plan aims to 

better serve the strategic needs of these countries.33 

By being genuinely concerned about the development gap and devising a clear policy 

framework to address it, the disparities, particularly between the ASEAN-6 and the 

CLMV, tend to converge.34 It was found that there is a slow convergence of the level 

                                                
 
26 ASEAN, ‘Initiative for ASEAN Integration (IAI) and Narrowing the Development Gap (NDG)’ 
<http://www.asean.org/asean-economic-community/initiative-for-asean-integration-iai-and-narrowing-
the-development-gap-ndg/> accessed 27 March 2016. 
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28 ASEAN, Annual Report 2014-2015 (The ASEAN Secretariat 2015) 22-23. 
29 ibid. 
30 ASEAN, ASEAN 2025: Forging Ahead Together (ASEAN Secretariat 2015) 13. 
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of GDP per capita between more and less developed ASEAN members. 35  For 

instance, in 2010, Singapore had the highest GDP per capita of $46,569.7, 

approximately 59.5 times that of Cambodia (US $782.7), 40.59 times that of Lao PDR 

(US $1147.1), and 34.92 times that of Vietnam (US $1,333.6). However, the income 

gap between these countries is shrinking. Continuous economic growth in Cambodia, 

Lao PDR and Vietnam has reduced their GDP per capita differentials with Singapore. 

In 2014, Singapore’s GDP per capita (US $56,284.3) was approximately 50 times that 

of Cambodia (US $1,094.6), 31.38 times that of Lao PDR (US $1,793.5), and 27.42 

that of Vietnam (US $1094.6). (See Table 4) 

Table 4: GDP per capita (current US$) in Singapore, Vietnam, Lao PDR and 
Cambodia, 2010-2014 

 

Source: World Bank 

Moreover, HDI statistics reflect that differences in human development between the 

ASEAN-6 and the CLMV gradually decreased from 2000 to 2011.36 The human 

                                                
 
35 Rupal Chowdhary and others, ‘Convergence of GDP Per Capita in ASEAN Countries’ (2011) 4 
PIJMR 1, 8.  
36 ibid 30. 

Year Singapore Vietnam Lao PDR Cambodia 

2010 46,569.7  1,333.6 1,147.1 782.7 

2011 53,121.4 1,542.7 1,301.0 879.2 

2012 54,576.8 1,754.5 1,445.9 946.5 

2013 55,980.2  1,907.6 1,701.0 1,024.6  

2014 56,284.3  2,052.3 1,793.5 1,094.6  
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development gap decreased by 13% during that 11 year time span. 37 According to 

Human Development Index Trends, 1990-2014 in 2015 Human Development Report, 

HDI scores have been improving in all ASEAN countries, though significant gaps 

remain.38  ASEAN countries, particularly ASEAN developing and least developed 

countries tend to perform better on the HDI.  (See Table 5) 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

                                                
 
37 David Carpenter, Rohiah Alavi and Izyani Zulkifli, ‘Regional Development Cooperation and 
Narrowing the Development Gap in ASEAN’ in Mark McGillivray and David Carpenter (eds), 
Narrowing the Development Gap in ASEAN: Drivers and Policy Options (Routledge 2013) 134 
38 UNDP, Human Development Report 2015: Work for Human Development (UNDP 2015) 212-215. 
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Table 5: HDI Value in ASEAN Countries, 2011-2014 

 

Source: 2015 HDI Report 

 

It is likely that ASEAN is moving in the right direction in initiating projects and 

providing funds to support activities to narrow development gaps. However, although 

the differences in the level of human development between the two tiers of ASEAN 

countries has tended to decrease, the remaining gap is still significant.39 It might take 

25 to 27 years for the CLMV countries to reach the average level of human 
                                                
 
39 McGillivray, Feeny and Iamsiraroj (n 18) 29. 

Country 2010 2011 2012 2013 2014 HDI 
Annual 
Growth 

(%) 
(2010-
2014) 

HDI 
Ranking 

(2014) 

Singapore 0.897 0.903 0.905 0.909 0.912 0.41 11 

Brunei  
Darussalam 

0.843 0.847 0.852 0.852 0.856 0.37 31 

Malaysia 0.769 0.772 0.774 0.777 0.779 0.32 62 

Thailand 0.716 0.721 0.723 0.724 0.726 0.35 93 

Indonesia 0.665 0.671 0.678 0.681 0.684 0.71 115 

Philippines 0.654 0.653 0.657 0.664 0.668 0.52 110 

Vietnam 0.653 0.657 0.660 0.663 0.666 0.47 116 

Lao PDR 0.539 0.552 0.562 0.570 0.575 1.62 141 

Cambodia 0.536 0.541 0.546 0.550 0.555 0.87 143 

Myanmar 0.520 0.524 0.528 0.531 0.536 0.72 148 
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development of the ASEAN-6 countries. 40  This demonstrates that despite the 

convergence trend between the ASEAN-6 and the CLMV countries, the development 

gap among them is still remains. The speed at which the less developed members are 

catching up with the more developed members is quite slow.   

 

5.1.1.3 Challenges and the Need for Further Changes 

Although the ASEAN least developed countries have taken a significant step forward, 

they still face social and economic development problems. The action plans ASEAN 

have launched in an effort to reduce the gap among its members have failed to have 

the desired effect on the disparity in economic and social development. This is 

evidenced by wide disparities in GDP per capita and HDI rankings between the highly 

developed and less developed members. The major obstacles for ASEAN are funding 

and lack of effective implementation.41 ASEAN programs and initiatives largely rely 

on funding from external development agencies. In addition, the funds are normally 

not spent in accordance with the plan.42 This would adversely affect the effectiveness 

of any programme or/and initiative let alone those that require large amounts of 

funding to help the CLMV countries catch up. Furthermore, ASEAN’s lack of 

political will to ensure that all of the action plans are properly implemented obstructs 

its overall effort to narrow the development gaps between its members. 43  The 

significant development gap between the ASEAN-6 and CLMV countries can hinder 

IP harmonisation and regional economic integration, which is a threat to a well-

                                                
 
40 ibid 31 
41 Alavi and Ramadan (n 12) 55. 
42 ibid. 
43 Alavi and Ramadan (n 12) 54. 
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functioning common market and ASEAN’s competitiveness. Therefore, narrowing 

these development gaps is an important objective and a priority for ASEAN.  

After expansion, the EU also experienced a development gap among its member 

states. The development disparities between the older and newer members became 

more apparent when the EU expanded its membership from 15 to 25 member states in 

2004. 44  Ten new members in Central and Eastern Europe are less economically 

advanced than the older members.45 Bridging the development gap between the older 

and newer members, therefore, has become an important issue of the EU. 46 

Furthermore, EU expansion from 25 to 27 member states in 2007 resulted in the 

largest increase ever in regional development inequalities.47 Bulgaria and Romania 

joined the EU in 2007 and are considered the poorest EU members.48 Given the lower 

levels of social and economic development of the newer members, the EU gave 

emphasis to this issue and a lot of financial support to EU newcomers was provided 

by the member states, particularly by the wealthier members. 49  Finances were 

considered the most important element of EU accession negotiations.50 According to 

2014-2020 EU Cohesion Policy, the EU’s main investment policy, the EU allocated 

almost one third of the total budget to address the diverse development of the member 

                                                
 
44 Lorraine Carlos Salazar and Sanchita Basu, ‘Bridging the ASEAN. Developmental Divide: 
Challenges and Prospects’ (2007) 24 ASEAN Economic Bulletin 1, 8.  
45 ibid. 
46 ibid. 
47 József Benedek and Ibolya Kurkó, ‘Convergence or divergence? The Position of Romania in the 
Spatial Structure of the European Union’ (2012) 2 Transylvanian Review 116-125.  
48 Eurtiv.com, ‘Analyst: Bulgaria and Romania’s EU accession ‘was right’’ 
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January 2016. 
49 Douglas Massey, ‘Caution: NAFTA at work - How Europe’s trade model could solve America’s 
immigration problem’ Miller-McCune Magazine, March 4.  
50 Alan Mayhew, ‘The Financial and Budgetary Impact of Enlargement and Accession’ in Christophe 
Hillion (ed.) EU Enlargement: A Legal Approach (Hart Publishing 2004) 143.  
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states.51 Special attention is given to less developed members to reduce the disparities 

and help them catch up with other members.52 Funds from the EU can help the newer, 

generally poorer members catch up to the older members. This financial support from 

the EU can help accelerate the development of transportation and environmental 

infrastructure.53 Structural and Investment Funds have been used by the EU to narrow 

social and economic development gaps between the member states. An effective tool 

is the European Regional Development Fund (ERDF). Financial aid from this fund 

was given to the poorer member countries to stimulate economic growth, increase 

employment, and improve quality of life, infrastructure and investment 

environment.54  Furthermore, the European Social Fund (ESF) was set up in order to 

provide support for education, training programs and employment.55 The Cohesion 

Fund (CF) was also established in order to improve the environment and transport 

infrastructure.56  Clearly, the policy of using structural and cohesion funds has had a 

positive impact on the social and economic development in poorer member 

countries. 57  Consequently, the development gap between the EU members has 

continuously decreased. The newer members could successfully integrate into the 

system, and all EU members would be able enjoy benefits and advantages from the 

regional integration process. 

                                                
 
51 European Commission, ‘An Introduction to EU Cohesion Policy 2014-2020’ (June 2014) 
<http://ec.europa.eu/regional_policy/sources/docgener/informat/basic/basic_2014_en.pdf> accessed 8 
May 2016. 
52 European Commission, ‘The EU’s Main Investment Policy’ 
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ASEAN has recognised that considerable financial and other resources are necessary 

for effective regional integration. In 2005, the ASEAN Development Fund (ADF) was 

established to address the shortfall in funding necessary to support the implementation 

of projects under the Vientiane Action Programme (VAP), including IAI. It serves as 

ASEAN’s common pool of financial resources that is important to assist ASEAN’s 

efforts to narrow the development gaps within the region. 58  The ADF receives 

contributions from all the member states, dialogue partners and donor institutions.59 It 

was instituted with US $10,000,000 converted from the earlier ASEAN fund and 

another US $1,000,000 from equal contributions from 10 ASEAN countries. 60 

However, the members were encouraged to contribute additional funds in any amount 

and at any time. In addition to mandatory contributions, Singapore and Malaysia 

made additional voluntary contributions of US $500,000 to the ADF.61 Contributions 

from dialogue partners include Australia, China and India.62 Nonetheless, the ADF 

has not proven to be successful due to limited financial resources.63 ASEAN still 

relied much on contributions from external donors to support tasks that ASEAN needs 

to get done.64 

In 2011 the ASEAN Infrastructure Fund (AIF) was set up.  It is considered to be ‘the 
                                                
 
58 Joseph Francois, Pradumna B. Rana and Ganeshan Wignaraja, National Strategies for Regional 
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largest ASEAN-led financial initiative in its history’. 65  Its purpose was to boost 

infrastructure development in ASEAN countries. 66  ASEAN recognised that good 

infrastructure is crucial to enhance connectivity, thereby contributing to narrowing 

development gaps.67 The AIF was created with an initial equity contribution of US 

$485.2 million, of which US $335.2 million came  from 9 ASEAN members and US 

$150 million came from the Asian Development Bank (ADB).68 It is expected that 

funds from the AIF will help overall development by focusing on infrastructure 

development. To establish an effective and integrated common market, connectivity 

between the member states is crucial. The AIF is considered a major financial 

resource that aims to finance the development of infrastructure within the region in 

order to ensure that the member states are well-connected.69 ASEAN countries have 

indicated an intention to apply for AIF financing. 70  Various projects have been 

approved for funding. For instance, a US $100 million loan has been approved to 

improve a 66.4-kilometre section of road connecting the towns of Eindu and 

Kawkareik in Myanmar’s Kayin state in order to help connect Vietnam’s central Da 

Nang city and Myanmar.71 Recently, the Second Greater Mekong Subregion (GMS) 

Corridor Towns Development Project, which is the second phase of the ongoing GMS 
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Corridor Towns Development Project in Cambodia, Lao PDR and Vietnam, has also 

been approved to strengthen infrastructure linkages, facilitate the development of 

cross-border trade, investment, tourism and human resources.72 However, the size of 

the fund is relatively small compared with estimated financing needs required through 

2020.73 

Particularly for the CLMV countries, access to these new financial resources is 

significant and essential to their development and thus to the development of the 

entire region. Establishing the ADF can help further facilitate the implementation of 

IAI, ASEAN’s main tool to address the development gap. Moreover, having the AIF 

can support ASEAN in moving towards a more-connected region. Improving essential 

infrastructure such as transportation, electricity and water supplies will have a 

positive impact on economic growth and human development and the development 

gap between them and the older members will narrow. This would finally help 

ASEAN move closer to its goal  of achieving  deeper regional economic integration.  

It can be seen that steady and intense regional cooperation between the ASEAN 

countries, dialogue partners and development agencies has helped ASEAN address 

the problems of its development gap more effectively. The development gap existing 

between the ASEAN-6 countries and the CLMV has steadily narrowed. The higher 

GDP per capita and HDI score in less developed members, particularly in Vietnam 

indicate improvements in the well-being of their people and nations. Rather than 

primarily relying on external assistance from donor countries, international 
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organisations, and development agencies, ASEAN has established its own funds that 

require contribution from ASEAN members. This demonstrates more cooperation and 

more progress in narrowing the development gap. However, the remaining gap is still 

significant. The ADF cannot effectively play the role that the EU regional funds are 

playing in narrowing the development gap between member states. The amount 

received from the member states’ contributions is disproportionate to the tasks that 

need to be achieved. Similarly, there is a need to increase the AIF’s size in order to 

provide sufficient funds to finance essential infrastructure projects. Consequently, 

ASEAN should devise policies that ensure that the poorer member countries can 

obtain more benefits to catch up with more developed countries such as Singapore.74 

The wealthier members should take more responsibility and make bigger 

contributions to reduce the inequalities within the region. For instance, although 

contributions to the ADF are voluntary, more funds should come from the better off 

countries. In the EU, although all member states contribute to the EU Budget, 

wealthier members such as the UK and Germany are significant net contributors.75 

Less developed members can obtain benefits with ERDF at the expense of wealthier 

members. 76  Having sufficient resources to implement initiatives and develop 

infrastructure would permit the CLMV to narrow the gap with other members. 

Continuously increasing economic growth in the CLMV would enable them to catch 

up with the ASEAN-6 by 2030.77 Moreover, without strong political will from all the 

member states, this cannot be achieved. It is very important that all commitments and 
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initiatives are consistently implemented by ASEAN members. ASEAN should play a 

major role in ‘fostering political support’ to minimise the development gap. 78 

Intensive cooperation and deeper integration between the ASEAN members could 

help ASEAN move forward in more a unified manner. This would be a key success in 

reducing inequality in socio-economic development.  However, it raises the question 

of whether ASEAN’s practice or the ‘ASEAN Way’, which largely relies on the ideas 

of non-interference, informality, and loose arrangements, would allow ASEAN to do 

so.   

 

5.1.2 ASEAN’s Practice and Institutional Structure  

5.1.2.1 The ‘ASEAN Way’ 

ASEAN’s loose and informal cooperation is known as the ‘ASEAN Way’, which was 

defined as ‘a process of regional interactions and cooperation based on discreteness, 

informality, consensus building and non-confrontational bargaining styles’.79 The key 

components of the ‘ASEAN Way’ are the principle of national sovereignty, the 

principle of non-interference and consensus-based decision making.80 This has led to  

wide criticism among scholars. Although the ‘ASEAN Way’ can lead to less conflict  

and retained stability among members, it is an ‘ineffective and inefficient’ mechanism 

in solving problems at the regional level.81  The ‘ASEAN Way’ pursues a ‘consensus 
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based decision-making process’.  This was defined as a process which ensures that 

‘each and every action taken in the name of ASEAN must either contribute to or be 

neutral, but not detract from, the perceived national interests of the individual 

ASEAN member state.’82 Following such a process may lead to decision paralysis.83 

It should be noted that the consensus procedure does not mean that unanimity has to 

be found. 84  Not all member states have to agree explicitly. 85  Consensus can be 

reached so long as member states’ interests were not disregarded.86 However, this 

might be harder to achieve when all ten members’ national interests are at stake.87 In 

other words, consensus seems difficult to obtain when more member states, which 

have different level of development and policy priorities are involved. Consequently, 

it was suggested that to facilitate more effective decision making ASEAN should 

move away from consensus-based decision making and adopt more flexible 

mechanisms.88 For instance, when consensus can not be achieved, decisions should be 

made through voting. 89 Also, ‘ASEAN minus-x’ formula, which had been 

occasionally used in economic matters,90 should be adopted.91 However, consensus-

based decision making should still be applied to all sensitive important issues.92 In the 
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EU, decision making mechanisms range from qualified majority vote (QMV)93 to 

unanimity depending on policy area.94 In a post enlargement EU, unanimity will be 

more difficult to achieve.95 The EU move from unanimity to QMV in some areas. By 

using QMV, decisions can be made more easily.96 It was pointed out that EU is more 

effective in trade than other areas since it uses QMV to make decision.97 However, 

there are still some sensitive areas such as taxation, social security or foreign policy 

and defense where unanimity is still required.98 Moreover, to deal more effectively 

with challenges arising from a globalised world, it was proposed that ‘two-speed’ 

development should be adopted. 99  This approach would allow a small group of 

member states that is ready to go ahead immediately, while other members would 

follow later at its own speed.100 It was argued that the two-speed integration has 

already been adopted in some areas such as border controls and monetary policy.101 

This approach allowed the EU to develop closer cooperation in a flexible manner, 

taking into consideration the level of economic development and particular interests 

of the member states.102   

It can be seen that ASEAN places much emphasis on national sovereignty of the 
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member states in its decision making process. ASEAN member countries tend to 

prioritise state autonomy over the ASEAN community as a whole.103 In other words, 

ASEAN is reluctant to conduct regional affairs that could undermine sovereignty of 

the member states. ASEAN’s decision making is also largely non-binding. The 

decision-making process relies mostly on ‘friendship rather than power, stability 

rather than adventurism’.104 ASEAN tends to use informal communication, which 

imposes non-legally binding obligations.105 Non-binding commitments have also led 

to a problem of non-implementation.106 This supports the view that ‘many ASEAN 

agreements were never intended to be implemented’.107 Additionally, the adoption of 

a non-interference policy was claimed to be major obstacle for ASEAN in dealing 

with affairs both inside and outside the region. 108  The ‘ASEAN Way’ can have 

negative effects on its decision-making process. Strict reliance on the consensus 

decision-making process, preservation of national sovereignty and non-interference 

with other members’ internal affairs can limit success in regional affairs and 

adversely affect ASEAN’s overall effectiveness.  This could obstruct ASEAN’s effort 

to deepen integration and establish the ASEAN community. 

ASEAN has fully recognised that to successfully establish the AEC, stronger 

cooperation between the member states in harmonising IP is essential. In the early 

stages, ASEAN resolved to establish regional trademark and patent systems, 
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including ASEAN Trademark and Patent Offices. This is clearly reflected in the 

ASEAN Framework Agreement on IP Cooperation, the Hanoi Plan of Action, and the 

first phase of ASEAN IPR Action Plan (2004-2010). Nevertheless, that stringent 

approach seems to be incompatible with the ‘ASEAN Way’. Various initiatives, 

particularly those relating regionalisation of IP have not been achieved within the 

target timeframe. The ‘ASEAN Way’ of non-binding commitments fosters ‘habits of 

non-implementation’,109 thereby having a negative effect on the implementation of 

regional policies and projects. The ASEAN Secretary-General was established and 

given authority to foster cooperation and the implementation of ASEAN’s initiatives. 

In practicality, his power in monitoring compliance was limited due to ASEAN’s 

weak institutional structure.110 Moreover, without possible sanctions for failure to 

participate or mechanisms to ensure compliance, adoption of policies is essentially 

voluntary. Member states lack of strong incentive to honour their commitments.111 

Non-compliance and limited effectiveness of ASEAN IP policies are real possibilities.  

To ‘ensure expeditious and legally binding resolution of any economic disputes’, the 

2004 ASEAN Protocol on Enhanced Dispute Settlement Mechanism (Vientiane 

Protocol or EDSM) was adopted. 112  The EDSM is the primary mechanism for 

disputes relating to economic agreements. The ASEAN Framework Agreement on IP 

Cooperation is one of the covered agreements set out in Annex I of the EDSM 
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Protocol. This was  regarded as ‘noteworthy for its level of ambition’.113 Among other 

things, it shifted dispute resolution from a diplomatic mechanism to legal one. This 

seems contrary to the traditional practice that tended to avoid using formal settlement 

mechanism. The EDSM established a set of non-adjudicatory mechanisms, such as 

good offices, consultations, conciliation and mediation, and formal adjudicatory 

mechanisms for resolving disputes that arise from ASEAN economic agreements, 

unless specific mechanism is provided.114 To resolve dispute through adjudication 

process, similar to the WTO dispute settlement mechanism, the EDSM comprises 

Panels and Appellate Body to assess disputes.115 Therefore, when there is a case of 

non-compliance the panel or appellate body may request a member state to take 

measures to bring itself into conformity with the agreement.116 Compliance measures 

are also provided. Failing to implement findings and recommendations of the panel 

and appellate body within specified term may lead to compensation and suspension of 

concession.117 However, to date, the EDSM has never been used by any member 

country.118  ASEAN members still lack confidence in using the ASEAN EDSM.119 

For instance, to resolve economic dispute regarding tobacco between Thailand and 

Philippines, the parties have previously opted to use WTO dispute settlement 
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instead.120 ASEAN members prefer to settle their disputes through the WTO dispute 

resolution, which is more predictable, reliable and practical.121 It has been suggested 

that confidence of the ASEAN members in ASEAN-based legal norms should be 

fostered in order to build a greater legitimacy in ASEAN.122 To achieve this goal, the 

ASEAN dispute resolution procedures should be strengthened to provide more legal 

certainty.  

Despite progress in providing mechanisms for ensuring compliance and resolving 

economic disputes, the implementation of ASEAN’s initiatives is still behind 

schedule.  The significant differences in the levels of development, its practices and 

loose institutional structures foster ASEAN’s adoption of more flexible approaches to 

pursuing its goal of harmonising IP rights. This can clearly be seen in the ASEAN 

IPR Action Plan covering period 2011-2015. More flexible cooperation policy is 

compatible with the ‘ASEAN Way’. This action plan requires member states to 

participate in international IP community rather than formulate a single set of regional 

harmonised IP laws. However, in order for ASEAN to firmly establish a common 

market by allowing goods to freely move with ASEAN countries, merely using the 

soft law approach that is commitments are often voluntary and non-binding would be 

inadequate. Additionally, more intense cooperation between the member states and a 

higher degree of regionalisation needs to be done to help ASEAN achieve its 

ambitious goal. 

Compared with the EU, ASEAN has lesser degree of institutionalisation. ASEAN 
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lacks of conditions that are presented at the EU level, particularly the existence of 

supranational institutions that allow and facilitate the development of IP 

harmonisation. In its initial stages, ASEAN was not designed to develop into a 

supranational organisation, which could require member states to limit their national 

sovereignty for common gains. In 1967, ASEAN was established by Indonesia, 

Thailand, Malaysia, Philippines, and Singapore, five non-communist countries. These 

countries were motivated by a common fear of communism, the principle of non-

interference and respect for sovereignty.123 It was not their purpose to construct a 

supranational organisation. ASEAN adopted an informal process decision making 

process and completely rejected any form of supranational decision-making in order 

to preserve national sovereignty of the member states. 124  This led to weak 

institutionalism of ASEAN. On the contrary, the EU is not merely an 

intergovernmental organisation but also a supranational organisation. EU member 

states agreed to transfer part of their national sovereignty on some social and 

economic matters to EU institutions. This  gives the EU decision-making system a 

supranational quality. 125 Having supranational characteristics has helped the EU 

achieve a high level of harmonisation of laws within its community,126 including IP 

law. Moreover, the EU consists of institutional bodies that have authority to pass 

legislation and ensure consistent interpretation and application of the law in all the 

member states. By definition, legislation with such expansive coverage is 

‘supranational’. The EU took an ‘institutional building approach.’ ASEAN, on the 
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other hand, has attempted to develop regional integration through functional 

cooperation.127 Although ASEAN has been inspired by the progress of European 

integration, it has not followed EU’s philosophy of establishing a supranational 

organisation. The EU strives for further integration by restraining national sovereignty 

of its members. ASEAN style integration prioritises the preservation of national 

sovereignty. This demonstrates a significant difference between ASEAN and the EU 

and exemplifies a reason IP harmonisation within ASEAN has been obstructed and 

delayed.   

The ‘ASEAN Way’ is a major reason ASEAN remains an intergovernmental  

organisation128 and is not a supranational one.  It appears that the ‘ASEAN Way’ is an 

impediment to regional cooperation and further instutionalisation. Only by modifying 

or abandoning some aspects of the ‘ASEAN Way’ and by introducing further 

institutional change can healthier regional economic integration be achieved.  

 

5.1.2.2 Further Institutional Change after the Adoption of the ASEAN Charter 

The ASEAN Charter became effective in December 2008. It is considered to be the 

constitution of ASEAN. Its purposes include enhancing integration and facilitating 

‘community building towards an ASEAN Community and beyond’.129 The ASEAN 

Charter outlines significant institutional frameworks of ASEAN. The Charter  
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transforms ASEAN from a loose and informal organisation to a more rule-based 

organisation.130  It has been suggested that after the adoption of the Charter, ASEAN 

was more likely to accept a binding agreement. 131  The Charter also establishes 

ASEAN as a legal entity separate and independent of the member states. As an 

independent legal entity, ASEAN could sue or be sued, and would have an increased 

capacity to involve itself in the international arena. In the pre-Charter period, the lack 

of an independent legal existence constrained ASEAN from effectively concluding 

and implementing regional agreements. 132  The adoption of the ASEAN Charter  

helped move ASEAN closer to the EU-style of regional integration and move away 

from the non-interference principle.133 The transformation of ASEAN into a rule-

based organisation as a distinct legal entity marks a significant step in the quest for 

more expansive institutionalisation.     

The ASEAN Charter established three groups of decision-making and policy 

implementation bodies. The ASEAN Summit, the ASEAN Coordinating Council, and 

the ASEAN Community Council. The ASEAN Summit is ASEAN’s highest decision-

making authority. It is comprised of the heads of state of all ASEAN members. The 

ASEAN Coordinating Council coordinates the implementation of agreements and 

decisions of the ASEAN Summit and coordinates with the ASEAN Community 

Council. The ASEAN Coordinate Council is made up of ASEAN foreign ministers 

and is regarded as one of the important decision-making and implementation bodies 
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of ASEAN. Because of the Council’s importance, it has been suggested that other 

ministries, not only foreign ministers should also take part.134  Including different 

ministries could effectively increase implementation of ASEAN decisions and 

policies. These ministries would be able to more effectively deal with  issues that fall 

within the scope of their individual responsibilities. The ASEAN Community Council 

is comprised of the three pillars of ASEAN community, namely the ASEAN Political-

Security Community Council, the ASEAN Economic Community Council and the 

ASEAN Socio-Cultural Community Council. They were established to facilitate 

ASEAN’s efforts to further integrate. It is expected that the clearer and more 

hierarchical structure resulting from the adoption of the ASEAN Charter will lead to 

significant improvement in ASEAN’s decision-making and implementation.  

To fulfil its goal of becoming a rule-based ASEAN Community that respects the rule 

of law, dispute resolution mechanisms should be strengthened.  Before the ASEAN 

Charter came into force in 2008,  ASEAN members tended to avoid formal dispute 

settlement procedures.135 However, after the adoption of the Charter, all members 

committed to the peaceful settlement of disputes.136 The Protocol to the ASEAN 

Charter on Dispute Settlement Mechanisms was enacted in 2010 based on this 

commitment. 137  It was established in accordance with Article 25 of the ASEAN 

Charter in order to solve the disputes concern the interpretation or application of the 

ASEAN Charter and other ASEAN instruments. This resulted in improved dispute 
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resolution in the region.138 ASEAN has established dispute settlement mechanisms in 

all fields of ASEAN cooperation in accordance with Article 22 of the ASEAN 

Charter. For disputes relating to the interpretation and application of ASEAN 

economic agreements, there is the Vientiane Protocol (EDSM). 139  Non-economic 

disputes are settled in accordance with the Protocol to the ASEAN Charter on Dispute 

Settlement Mechanisms. That said, disputes concerning the interpretation or 

application of the ASEAN Charter and other ASEAN instruments that do not 

specifically provide for dispute settlement mechanisms are covered by the Protocol to 

the ASEAN Charter on Dispute Settlement Mechanisms. Moreover, regional issues  

remaining unsolved after undergoing the applicable dispute settlement mechanism 

will be referred to the ASEAN Summit for a decision accordance with Article 26 of 

the ASEAN Charter.140 Article 20 states that in cases where there is no consensus, the 

ASEAN Summit may decide how a specific decision can be made. Moreover, 

according to Article 21(2), ‘ASEAN minus-x’ formula was adopted in order to allow 

dissenting states to opt out decisions relating to the implementation of economic 

commitments. Using the ‘ASEAN minus-x’ approach would also allow flexible 

implementation of commitments. The most prepared member states can begin 

implementing commitments with one or more country, and the others can join later. 

The principle of consensus decision making is still enshrined in the ASEAN Charter. 

However, these are examples of how ASEAN’s reliance on consensus-based decision-

making is more flexible. Providing dispute settlement mechanisms including through 

the ASEAN Summit can help ensure that disputes will would not remain unresolved 
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for indefinite periods of time. However, referring unresolved disputes to the ASEAN 

Summit, which is a political body of national leaders could ‘undermine the strength 

and legal certainty of the dispute settlement mechanism as a system based on the rule 

of law’. 141  This implies that solving disputes through political rather than legal 

measures is still possible.142  

Although the ASEAN Charter aims to ‘streamline ASEAN’s cumbersome and 

uncoordinated organisational structure as well as its decision-making process’,143  it 

did not introduce sufficient institutional changes to enhance cooperation among the 

member states. The principles of sovereignty and non-interferences are still clearly 

enshrined in the ASEAN Charter. Moreover, the ASEAN’s decision-making process 

is still mainly based on the traditional principles of consultation and consensus, which 

has been criticised by many scholars as actually preventing ASEAN from truly being 

a legal entity separate from its member states.144 This is inconsistent with ASEAN’s 

objective of in transforming ASEAN into a more rule-based organisation with its own 

legal personality. ASEAN members still adhere to the ‘ASEAN Way’. Doing so 

places more emphasis on protecting their national sovereignty, and this obstructs a 

unified conducting of regional affairs. These traditional notions and practice are major 

impediments to ASEAN achieving its goal of increased regional integration.145  It 
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demonstrates a critical distinction between ASEAN and the EU, which considers the 

transfer of national sovereignty as essential  to the promotion of  integration.  

As a rule-based organisation, there must be ‘some means for making rules’.146 The 

ASEAN Charter created new institutions to deal directly with regional affairs.  

However, unlike the EU, ASEAN has neither an institutional body that directly has 

rule-making authority or a judicial body that ensures consistent application and 

interpretation of legal instruments and decisions by the member states.  In ASEAN, 

rules that bind ASEAN member states are largely made at the discretion of member 

states. 147  These rules can take various forms such as agreements, treaties, 

memorandum of understanding and protocols.148 They are normally produced after 

the ASEAN Summit and Sectoral Meeting.149  After the adoption of the ASEAN 

Charter, there has been an increasing number of agreements that have been ratified to 

deal with regional economic issues.150 Although these agreements are legally binding, 

there is no institution to ensure compliance.151  It appears that the rule-making and 

enforcement mechanisms of ASEAN are based in consultation and consensus rather 

than on formal procedure. Without proper institution to uphold compliance, it would 

be difficult to ensure proper implementation of these binding instruments by the all 

member states. This demonstrates ASEAN’s failure in establishing an institutional 

body with direct authority to set and enforce rules.  
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ASEAN recognised that ‘a culture of honouring and implementing its decision and 

agreements, and carrying them out on time’ must be established.152 Despite the lack of 

institutional body to uphold compliance, the Charter strengthened the role and 

capacity of the ASEAN Secretariat in compliance monitoring. To achieve more 

effective implementation of ASEAN’s projects and activities, the Charter 

significantly strengthens the role of the ASEAN Secretariat in monitoring 

implementation of ASEAN’s decisions and instruments. Immunities and privileges 

are granted to the ASEAN Secretariat and Secretary General to support the 

independent function of the Secretariat.153 This demonstrates the importance of the 

the Secreatariat  in the organisational structure.  As former ASEAN Secretary-General 

Surin Pitsuwan pointed out in the 20th ASEAN Summit, ‘if the ASEAN Summit is the 

brain, then the Secretariat is its heart’.154 However, limited resources, particularly 

financial resource provided by member states has resulted in its continued ineffective 

functioning.  It relies on equal budget contribution from members.155  Prior to 2014, 

each member country was to contribute only US $1.7 million annually. Logically, 

requiring higher contributions would be more burdensome for the countries with more 

limited resources and capacities.156  Nevertheless, financial and human resources of 

the ASEAN Secretariat were likely to be disproportionately low when compared to  
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the tasks is would have to perform. 157  Naturally, insufficient resources would 

adversely affect the function of the Secretariat, in spite of it being one of the most 

important organs of ASEAN. To deal with this issue, members have agreed to 

increase funding to the Secretariat to US $1.9 million annually for 2015. However, 

compared to the size of the organisation, the annual budget for the secretariat seems to 

be modest. ASEAN still requires equal contributions from the members.  Different 

levels of development do not affect the amount of the required contribution.  

Consequently, though the 2015 budget has been increased, it is questionable whether 

such improvement will help the ASEAN Secretariat function as monitoring 

compliance authority more effectively.  

However, it has been suggested that many regional groupings in the developing world 

have actually been destroyed by highly institutionalisation.158  As such, ASEAN’s 

loose institutionalisation and the ‘ASEAN Way’ could actually help it achieve 

effective regional economic integration. 159  Failing to implement overly ambitious 

goals and objectives within a timeframe that is too strict can adversely affect the 

entire process of regional economic integration.160 In addition, inter-state conflicts can 

be avoided and good relations maintained by proceeding in the ‘ASEAN Way.’ 

However, strictly complying with the tradition of the ‘ASEAN Way’ can slow the 

progress of regional integration, and thereby impeding ASEAN from establishing a 

full-fledged AEC.  The reluctance of ASEAN members to pool their sovereignty can 
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adversely affect the stability of the organisation. Dr. Norman Girvan has claimed that 

the preservation of the sanctity of national sovereignty was a major reason that  the 

Community of Caribbean States and Common Market (CARICOM) could possibly 

collapse. 161  Therefore, incremental adjustments to the ‘ASEAN Way’ may be 

necessary to achieve regional strength and become a more integrated community.  

In general, the ASEAN Charter has helped, but significant improvement is needed if 

ASEAN is to become a more rule-based institution. The adoption of the ASEAN 

Charter provided significant legal framework in pursuit of enhanced regional 

integration. However, the Charter fails to address some issues. Despite a commitment 

to greater institutionalisation, ASEAN member states still prioritise national 

sovereignty through an attitude of non-interference, pursuit of non-binding 

agreements and informality in dealing with other countries. This would circumscribe 

ASEAN from transforming into a more rule-based organisation. Consequently, deeper 

economic integration will be difficult to achieve with loose institutionalisation and a 

tendency to preserve national sovereignty. At the same time harmonising IP laws 

without establishing effective mechanisms to ensure compliance or sanction, non-

compliance will also limit overall regional harmonisation and integration. Therefore, 

the ‘ASEAN Way’ should be modified and further institutional changes need to be 

implemented to increase the chances of success.   
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5.1.2.3 Challenges and the Need for Further Changes  

The ASEAN Charter was expected to transform ASEAN into a more rule based 

organisation. It was intended to create more effective institutions and provide ASEAN 

members with a new culture of taking obligations seriously. 162  Notwithstanding, 

ASEAN integration continues to progress slowly. Preservation of national 

sovereignty, the principle of non-interference and consensus based decision-making 

all have contributed to the lack of speedy progress. As a loose regional organisation, 

ASEAN still faces problem of non-implementation of its decision and policies.  This 

negatively impacts regional affairs. ASEAN has been criticised for re-emphasising 

these traditional practices in the ASEAN Charter, which was supposed to provide a 

legal framework for ASEAN to achieve further institutionalisation. 163  The 

preservation of national sovereignty of the ASEAN members ‘make ASEAN’s goal 

for deeper integration a goal in name and form only’.164 Consequently, despite the 

ASEAN Charter, ASEAN still remains an intergovernmental organisation.  

It was opined that ASEAN should follow the EU path by establishing a supranational 

organisation that has a law-making institutional body and a judicial institution, which 

could help ensure the implementation and interpretation of rules and decisions.165  

Contrarily, it has been suggested that it is unlikely ASEAN will become a 

supranational organisation. Former Secretary-General of ASEAN Mr. Rodolfo 

Severino claimed in 2001 that ‘ASEAN will never be like the EU’ since ASEAN is 

different from the EU in many aspects. This is consistent with the notion that ASEAN 
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have considered the EU as a reference and inspiration, not a role model.166 Moreover, 

the enshrinement of the principles of national sovereignty and non-interference  and 

other traditional ASEAN practices under the ASEAN Charter demonstrates that the 

ASEAN members have no intention to create the EU-style supranational institution.167 

If these two viewpoints are to be believed, then it is highly likely that ASEAN will 

not follow the EU’s  blueprint in building  a supranational institution.  

Since its establishment in 1967, the emphasis on national sovereignty and non-

interference has been continuously enshrined in the ASEAN practices. Transferring 

part of their sovereignty to a regional institution for common gains seems to be an 

unattractive choice for ASEAN members, unlike the members of the EU.  One reason 

that ASEAN member states are reluctant to surrender sovereignty is because of their 

colonial histories. All ASEAN members had been colonised, except for Thailand.   

Sovereignty is a more sensitive issue because of this history of colonisation. 168 

Therefore, the establishment of a supranational organisation, which requires the 

transfer of national sovereignty, is not likely to happen in ASEAN in the near future.  

Notwithstanding, despite the lack of supranational character, to effectively 

harmonising its IP laws and further developing regional IP system, ASEAN should 

improve its existing institutions and introduce further institutional change. However, 

given its divergent social and economic backgrounds, further insitutionalisation 
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should be pursued gradually without significantly undermining its founding 

principles.  To do so, ASEAN should consider the following factors.  

 

(a) Strengthening the Capacity of the ASEAN Secretariat 

The structure and characteristics of ASEAN lead to non-implementation of ASEAN 

policies. To ensure compliance, the ASEAN Charter gives the Secretariat authority to 

monitor member states’ compliance with ASEAN’s agreements and decisions.  

Though  an important institutional body it has proven to be insufficient to resolve the 

problem of non-implementation. The ASEAN Secretariat is expected to play a major 

role in building the ASEAN community.169 Nevertheless, it has insufficient financial 

and human resources to effectively handle all regional affairs. Despite the enhanced 

role of the ASEAN Secretariat, the lack of resources is one of the major factors that 

delayed the implementation of its activities and plans.170   

The ASEAN Secretariat’s function in ensuring effective implementation of ASEAN 

instruments is likely similar to the European Commission. However, the European 

Commission, who is the driving force in the institutionalisation in EU, has the right to 

implement EU legislation, budget and programme adopted by the European 

Parliament and Council.171 In the EU, the total budget for the European Commission 

in 2012 was approximately $4.5 billion.172 Meanwhile, the annual budget for the 
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ASEAN Secretariat in 2012 was just $16 million. 173  Around 34,000 people are 

working for the European Commission. 174 Approximately 300 people are employed 

by the ASEAN Secretariat.175 This demonstrates significant differences in the extent 

of financial and human resources made available to the European Commission and 

the ASEAN Secretariat. Although it would not be appropriate to compare these two 

institutional bodies, given the different scope and mandates of the two institutions, it 

seems that the ASEAN Secretariat’s budget is disproportionately small compared to 

the magnitude of its responsibilities covering the region as a whole. ASEAN’s 633 

million population is more than 24% larger than the EU’s 508 million. However, the 

ASEAN Secretariat’s budget is approximately 280 times less than that of the 

European Commission.176 

Scholars have recommended how to address these issues. It has been suggested that 

ASEAN should follow the EU’s and legislatively create a supranational 

organisation. 177 It was opined that ASEAN should create a mechanism or an 

institutional body that has the authority to force implementation and compliance of 

ASEAN rules and decisions.178 It has further been pointed out that the establishment 

of a supranational body is necessary to the community building process, particularly 

in economics. 179 It was also suggested that the ASEAN Economic Secretariat should 

be created separate from the ASEAN Secretariat to be responsible for the 

implementation of policies of the ASEAN economic integration framework.180 On the 
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other hand, it was proposed that rather than establishing a new institutional body, 

ASEAN should strengthen its existing institutions, particularly the ASEAN 

Secretariat.181 This view has been supported by many scholars. For instance, it was 

pointed out that ASEAN’s priority is to focus on building up existing institutions by 

giving them more mandate and more resources.182 The role of the ASEAN Secretariat 

should be strengthened  in order to increase effectiveness in the implementation of the 

ASEAN policies.183 Also, former Secretary-General of ASEAN Dr. Surin Pitsuwan  

stated that strong political will from the member states and sufficient resources are 

required to strengthen the ASEAN Secretariat, which is ‘a central organ of 

ASEAN’.184 

Focusing on existing institutions could be a feasible solution for ASEAN. ASEAN 

members value national sovereignty, which remains a sensitive issue in ASEAN. 

Immediately changing institutional structure or creating supranational organs that 

would significantly limit sovereignty might not be acceptable.  Therefore, a priority of 

ASEAN should be to improve existing institutions and increasing their efficiencies.  

For instance, effectiveness of the Secretariat’s role in monitoring compliance depends 

on  having sufficient resources.185 The ASEAN Secretariat should be provided more 

financial resources and better-trained staffs in order to help it function more 

effectively. Therefore, contributions to the ASEAN Secretariat budget should not 
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come from members equally. By using this measure, the amount to be contributed 

must take into account the capacity of the least developed countries. Limiting the 

contributions in consideration for the least developed countries means that the 

Secretariat’s budget will be tight and its effectiveness also limited. Increasing 

contribution too much may impose a significant burden on the least developed 

countries. Thus, it is uncertain if giving the Secretariat more money will help or 

hinder its overall effectiveness.  

Consequently, member states should realise that the principle of equal contribution is 

outmoded. The method for calculation member states’ contribution of the ASEAN 

Secretariat’s budget should be based on the capacity to pay. For instance, in the EU, 

the member states’ contribution to the EU budget is based on their respective gross 

income.186 By using this measure, the member countries with high gross national 

income would provide greater contribution. Moreover, all member states should be 

allowed to make voluntary contribution in addition to mandatory contribution.187 

Consequently, devising a new way to calculate contributions to the ASEAN 

Secretariat’s budget should be considered. A new principle used in funding the budget 

based on member state’s capacity and willingness to pay might be appropriate. 

Furthermore, it has been suggested that rather than solely relying on contributions 

from member states, other sources of income should be pursued.188   
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(b)  Strengthening the Rule of Law 

The rule of law is a key driving force behind regional integration.189 Nevertheless,  

the rule of law in ASEAN is still elusive despite the ASEAN Charter’s attempt to 

transform it into a more rule-based organisation.190 The rule of law in ASEAN is 

undermined by the ‘ASEAN Way’.191 Although ASEAN and the EU share similar 

goals in establishing a regional internal market,  ASEAN’s economic integration is 

much less.   

The EU consists of supranational institutions involved in law making at the 

community level. Executive power, which refers to competence of proposing and 

implementing EU law, is carried out by the European Commission.192 Meanwhile, 

legislative power, which relates to the competence in passing or approving the law, is 

in the hands of the European Parliament and the Council of the European Union.193 

These EU institutions can help facilitate a fully functioning of economic community. 

Over the years, various directives and regulations have been approved with the 

purpose of removing major obstacles to the establishment of a well-functioning 

internal market. In addition to the Commission, the Parliament, and the Council, the 

CJEU has used its judicial power in ensuring a uniform interpretation and application 

of the EU law in all the member states.194  The CJEU struck down impediments to the 
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formation of the internal market. In the CJEU’s landmark decision of Van Gend en 

Loos,195 the doctrine of direct effect of the EU law was firstly established. Direct 

effect was defined as a mechanism that individuals can rely on EU law in member 

states’ courts.196 To satisfy the criteria of the direct effect test, the provisions must be 

clear, unconditional, and precise.197 Also, the doctrine of supremacy of EU law has 

been developed through the jurisprudence of the CJEU. In Flaminio Costa v. 

ENEL198, the CJEU affirmed the supremacy of the EU law over national laws. It was 

held that the EU law is hierarchically supreme to national laws of the member states 

and takes precedence over national law in domestic courts.199 The principle of state 

liability has also been developed by the CJEU in Francovich and Bonifaci v Republic 

of Italy. 200  By virtue of this principle, an individual is allowed to recover 

compensation from a member state for the loss incurred as a result of the member 

state’s failure to fulfil its obligations under EU law.201 Since the establishment of the 

CJEU in 1952, numerous cases relating to the issue of the internal market have been 

decided. Clearly, the CJEU has played an important role in the development of the 

EU. 202  It helps the EU achieve deeper economic integration. 203  This has been 
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expressed through ‘a large share of intra-EC trade in economic activity’.204 Hence, it 

can be claimed that the establishment of the CJEU has a significant positive impact on 

the operation of the internal market. 

ASEAN has pursued its goal of creating a common market without establishing a 

supranational organ such as ASEAN rule-making institutions and regional judicial 

institution for enforcing ASEAN laws and decisions. The preservation of the 

principles of national sovereignty and non-interference would make it difficult for 

ASEAN to develop an institutional structure like the EU. In the EU, community law 

can maintain its supremacy over national law because of a transfer of national 

sovereignty of member state to the union in agreed areas.205 However, developing 

ASEAN community law might be necessary for ASEAN to achieve further 

integration.206 Harmonisation of laws at regional level in the area that could directly 

affect the function of the common market, such as IP laws, would be necessary. In 

order to do so, adapting the ASEAN way and introducing further institutional changes 

would be required. Creating a community law-making institution and establishing an 

ASEAN Court of Justice should be considered. Doing so would help ASEAN move 

away from the process of rule-making that is based on consultation and consensus 

towards more formal procedures and ensure uniform application of community laws 

that have binding legal force throughout every member state.  

There was a prospect of having an EU-style institution being present in ASEAN. The 

creation of rule-making mechanisms/organs and ASEAN Court of Justice has been 
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discussed and supported by many scholars.207 During the pre ASEAN Charter period, 

it has been suggested that the establishment of these supranational institutions should 

be provided in the ASEAN Charter.208  It was opined that the establishment of a 

supranational ASEAN court is crucial to ASEAN economic integration 

process.209Furthermore, it was emphasised that ASEAN economic integration could 

not effectively progress without a supranational ASEAN court.210 Nevertheless, due 

to different characteristics of these two organisations, it should be strongly considered 

that ASEAN  not merely copy the EU. Instead, ASEAN should learn from the EU’s 

experience in establishing the CJEU.211 It was pointed out that  jurisdiction of the 

ASEAN Court of Justice may be different from that of the CJEU.212 According to the 

ASEAN Institute of Strategic and International Studies (ASEAN ISIS) Memorandum 

on the ASEAN Charter, 18 April 2006, it was proposed that the ASEAN Court of 

Justice should be established as an independent body and have jurisdiction over 

ASEAN agreements, economic agreement, and disputes between the member 

states.213 Jusuf Wanandi, the vice chairman of the Board of Trustees of the Centre for 
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Strategic and International Studies also suggested that the ASEAN Court of Justice 

should consist of designated judges nominated by the member states.214  

Notwithstanding, no law-making institution for legislating community law and 

regional judicial institution have been established. Despite various agreements that 

have been signed and ratified, it is unlikely that ASEAN is ready toward community 

law. 215  ASEAN agreements usually uses vague terms that clearly fail to define 

practical rules of cooperation.216 However, in order to move towards deeper regional 

integration, acceptance of ASEAN community law should be recognised.217 ASEAN 

also continues to adhere to its non-binding nature and has no appropriate or effective 

mechanism to obtain compliance with regional obligations. Using the ASEAN 

Summit as the highest decision making authority implies that ASEAN continues to 

rely on political measures. 218  Though Article 25 of the ASEAN Charter allows 

ASEAN to establish an ASEAN Court of Justice, it is not ready to do so due to the 

weak rule of law in some ASEAN member states.219 It was argued that  the absence of 

an ASEAN court does not cause significant problems to ASEAN in practice, 

particularly when the International Court of Justice (ICJ) can decide disputes between  

member states.220 However, to firmly establish the AEC and a full-fledged common 

market, it would be necessary for ASEAN to have an ASEAN judicial institution that 

has authority to ensure compliance and enforcement of regional economic agreements 
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and other ASEAN instruments. Moreover, when ASEAN starts to develop its own 

law, the creation of a regional court would be essential.  

Nevertheless, the traditional ‘ASEAN Way’ will be an impediment to further 

institutionalisation. ASEAN should find a proper balance between the preservation of 

national sovereignty and the need for further regional integration. The traditional 

‘ASEAN Way’ should be adjusted so that ASEAN members can conduct regional 

affairs in a more unified manner and obtain the utmost benefits from regional 

integration. Although ASEAN members have long been strict in preserving national 

sovereignty, this would be an appropriate time to modify their traditional practices 

and adapt to the necessities of integration. Regional economic cooperation is less 

sensitive than political or security cooperation and would be a good place to start.   

ASEAN has shown a greater willingness than in the past to accept more formal and 

stronger monitoring compliance mechanisms in activities related to economic 

integration than those related to political-security and socio-cultural areas.221 This 

implies that ASEAN’s attitude towards the traditional ‘ASEAN Way’ has gradually 

started to change. Therefore, adaptation of the ‘ASEAN Way’ in the area of economic 

integration would be possible. Furthermore, it is true that establishing supranational 

organ such as a regional judicial institution may weaken national sovereignty of the 

member states. However, if the court’s jurisdiction is limited to particular areas, for 

example IP, it would have minimal effect on national sovereignty. The court would 

simply play a role in clarifying the law and ensuring that the law is consistently 

applied by the member states. It has been observed that sovereignty of  member states 
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in the EU has been lent rather given away.222Moreover, only limited sovereignty has 

been transferred to the community.223  

Consequently, in moving toward a more rule-based organisation, ASEAN should 

gradually dilute its commitment to the principles of national sovereignty and non-

interference. Pooling parts of national sovereignty in particular areas only, such as 

economics, would be necessary for ASEAN to obtain the utmost benefits from 

economic integration. In order to do so, the political will and the resolve of the 

member states must be strengthened. In the EU, one of the most important principles 

behind the success of the regional integration was the political will to pool national 

sovereignty to build a strong community.224 The interest of the community is put 

before the interest of individual member states thereby creating  a sense ownership in  

the EU among its citizens.225 Therefore, ASEAN members must know that deeper 

regional economic integration will not be possible without strong will and resolve to 

overcome all impediments. Thus, by gradually transferring national sovereignty to 

regional institutions, the ‘ASEAN Way’ would be modified in such a way that is 

appropriate for the establishment of the ASEAN community.   

 

5.1.3 Disparity in IP Protection among ASEAN Members 

A high level of harmonisation is not achievable so long as there is significant 
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diversity in the domestic IP regimes of the member states. At the outset, ASEAN’s 

members had different levels of development, which were manifested in disparities in 

the levels of IP protection and enforcement. Therefore, a task that should be 

prioritised in pursuing regional IP integration is to ensure that the proper standards of 

IP protection and enforcement are provided by all the member states. Although 

ASEAN has spent a lot of effort improving the IP standard of its member states, the 

IP systems of some members are still underdeveloped. To address this effectively, 

major factors should be taken into consideration as will be outlined below.  

 

5.1.3.1 Ensuring Appropriate IP Protection among ASEAN Members 

Strengthening the protection of IP rights in the CLMV would be key to decreasing the 

gaps in the IP standards and facilitate overall harmonisation in ASEAN. In order to 

help less developed members establish an appropriate IP system, the following should 

be considered. 

 

(a) Compliance with TRIPs  

It is widely accepted that TRIPs is the most important multilateral instrument in 

relation to IP protection and enforcement. It has been adopted to establish global IP 

rights standards. Doing so should reduce disparity of IP standards between WTO 

members and facilitate cross border trade.  All 10 ASEAN countries are members of 

the WTO. They are obliged to comply with the TRIPs obligations. Yet, IP protection 

and enforcement in some ASEAN countries, particularly ASEAN ‘least developed 
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countries’ still falls below the TRIPs standard. 226  To decrease differences in IP 

protection in ASEAN, particularly between the ASEAN-6 and CLMV, the TRIPs 

standard should be consistently implemented in all member states.  

However, compliance with the TRIPs standard may impose a significant burden on 

the least developed countries due to their lack of human and financial resources. In 

the less developed countries, complying with TRIPs may require more than just 

incorporating TRIPs provisions into their national laws. For instance, presently, there 

is no patent or trademark law in Myanmar.  It would be quite costly for Myanmar to 

reform its IP system and require significant changes to its existing system. Large 

amounts of human and financial resources would be required. Internal and external 

cooperation would be necessary in order to help ASEAN’s ‘least developed countries’ 

enhance their administrative capacity to provide adequate and effective IP protection 

and enforcement consistent with international standards. Therefore, to help the 

ASEAN least developed countries become TRIPs-compliant, closer collaboration 

between the member states and external assistance from developed countries and 

related international organisations would be necessary. 

(b) Enhancing Administrative Capacity for IP 

Over the past ten years, ASEAN members have cooperated with each other and with 

international partners to enhance IP regimes within ASEAN. This has provided a 

clearer framework for ASEAN’s IP harmonisation. However, although cooperation 

between ASEAN members and with external partners has improved, current efforts 

are still not enough to achieve all the commitments. Due to capacity limitation, it is 
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more burdensome for member states with less administrative capacity and 

infrastructure to incorporate and accommodate high IP standards. Such disparity 

could impede the less developed countries from equally enjoying the benefits of 

implementing IP projects and initiatives. This is a major reason that implementation 

of ASEAN regional IP frameworks have fallen behind schedule.  

To enhance capacities of less develop members, particularly the CLMV, in addition to 

regional programmes and initiatives, bilateral assistance programmes for the CLMV 

can be considered as critical tools in building IP capacities in these countries. It was 

opined that bilateral cooperation is likely to be easier to achieve than multilateral 

cooperation.227 When more parties are involved, cooperation is harder to achieve.228 

Given different needs and capabilities, it is quite hard to create one-size capacity 

building programmes that fit all countries. In ASEAN, more developed members such 

as Singapore, is suited to provide assistance and capacity-building to less developed 

members because of the quality of its IP regime. This is consistent with the ‘ASEAN-

help-ASEAN’ approach. It has been suggested that this principle should always be 

adopted and strengthened in order to help lesser developed member countries.229 The 

IP Office of Singapore (IPOS) has signed several  memorandum  of understanding 

(MOU) with other ASEAN countries  to enhance IP cooperation within the region. 

The MOU between IPOS and Cambodia’s Ministry of Industry and Handicrafts 

(MIH) is a good example. This MOU was signed to facilitate access to IP rights in 
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these two countries. Under this MOU, IPOS’s patent search and examination reports 

would be recognised by the MIH. This collaboration makes it easier for applicants to 

seek IP protection in these two countries.230 Less than two months after the signing of 

this MOU, the first ever Cambodian patent was granted, and it was from Singapore.231 

This patent was granted based on a positive IPOS search and examination.232 Apart 

from creating a milestone in the development of the IP system in Cambodia, this 

clearly demonstrates the benefits of having closer cooperation between more 

developed and less developed countries and the embodiment of greater IP 

harmonisation in ASEAN .  

The IPOS and Vietnam IP Office also reached an MOU to help enhance cooperation 

between them.  It is expected to provide more effective IP administration and capacity 

building and have a positive impact on trade relations between these countries. 

Furthermore, a MOU on the Singapore-Myanmar Integrated Legal Exchange between 

Singapore’s Law Ministry and the Union’s Supreme Court was signed. This is 

expected to provide better understanding of legal matters, and improved systems and 

institutions in both countries through the exchange of scholars, legal materials and the 

provision of training and seminars for Myanmar officials.233 This will allow Myanmar 

to have a closer look at Singapore’s experience in building its capacity to protect and 
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enforce IP laws.  

Furthermore, there has been a lot of cooperation in the field of IP rights between 

ASEAN and its trading partners. The EU is the trading partner that has continuously 

provided assistance to ASEAN countries in strengthening the institutional capacity for 

IP administration and enforcement. To help promote effective IP systems in these 

countries, bilateral cooperation is more focused. The EU has had dialogues on IP 

issues with some ASEAN countries such as Thailand, Indonesia, Malaysia and 

Vietnam.234 There are also some ongoing programmes involving the EU aimed at 

providing technical IP assistance to some ASEAN countries such as Indonesia, 

Philippines, Cambodia, and Vietnam. 235   Recently, there is also the cooperation 

between Japan Patent Office (JPO) and the Ministry of Science and Technology 

(MOST), Myanmar. The JPO has provided Myanmar with its know-how on 

management and sent experts to provide advice on the draft IP law.236 Also, some 

government officials of Myanmar were invited to attend IP training programmes in 

Japan.237  The results of the closer cooperation between these two countries have been 

helping Myanmar move toward passing its first comprehensive set of IP law.238  

It could be seen that there is increased level of bilateral cooperation between 

developed and less developed countries in order to enhance ability to protect and 
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enforce IP rights in less developed members. This could help increase human and 

institutional capacity of IP Offices in these countries. By using bilateral cooperation, 

it might be easier to formulate a framework that is appropriate for specific conditions 

of each party. Consequently, in order to narrow disparities in IP protection and 

prevent gap from widening further, special emphasis and assistance should be more 

given to less developed ASEAN countries. Closer cooperation on capacity building at 

a bilateral level would help ASEAN least developed members improve their 

administrative capacity to implement regional IP policy effectively. 

(c) Awareness about TRIPs-Plus 

IP systems can be enhanced through ratification of international agreements. It is 

widely acknowledged that most international trade agreements agreed to between 

more and less developed countries contain IP clauses requiring higher levels of IP 

protection. Most bilateral trade agreements, particularly FTAs between developed and 

developing countries, require the contracting parties to amend their domestic laws and 

accede to major international IP conventions. The result is an improvement in their IP 

regimes. However, it sometimes requires incorporating a much higher standard than 

TRIPs requires. This imposes a greater burden on less developed countries to 

implement TRIPs-Plus provisions while they are trying to comply with the TRIPs 

agreement. Imposing TRIPs-plus obligation on developing and least developed 

countries would increase their level of IP protection and thereby bridge the disparities 

in IP standards between them and developed countries. However, the lack of 

economic and social capacity could result in adverse effects on the public interest.  

An IP standard that is too stringent would require the vast majority of ASEAN 

countries to make extensive changes to their IP systems.  Moreover, it could have a 
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negative impact on access to essential medicine in those countries if the TRIPs plus 

standard in pharmaceutical patent is implemented. TRIPs plus provisions that inhibit 

access to affordable medicine usually result in limitations in a nation’s ability to use 

the public health flexibility provided for in the TRIPs agreement. Therefore, the cost 

of dealing with public health problem and high and unaffordable medicine prices 

would outweigh the trade benefits of signing an agreement.  

Many ASEAN countries have ratified bilateral trade agreements (BTAs) with IP 

provisions with developed countries.  Doing so has resulted in increased IP standards. 

Some of the agreements promote TRIPs compliance by ASEAN members. For 

example, the US-Vietnam BTA and the US-Cambodia BTA.  These BTAs required 

Vietnam and Cambodia to comply with the TRIPs standard although they had not yet 

become members of the WTO.239 This could help enhance IP standards and decrease 

the disparity in these IP regimes. Notwithstanding, some FTAs require the 

implementation of more stringent standard than the ones provided in the TRIPS 

Agreement. For instance, Singapore adopted the TRIPs-Plus standard after signing 

FTA with the US. This resulted in a widening gap of the IP standard among the 

member states, which could impact harmonisation. Also, there are various ongoing 

trade negotiations between developed countries and ASEAN countries that include 

TRIPs-Plus obligations. Most of them are not ratified. The required IP standard, 

particularly in the area of medical patents, is too stringent and could severely affect 

the public health of less developed countries. For instance, the Thai government 

rejected  a US demand  because of concerns  about the potential impact on the access 
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to affordable medicine.240 Malaysia has expressed similar concerns. 241 It is uncertain 

if these FTAs will ever be ratified.  

It is widely acknowledged that the US and the EU aggressively use FTAs which 

include TRIPs-plus provisions as a tool to obtain benefits beyond those that would be 

derived from TRIPs.242 Compared to US FTAs, TRIPs-Plus obligations under EU’s 

FTAs emphasis PVRs, GIs, and biotechnological inventions rather than public health 

issues.243   Countries with less bargaining power have signed FTAs and accepted 

TRIPs-Plus provisions and yielded to the power of more developed countries in 

exchange for trade benefits and financial aid. 244 As a result, they have experienced 

problems accessing affordable medicine and public health concerns as a result. It 

appears that an IP standard that is too stringent has a negative impact on the public 

interest in ‘developing’ and ‘least developed’ countries. This is particularly true in 

public health matters, which can lead to a limitation of the flexibility provided by 

TRIPs. This could adversely affect development of these countries, particularly the 

development of health related matters.  If people do not have long and healthy lives, 

the level of human development will not increase. 245  This could increase the 

development gap between the rich and poor countries.  

Therefore, since most ASEAN members are ‘developing’ and ‘least developed’ 

countries, they should take the potential disadvantages of complying with TRIPs-Plus 
                                                
 
240 Charles T. Collins-Chase, ‘The Case Against Trips-Plus Protection in Developing Countries Facing 
Aids Epidemics’ (2014) 29 U Pa J Int’l L 763, 801. 
241 Mohammed K El Said, Public health related TRIPS-plus provisions in bilateral trade agreements 
(World Health Organization (WHO) and the International Centre for Trade and Sustainable 
Development (ICTSD) 2010) 160. 
242 Gustavo Ghidini, Rudolph J.R. Peritz and Marco Ricolfi, TRIPS and Developing Countries: 
Towards a New IP World Order? (Edward Elgar Publishing 2014) 56-57. 
243  Pedro Roffe and Christoph Spennemann, ‘The impact of FTAs on public health policies and TRIPS 
flexibilities’ (2006) 1 Int J Intell Prop Mgmt 75, 78-79. 
244 Ghidini, Peritz and Ricolfi (n 242) 57. 
245 UNDP, ‘Human Development Index (HDI)’ (n 17). 



   323 

obligations into account and find strategies to deal with them before signing any 

international agreements that include TRIPs-Plus provisions. Due to their insufficient 

capacity and resources to manufacture medicine and effectively support public health, 

ASEAN ‘developing’ and ‘least developed’ countries should not implement the 

TRIPs-Plus standard if it would limit TRIPs flexibilities and adversely affect access to 

affordable medicine. At the same time, developed countries should stop putting 

TRIPs-Plus obligations and other forms of pressure on ‘developing’ and ‘least 

developed’ countries in bilateral and regional trade agreements. It should be a concern 

to them that imposing TRIPs-Plus standard on countries that are unprepared to 

implement such a high standard could cause significant loss and harm to these 

countries. This could obstruct instead of foster the country’s overall development.  

This notion has been widely supported by many scholars. According to a WHO 

briefing note, developing countries ‘should not ‘trade away’ their people’s right to 

have access to medicines’ through international trade agreements that includes TRIPs-

Plus requirements.246 The Commission on Intellectual Property Rights, Innovation 

and Public Health (CIPIH) has recommended that ‘Bilateral trade agreements should 

not seek to incorporate TRIPS-Plus protection in ways that may reduce access to 

medicines in developing countries’.247 Some NGOs requested that the US and EU  

stop  pressuring developing countries during BTA’s negotiations to accept a  demand 

for TRIPs-Plus.248 However, despite numerous requests to stop imposing TRIPs-Plus 

obligations on ‘developing’ and ‘least developed’ countries, developed countries still 
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insist that TRIPs-Plus commitments be included. 249  For instance, in the ongoing 

negotiations of the Trans-Pacific Partnership (TPP) and Regional Comprehensive 

Economic Partnership (RCEP) agreements, the US and Japan still pushed for TRIPs-

Plus standards.250 The RCEP includes all 10 ASEAN countries. If ratified, it will have 

a significant impact on IP protections in ASEAN countries. This could result in an 

improvement of their IP regimes and raise the IP standard to the level of developed 

countries. However, requiring rapid implementation of TRIPs-Plus provisions would 

not be appropriate for countries still trying to comply with TRIPs. Patent protection 

that is too strict could jeopardise access to medicine and adversely affect the public 

health of ASEAN countries. 

Consequently, it should be concerned that stringent IP protection could provide 

differential effects on countries at different stages of development. In order to help 

ensure appropriate IP protection and to protect the public interest, ASEAN 

‘developing’ and ‘least developed’ countries should not incorporate the TRIPs-Plus 

standard into their national laws. At the same time, developed countries should not 

encourage these countries to enter into trade agreements with TRIPs-Plus obligations, 

which may negatively affect their public health. The challenge for ASEAN would be 

to address the public health issue while maintaining IP system that can promote 

innovation. 

(d) Strengthening IP Rights Enforcement 

Inadequate IP rights enforcement can hinder ASEAN countries in ensuring 

appropriate IP protection. Despite having IP laws more in line with international 
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standard, many ASEAN countries, particularly ASEAN developing and least 

developed members still have weak IP enforcement. Although Article 41-61 TRIPs 

sets forth provisions relating to the enforcement of IP rights, the scope of this section 

gives only general guidance.251 It provides an overview of the WTO member states’ 

commitments in ensuring minimum requirements for the enforcement of IP rights.252 

Member states are permitted, but are not obliged to implement stricter level of IP 

enforcement measures. 253  Consequently, member states are at liberty to adopt IP 

enforcement procedures depends on their national interests and capacities.254 

Due to the lack of effective administrative and judicial mechanisms to ensure that IP 

rights are enforced, majority of ASEAN countries have been facing rampant IP 

infringement. For instance, according to 2016 USTR’s Special 301 Report, Thailand 

and Indonesia were still maintained on the Priority Watch List, and thereby pressured 

by the US to urgently improve IP enforcement.255 In this report, Vietnam is still on the 

Watch List. Online piracy and sales of counterfeit goods over the Internet continue to 

be widespread.256 Furthermore, Malaysia is another ASEAN country that has been 

complained about weak enforcement of IP rights.257 Malaysia is the country with a 

                                                
 
251 OECD, The Economic Impact of Counterfeiting and Piracy (OECD Publishing 2008) 198; Christian 
H. Nguyen, ‘A Unitary ASEAN Patent Law in the aftermath of TRIPs’ (1999) 8 Pac Rim L & Pol’y J 
453, 476. 
252 ibid. 
253 ibid. 
254 ibid. 
255 USTR, ‘2016 Special 301 Report’ (2016) 36-38 <https://ustr.gov/sites/default/files/USTR-2016-
Special-301-Report.pdf> accessed 2 May 2016. 
256 ibid 50.  
257 OECD, OECD Investment Policy Reviews OECD Investment Policy Reviews: Malaysia 2013 
(OECD Publishing 2013) 35. 



   326 

long history of media piracy. 258  Despite the efforts for improvement of IP 

enforcement, online piracy in Malaysia is still growing.259  

However, among the ASEAN countries, Philippines is a noteworthy example of 

making progress addressing the problem of IP infringement as it has been removed 

from Special 301 Watch List for 3 consecutive years.  In 2016 report, it still remained 

out of the US government’s list of countries tagged with the problems on IP 

protection and enforcement. Since 1994, Philippines has been continuously placed on 

the Watch List or Priority Watch List.260  In recent years, Philippines has put much 

effort into enhancing its IP protection and enforcement through legislative 

reformation and other measures in order to improve the IP environment.261 As a result 

of effective governance reforms, Philippines has successfully moved towards 

achieving a more effective civil and administrative enforcement.262 Allan B. Gepty, 

deputy director general of IPOPHL, said that Philippines’s success in strengthening IP 

protection and enforcement was due to the collective efforts to increase public 

awareness and build up capacity of enforcement agencies.263 He further claimed that 
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strong IP enforcement would not be achieved without competent courts. 264  This 

demonstrates progress by a country in the developing world in improving its IP 

regime and effectively addressing the problem of IP infringement, which could 

inspire other ASEAN countries to follow Philippines’ footsteps. 

Raising awareness on IP protection is considered an important element to combat 

counterfeiting and infringement of IP rights.265 Given IP is a relatively new concept to 

developing and least developed countries, public awareness and understanding of IP 

in these countries is quite low. Although ASEAN has recognised the importance of IP 

rights to economic development and has steadily attempted to increase IP awareness 

at the national and regional levels, IP awareness in ASEAN has generally been low.266  

Various initiatives have been taken in order to raise IP awareness at all levels  

consistent with ASEAN IPR Action Plan 2011-2015. These initiatives have taken the 

form of issuing campaigns, and making IP resources available by establishing patent 

libraries, the ASEAN IP Portal and ASEAN TMview which provides relevant 

information about IP protection in ASEAN countries. These tools facilitate ASEAN 

stakeholders to access relevant information on patents, IP laws and trademarks, 

respectively.267 Nevertheless, increasing IP awareness remains challenging and seems 

likely to be ‘a never-ending task’.268 According to the ASEAN IPR SME Helpdesk, 
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the lack of awareness of importance of protecting IP is considered as the most 

common issue in ASEAN.269 A representative from the WTO also pointed out that IP 

awareness in ASEAN is still low due to ‘the lack of original creations in the region’s 

business and industrial sectors’.270 Rather than developing their own products, they 

tend to import finished products from other countries.271 For instance, patent is likely 

to be a good indicator for innovation. The number of patent applications can indicate 

how seriously countries were engaged in innovation activities.272 Also, the number of 

granted patents can measure technological capability of a country.273 According to 

WIPO statistics database, between 2000 and 2014, the number of applications and 

grants of patent in the ASEAN-6 countries and Vietnam is largely dominated by non-

residents.274 To date, no domestic patent has been granted in Cambodia.275 Moreover, 

no domestic patent applications have been filed in Lao PDR and Myanmar.276 These 

statistics indicate the need to improve indigenous technology capacity in ASEAN 

countries. ASEAN members, particularly Cambodia, Lao PDR and Myanmar (CLM) 

are relatively lacking in innovation capacity. Consequently, the challenge of ASEAN 

would be to improve IP protection and innovative capacity of the member states to be 

able to develop IP products themselves. It should be ensured that ASEAN countries 

can move from product imitators to innovators. To this end, priority should be given 
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to building R&D infrastructure. More developed members such as Singapore, Brunei 

Darussalam, and Malaysia are encouraged to increase R&D spending to promote 

creativity and innovation.277 Raising the quality of education is also seen as a crucial 

factor in promoting innovation.278 

To spread awareness of the benefits of IP and stimulate its use as a tool to promote 

creativity and innovation, an educational approach should be pursued. An effective 

method to increase IP awareness is to include IP matters in the national education 

system, particularly at university level. 279  IP should be taught to students in all 

disciplines, not only to law students.280 Recently, Director General Josephine Rima-

Santiago of the Intellectual Property Office of Philippines (IPOPHL) also opined that 

to effectively deal with IP violations, education would be the key to change people’s 

attitude towards IP. 281  She also added that teaching about IP should start in 

elementary schools to raise IP awareness among young people.282  When people have 

a good understanding in IP rights, they would recognise its importance and benefits. It 

should be emphasised that IP protection is crucial to establish a knowledge-based 

driven economy. Developed countries that have strong economies have a strong 

knowledge based economy due to flourishing creativity and innovation. They have 

been using IP to add value to information, knowledge and ideas and to transform 

these intangibles into concrete economic assets. Consequently, it is necessary for 

nationals among the ASEAN members to have adequate knowledge and 
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understanding in IP right if ASEAN countries wish to be competitive in the global 

market.    

Weak national judicial system is another major factor that leads to inadequate 

enforcement of IP rights in ASEAN countries. 283  Since legal IP trade is a new 

development to countries in developing world, the governments may not exert 

sufficient effort to reform their national judicial systems. For instance, according to 

2015 Special 301 Report, despite the growing number of online piracy and sales of 

counterfeit goods in Vietnam, the government failed to implement guidelines for 

enforcement agencies and courts to levy deterrent criminal penalties against IP rights 

violators.284 The situation was expected to be worsened, unless the government take 

sufficient action to deter counterfeiting and piracy.285 Furthermore, it was claimed that 

although IP systems of the ASEAN developing countries have generally improved, 

the enforcement of IP rights, particularly in patent rights were still weak and 

inadequate.286 Despite high rates of infringement, there was low prosecution rates of 

infringement. 287  This demonstrates urgent need for ASEAN countries to provide 

stronger enforcement systems, particularly strengthening national judicial system. 

It has been suggested that establishing a specialised IP court is one of the measures to 

strengthen the IP enforcement system.288 Adopting this approach will help improve 

the quality and efficiency of IP litigation. By having well-trained judges specialised in 
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IP related matters, better quality of decision-making will be realised.289 Presently, 

Thailand and Malaysia are the only two countries in the region that have successfully 

established specialised IP court. The existence of the Central Intellectual Property and 

International Trade Court (CIPITC) has helped the development of IP law in 

Thailand.290 Establishing the IP court is also considered as a great success in Malaysia 

since it can handle IP cases quicker and more effective.291 It was further claimed that 

establishing the specialised court can help accelerate the development of IP laws in 

countries that have not yet achieved a full-fledged of IP laws.292 Given most of the 

ASEAN countries is still struggling to improve their IP systems, strengthening 

national judicial system through the establishment of IP court seems to be an 

appropriate measure.  

It appears that despite the enactment of new IP laws that is consistent with 

international standard, weak IP enforcement can undermine the ASEAN countries’ 

efforts in establishing appropriate IP protection.  To foster effective enforcement of IP 

rights, raising IP awareness and strengthening national judicial system would be 

necessary. However, although IP rights enforcement in ASEAN countries is generally 

weak and still needs a lot of improvement, the situation has improved in some 

countries. Acknowledging and being concerned about the problem and by developing 

a clear framework to deal with it, can lead to success, as in Philippines. 
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5.1.3.2 Participating in the Global IP Community 

Various international agreements on IP rights have been ratified in pursuit of a global 

IP standard. One of the strategic goals of ASEAN IPR Action Plan 2011-2015 is to 

stimulate its member states to participate in international IP agreements in order to 

strengthen their IP regimes and increase competitiveness of the region.293 However, 

some members failed to accomplish the accession by the 2015 target date. According 

to the AEC Blueprint 2025, ASEAN clearly expressed intention to carry on its task of 

ensuring that ASEAN members play an active role in the international IP community. 

Accession to the PCT, the Madrid Protocol, and the Hague Agreement is one of the 

initiatives under the Blueprint and the upcoming ASEAN IP Rights Action Plan 2016-

2025. Member states are also encouraged to accede to other WIPO-administered 

treaties. However, no exact time frame has been given. If this can be accomplished, it 

would help the IP regimes of the ASEAN members be more in line with international 

IP standards. By completing accession to international IP treaties, particularly the 

PCT, the Madrid Protocol, the Hague Agreement, the Paris convention, and the Berne 

Convention, at least ASEAN members would have their substantive and procedural IP 

laws meet the minimum standards provided under these treaties. IP laws and 

administrative procedures would therefore improve and ultimately provide a more 

friendly IP environment.  

ASEAN members have made steady progress in acceding to international IP 

agreements.294 Singapore  has  joined all of the major international IP treaties namely, 

TRIPs, the Paris Convention, the Berne Convention, PCT, the Madrid Protocol and 
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the Hague Agreement. Also,  ASEAN ‘developing countries’ have shown  progress in 

preparing for accession to these treaties. Cambodia and Lao PDR have also made 

progress, whereas Myanmar has not and is still falling behind. However, Myanmar is 

currently reforming its IP regime and should be soon ready to participate in the 

international IP community.  

Acceding to international IP treaties will impose a much greater burden on less 

developed countries. They will be required to make substantial changes to their 

substantive laws and administrative procedures. Consequently, internal assistance 

from more developed members would be necessary. It would decrease harmful 

diversity and allow the less developed countries to catch up to the more developed 

countries. This would be consistent with the spirit of ‘ASEAN-help-ASEAN’ 

approach, which aims to intensify cooperation between the member states, particular 

between more and less developed member countries. It is expected that sharing of 

experience and expertise between the members would help transfer knowledge and 

know-how to less developed countries in order to assist their developments. 295 

Moreover, a strong resolve and political will to enhance the IP regimes would be 

essential. Strict compliance with the ASEAN IPR Action plan and other initiatives 

would help bring ASEAN closer to its goal of harmonisation.  

 

5.1.3.3 Developing Appropriate Implementation and Monitoring Compliance 

Mechanisms 

Sufficient administrative capacity of member states and effective compliance 
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mechanisms is key to the successful implementation of regional IP policies and 

initiatives. The problem that ASEAN has been facing is not a lack of vision or a plan 

of action. Instead, ASEAN’s problem is ‘ensuring compliance and effective 

implementation’ of its instruments by the member states.296 This obstructs ASEAN’s 

progress in pursuing regional cooperation and integration, including weakening the 

credibility of ASEAN. 297  Therefore, in order for ASEAN to achieve deeper 

integration and establish a full-fledged AEC, it should ensure that all ASEAN 

members are in compliance with their obligations.298  

After the adoption of the ASEAN Charter, mechanisms to ensure implementation and 

monitor compliance of ASEAN instruments improved. The ASEAN Coordinating 

Council , ASEAN Community Councils , and the ASEAN Sectoral Ministerial Bodies 

were authorised to ensure the implementation of the ASEAN instruments. 

Furthermore, the ASEAN Secretariat was given an active role in monitoring the 

implementation of ASEAN’s policies. However,  there are still many areas  regarding 

roles in implementation and monitoring compliance that remain unclear in the 

ASEAN Charter.299 For instance, although the ASEAN Charter made the ASEAN 

Secretary-General responsible for facilitating and monitoring the implementation of  

ASEAN’s agreements and decisions, there are  no clear rules or guidelines on how the 

Secretary-General can gather compliance information of the member states and 

evaluate their compliance.300 Furthermore, in some areas such as the implementation 

of the AEC Blueprint, the ASEAN Economic Ministers and the ASEAN Secretary-
                                                
 
296 Pavin Chachavalpongpun (ed), The Road to Ratification and Implementation of the ASEAN Charter 
(Institute of Southeast Asian Studies 2008) 52. 
297 ASEAN ‘Report of the Eminent Group on the ASEAN Charter’ (n 88) 21.  
298 ibid 6. 
299 Hao Duy Phan, ‘Promoting Compliance: An Assessment of Asean Instruments since the Asean 
Charter’ (2013-2014) 41 Syracuse J Int’l L & Com 379.  
300 ibid 387. 



   335 

General have been given the same function of monitoring the implementation of the 

AEC Blueprint.301 Therefore, despite the adoption of the ASEAN Charter, in practice 

ASEAN still faces uncertainty in ensuring compliance because of the existence of 

unclear provisions in this area.   

Furthermore, the ‘ASEAN Way’ has been criticised for fostering habits of non-

implementation.302 Lack of enforcement measures make the cost of non-compliance 

relatively low.303 ASEAN has placed much emphasis on the principles of national 

sovereignty and non-interference. It has not been prepared to initiate punitive action 

for non-compliance. It is viewed that punitive action can create inter-state conflicts, 

which undermines the traditional ‘ASEAN Way’.304 However, the lack of punitive 

compliance mechanisms has caused some to opine that ASEAN is an ‘imitation 

community’. 305 The primacy of state sovereignty and non-intervention would not 

allow ASEAN to develop a ‘hard compliance mechanism’ that would undermine the 

principles of the ‘ASEAN Way’. 306  Instead, consultation through sharing of 

implementation experience, understanding, awareness and discussion among the 

member states are the most popular methods used to promote and ensure 

compliance.307   
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The AEC Scorecard was developed by the ASEAN Secretariat to assess and monitor 

the implementation of AEC-related measures in accordance with the AEC Blueprint 

2015. To become a highly competitive economic region, implementing measures 

relating to IP rights are included in Pillar II of the blueprint. The blueprint requires 

ASEAN members to fully implement the ASEAN IPR Action Plan, which sets out 

several goals and actions relating to IP rights. To date, only two AEC scorecards have 

been made available to the public, one in 2010 and the other in 2012. However, 

progress of the ASEAN members in implementing each pillar of the AEC can still be 

found in various ASEAN Secretariat publications.308 The AEC scorecard 2012 graded 

compliance as ‘fully implemented’ and ‘not-fully implemented’. A measure is 

categorised as ‘fully implemented’ when it has been implemented by all ten member 

states. 309  In the area of IP rights, five measures have been ‘fully implemented’. 

Meanwhile, one measure has been considered as ‘not-fully implemented’.310 Also, 

Annex 2 of the AEC Scorecard 2012 rated the level of IP implementation of each 

ASEAN country during 2008-2011. Indonesia, Malaysia, Philippines, Singapore, 

Thailand and Vietnam all implemented all targeted IP measures during 2008-2011.311 

Brunei Darussalam, Cambodia, Lao PDR and Myanmar implemented half of the 

targeted measure during that timeframe.312 Compared to other areas, progress can be 
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seen in the area of IP rights.313 However, although substantial achievements have 

been made in implementing IP initiatives, the remaining targets, particularly acceding 

to major international IP treaties are not expected to be achieved after 2015.314  

The AEC Scorecard can track the progress of implementing IP policies.  However, it 

has shortcomings.  For instance, it fails to explain implementation delays and it has 

been criticised for its lack of usefulness in practice. The Scorecard only measures 

aggregate progress but fails to provide measures of how to improve and ensure 

implementation and compliance. Moreover, the AEC Scorecard relies on self-

assessments. The member states report their own implementation progress, subjecting 

the process to possible overestimation and inaccurate reporting as the deadline in 

2015 looms.315 Also, information provided by Annex 2 of the 2012 AEC Scorecard 

does not clearly indicate a real stage of implementation or the challenges faced by  

each member state.316 IP capacities vary among the ASEAN countries. Myanmar 

faces the greatest challenge and has made the least progress. The IP regime in 

Myanmar still falls well below the international standard. Yet, the 2012 AEC 

Scorecard rates Myanmar at the same level as Laos, Cambodia and Brunei 

Darussalam. More importantly, despite its role as a compliance tool, there is no 

mechanism to enforce sanctions on member states for failure to implement measures 

within the agreed time frame.317 This seems to be the biggest shortcoming of the AEC 
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scorecard.318 Therefore, it is still questionable whether the AEC Scorecard accurately 

evaluates and monitors compliance.  

ASEAN IPR Action Plan 2011-2015 also provides implementation and monitoring 

mechanisms.  ASEAN members and the ASEAN Secretariat are separately appointed 

to act as leaders of each initiative.319 A leader is responsible for fully implementing 

initiatives in accordance with the action plan.320 For instance, Singapore was the 

leader in the implementation of the ASEAN Patent Search and Examination 

Cooperation (ASPEC). Meanwhile, the ASEAN Secretariat acted as the lead in the 

accession to the Patent Cooperation Treaty (PCT). Each initiative would  also have  a 

country champion or champions that would work closely with the leader to ensure 

that each initiative would have a desirable outcome.321  Moreover, implementation 

would be guided by documents developed by the lead country/ies. 322  However, 

despite the fact that ASEAN members and the ASEAN Secretariat play roles in 

implementing and monitoring implementation,  guidelines and procedures to evaluate  

and monitor implementation are not clearly provided. No specific instructions are 

provided explaining how to monitor implementation by other member states. This 

lack of clarity can obstruct the fulfilment of these responsibilities and negatively 

impact the overall effectiveness of the process. Furthermore, there is no guarantee that 

all of the initiatives will be implemented by all the member states within the 

timeframe.  
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Despite having provided the tools for monitoring the implementation of and 

compliance with regional IP obligations, cooperation in this area has proceeded 

slowly and fall behind schedule. The problem of non-compliance by member states is 

a major impediment. ASEAN tends to use ineffective consultative mechanisms rather 

than hard compliance mechanisms. To deal with this issue, some recommendations 

have been made to ASEAN. It was suggested that ASEAN should adopt punitive 

sanction-based compliance mechanisms. 323 The Economic Research Institute for 

ASEAN and East Asia opined that ‘commitment and agreements without any punitive 

actions in case of breaches are meaningless’. 324  The lack of sanctions makes 

complying with ASEAN’s ‘binding’ commitments voluntary rather than mandatory, 

naturally causing delays in overall implementation.  However, imposing sanctions is a 

sensitive issue in ASEAN. 325  Adopting a sanction regime can be seen as an 

undermining ASEAN’s fundamental principles of the ‘ASEAN Way’. The adoption 

of sanctions may be contrary to ASEAN’s nature. It may require reforms of the 

traditional ‘ASEAN Way’ and more profound institutional changes, such as 

infringements on national sovereignty.  

Moreover, to ensure that a law or policy is effectively implemented by all member 

states, enhancing their administrative capacity is a precondition. 326  Capacity for 

effective implementation of regional IP policy can be ability to fully achieved its 

objectives or targets within set timeframe. To this end, sufficient knowledge, 
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resources, and motivation to reach objectives are required. 327  This underlies the 

importance of intense cooperation on administrative capacity building of ASEAN’s 

less developed members, particularly the CLMV. In the EU, effective implementation 

is considered as ‘collaborative project’.328 Apart from ensuring that all members states 

are consistently applied policy and law, learning from experiences of other member 

states is necessary. Since there may be many different ways to achieve one objective, 

comparing policy performance of member states can help assess effectiveness of 

implementation of policy and law.329 Consequently, to help ASEAN ensure effective 

implementation of regional IP policy, collaboration through sharing expertise and 

experience between member states under the spirit of ‘ASEAN-help-ASEAN’ 

approach should be adopted. This would assist less developed members to effectively 

implement ASEAN’s IP policies.  

Therefore, in order for ASEAN to integrate its community, it should prioritise 

enhancing administrative capacity of less developed members and carefully consider 

the ramifications of both a soft compliance mechanism and hard compliance tools. It 

has been suggested that ASEAN should adopt sanctions as part of its working 

principles and mechanisms. Doing so would allow ASEAN to use sanctions to 

complement the ‘ASEAN Way’.330  Moreover, to enhance adherence to the rule of 

law, sanctions should be introduced to support the existing dispute settlement 

mechanism. 331  This would help ensure that all the ASEAN’s commitments are 
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properly enforced and disputes are resolved.332 However, ASEAN should carefully 

consider which forms of actions would be appropriate and in what areas it should 

focus to make this notion more acceptable to the members. Since sanctions can take a 

number of form, member states should discuss which approach is compatible and 

appropriate for helping ASEAN move towards more effective and efficient 

institution.333 ASEAN should start to apply hard compliance mechanisms in areas that 

impact the operation of the common market, such as IP rights. The ASEAN 

Framework Agreement, ASEAN IPR Action plan, and other related binding 

instruments all aim to improve and harmonise IP regimes. Ensuring that ASEAN 

members take their obligations seriously and consistently implement the IP policies in 

accordance with these instruments is required in order to assist the AEC to function 

effectively. Thus, hard compliance mechanisms should be employed to ensure that 

ASEAN’s commitments are properly enforced. Acceptance of using this approach 

would help the ASEAN’s member achieve deeper integration. However, this should 

be developed carefully while taking into consideration the various capacities of each 

member state.   

 

5.1.3.4 Standardising IP Regimes among the ASEAN Members 

ASEAN fully realised that harmonisation of IP laws is one of the key elements 

fostering deeper economic integration. Consequently, establishing a regional IP 

system has long been one of the ASEAN’s goals. Notwithstanding, due to the 

diversity in IP regimes and the varying levels of development of the member states, 
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these goal has never been achieved. Therefore,  ASEAN IPR Action Plan 2011-2015 

adopted a more flexible approach by changing its goal from establishing a harmonised 

regional IP system to ‘a more flexible IP cooperation model’.334  

However, harmonising the regional IP regimes is still necessary for ASEAN to 

efficiently facilitate the common market. As previously discussed in Chapter 3, the 

EU has steadily sought harmonisation through the issuance of directives and 

regulations and the ratification of IP international agreements. It has successfully 

established a unitary system of IP rights in many areas. The establishment of an EU-

wide IP systems is considered ‘a logical part of the process of consolidating the single 

market’. 335  Therefore, to ensure that goods can move freely within an ASEAN 

common market, further harmonisation of IP laws at regional level would be required. 

Two primary ways to accomplish this are discussed below.    

 

(a) Approximating IP Laws of the Member States 

An approximation of laws differs from a complete harmonisation.336 Approximation 

can be realised by various methods. One of the most common way can be found in 

international agreements that provide minimum standards, such as the TRIPs 

Agreement.337 TRIPs obliges adopting countries to provide a minimal standard, which 

would help  homogenise the IP protection of the member states. Member states would 

still be free to adopt protection that goes beyond the TRIPs minimum standard. 
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However, this could result in different IP standards from country to country.  

Therefore, approximation of national IP laws would not cause the IP standards of the 

member states to be exactly the same. The tendency is to standardise the IP laws only 

in certain substantive areas and to certain degrees.  

An approximation of national laws relating to IP rights between the member states 

can be also conducted through the creation of regional legislative instrument. The EU, 

has majorly relied on this measure to harmonise IP laws of its members. The EU has 

approved substantial harmonisation directives in various areas to approximate the IP 

laws of its members. However, unlike the EU, ASEAN remains an intergovernmental 

organisation. It lacks institutional bodies that function like the European Parliament, 

European Council, European Commission and the CJEU, which are directly involved 

in the EU legislative process.  ASEAN provides a much looser framework for 

agreement and cooperation when compared with the EU’s legislative measures. The 

ASEAN Framework Agreement on IP Rights (The Framework Agreement) is the only 

regional agreement in this field that ASEAN has enacted. However, it is considered 

merely ‘a statement of intention of the ASEAN countries’ to enhance cooperation on 

IP rights.338  The agreement provides a flexible framework to bring members’ IP 

protection in conformity with international standards through the adoption of TRIPs 

obligations. The most ambitious goals under this agreement seems to be ASEAN’s 

commitment to explore the possibility of an ASEAN patent and trademark system, 

including ASEAN patent and trademark office. To implement these goals, various 

cooperation and action plans were initiated. However, no specific timeframe is 
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given. 339  The implementation of the Framework Agreement is still an on going 

process. Some objectives, particularly those relating to developing regional IP regime 

can still not be achieved. It was opined that due to substantial differences in economic 

development between the member states, harmonising regional IP rules and 

enforcement in ASEAN could be considered as a long-term goal. 340  Therefore, 

ASEAN departed from its ambitious goal in creating a regional IP system. Instead, the 

approximation of IP laws in ASEAN relies primarily on the accession to international 

IP treaties and the adoption of international standards rather than using regional 

legislative instruments to develop their own standard. 

Acceding to international IP treaties such as the Berne Convention, the Paris 

Convention and the TRIPs agreement can help standardise substantive IP laws of the 

member states to meet the minimum requirements as provided under these treaties. 

These treaties provide a minimum standard that the member states are required to 

incorporate into their national legislations, which would also lead to the 

approximation of IP laws of the contracting states. However, it does not provide a 

uniform of set of rules that cover all aspects of IP rights. Some flexibilities as to 

substantive standard of protection and mechanism of enforcement are provided in 

order to enable developing and least developed countries to accommodate their 

particular interests.341  

Additionally, some international treaties such as the PCT, Madrid Protocol and Hague 

Agreement provide mechanisms for registering IP rights in several countries 
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simultaneously through the filing of a single application. Acceding to these treaties 

would not result in harmonisation of substantive IP laws. It could only harmonise 

certain levels of administrative procedures in granting IP rights in multiple countries. 

These systems still rely on the national law of the member countries that are 

designated in the application to determine whether to grant protection or not. This 

demonstrates that although the creation of these international registration systems 

could harmonise certain levels of procedures and facilitate the process of granting IP 

protections in multiple countries, substantive laws relating to the granting of IP rights 

are still left unharmonised. However, if ASEAN members can successfully acceding 

to these treaties, part of their IP systems relating to procedures for granting patents, 

trademarks, and industrial designs would be approximated. Though participating in 

these international registration systems cannot be considered complete harmonisation, 

various benefits could still be obtained. All ASEAN members would be integrated 

into the global IP community. Also, IP administrative capacity and infrastructures 

would be enhanced. Such improvement would facilitate further harmonisation of IP 

regimes at the regional level.  

Thus, to approximate IP laws of the ASEAN countries ASEAN’s priority should be to 

ensure that ASEAN members accede to all major IP agreements and implement the 

obligations under those agreements within the required timeframes. In order to do so, 

ASEAN needs to have effective compliance mechanisms, strong cooperation between 

the member states and external assistance from developed countries and related 

international organisations. Effectively participating in multilateral IP agreements 

would help decrease diversity and thereby increase the level of harmonisation of the 

IP system. This would be a good start to ASEAN’s pursuit of a higher level of IP 

harmonisation at some point in the future. Since one of the AEC’s key objectives is to 
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create the common market, it would be necessary for ASEAN to pursue a higher level 

of harmonisation and develop its own regional IP system to ensure that disparity in IP 

laws and the territorial nature of IP rights would not obstruct the free movement of 

goods within the common market. 

(b)  Creating Regional IP System 

Creating a regional IP system in the area of trademarks, patents and designs is used to 

be one of ASEAN’s priorities. According to 2011-2015 IPR Action Plan, ASEAN 

departed from its ambitious goal. ASEAN had no plan to introduce a regional IP 

regime to the AEC. Instead, ASEAN adopted a more flexible IP cooperation policy. It 

recognised that due to different levels of development of ASEAN members, some 

flexibility is needed in order to move towards a more integrated future. However, 

according to the upcoming ASEAN IPR Action Plan (2016-2025 ASEAN IPR Action 

Plan), some indication of harmonising IP systems among the ASEAN members such 

as developing online filing system for trademark and creating an inclusive IP 

ecosystem is included as ASEAN’s strategic goals in order to strengthen IP 

cooperation in the region. If this action plan can be finally approved, various 

initiatives that could help ASEAN move towards a higher degree of IP harmonisation 

through the establishment of regional IP system would be carried out. 

Over the past 15 years, the development of the regional IP system in ASEAN has 

started with the harmonisation of IP administrative procedures with the particular 

focus on the areas of trademark and patent. When ASEAN was eager to pursue the 

establishment of a regional filing system, the significant achievement was the 

completion of ASEAN Filing Form for Trademark. Although the common form for 

domestic and regional trademark filing have been developed, legal measures to 

establish a complete system are lacking. Due to high diversity of the ASEAN 
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members, particularly in economics and IP, this work is still in progress. If this form 

is adopted, certain filing procedures between member states would be harmonised. 

Recently, despite deviating from this ambitious goal, the ASEAN Common 

Guidelines on Trademark Substantive Examination was also adopted. This would help 

reduce discrepancies in administrative practices between ASEAN IP offices. 

Moreover, to provide access to trademark information from the participating ASEAN 

member states, ASEAN TMview was successfully launched. In the area of Patent, the 

ASPEC programme, already come into operation to provide for the sharing of search 

and examination results. This helps reduce burden on the national IP offices of the 

ASEAN members. Although these achievements do not result in a full harmonisation 

of IP administrative procedures, they represent significant steps forward in building 

regional cooperation in IP. This could be further developed into a regional IP system.  

In order for ASEAN to move towards establishing an ASEAN-wide IP system, 

including a centralised regional IP office, deeper level of harmonisation, focused 

cooperation and strong political will and resolve from all the member states would be 

required. Legal measures need to be introduced. In the EU, substantive and procedural 

laws in some IP areas have been harmonised through the issuance of regulations. 

Unlike the approximation of national IP laws of the member states through the 

directives, the regulations governing EU-wide IP systems directly apply across the 

EU without the need for national legislation. In other words, unification of IP rights 

can be achieved through regulations. Currently, the EU has nearly achieved a 

complete unitary system of IP rights. The new unitary patent system and the Unified 

Patent Court will come into operation in 2017. The area not yet unified is copyright. 

One of the major factors that has helped the EU successfully establish these EU-wide 

IP systems is the approximation of IP laws between the member states through 
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harmonisation directives. Just harmonising IP laws through the directives would not 

in and of itself result in unitary systems of IP rights. However, doing so, could 

significantly decrease the disparity in the national IP laws of the member states, 

particularly the laws in areas that adversely affect the operation of the internal market, 

for instance, in the field of trademark. Trademark is an area conducive to rapid 

development of a uniform system of protections. 342  There are two primary 

contributors to the development of a uniform trademark system, trademark 

harmonisation directives and the regulation establishing the EU trademark system. A 

harmonisation directive was first approved to harmonise substantive issues that help 

approximate national trademark laws. However, since the harmonisation directive did 

not provide harmonised rules governing trademark registration procedures, 

establishing an EU-wide trademark system needed additional action. Therefore, the 

regulation governing an EU trademark system was enacted. This regulation provided 

uniform rules governing both substantive and procedural issues, which could 

eliminate disparities in national trademark regimes and challenge the territorial of IP 

rights. Barriers to the functioning of an internal market can therefore be eliminated. 

Nevertheless, the creation of the EUTM system could be regarded as the consequence 

of the approximation of national trademark laws through the harmonisation directives.  

The substantive provisions in the regulation are almost the same as those provided in 

the harmonisation directive.343 Harmonisation directives were ‘a necessary step to 
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pave the way for the Regulation’.344 Similarly, after the approximation of design laws 

by the harmonisation directive, the regulation establishing the community design 

system was enacted. This regulation contains substantive provisions that were the 

same as those provided in the design directive.  

This two-stage approach has been used to pursue a higher degree of IP harmonisation 

in the EU. At first, harmonisation directives were adopted followed by the issuance of 

regulations. Part of the EU’s success in creating the community IP system, would be 

from the success in harmonising substantive laws through use of harmonisation 

directives.  They bridged the disparity in trademark and design laws between its 

members. Directives and regulations are the tools of this two-level legislation which 

led to more harmonised IP laws in the EU.  

Consequently, in order for ASEAN to establish a unified IP system, the divergence in 

IP laws between the member states should be addressed. Extreme disparity in national 

IP legislation would be major obstacle impeding ASEAN from establishing a region-

wide IP system.  Lessons can be learned from the EU’s success. ASEAN should start 

the harmonisation process with the approximation of IP laws of its members, 

particularly on substantive issues. Although it is not necessary for the process of 

harmonisation to start with substantive rules, doing so could make this objective 

easier to achieve. 345  Harmonising administrative procedures for IP registration 

without harmonising substantive rules would be ‘meaningless and ineffective’.346 

Since IP laws between the ASEAN members are highly diverse, it would be more 
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effective for ASEAN to start developing a regional IP system by beginning with the 

harmonisation of substantive laws of the member states. Decreasing the disparity on 

substantive issues in IP laws could facilitate the development of a unitary system with 

uniform substantive and procedural rules. Furthermore, ASEAN has steadily made 

efforts to create a trademark and patent registration system, including regional 

trademark and patent offices. There has been some progress in the creation of 

formalities and administrative procedures for registration of rights in those areas. 

Consequently, it would be appropriate for ASEAN to continue to harmonise laws and 

start to develop an ASEAN-wide IP system in the areas of trademarks and patents.  

In the EU, the creation of the community-wide IP system proceeded through a 

supranational legal framework. EU members give consent to pool part of their 

sovereignty through the use of courts and political institutions, which have authority 

to enforce the laws against member states. Unlike the EU, ASEAN is not a 

supranational organisation and lacks regional institutions and court to enforce and 

interpret supranational law.347 Therefore, there is no guarantee that ASEAN legal 

instruments would be applied and enforced in all the ASEAN  states.348  The ASEAN 

Charter was issued in 2008 and provides a new legal and institutional framework and  

mechanisms to enhance ASEAN’s function. However, it did not establish any 

institution with supranational law making power or a regional court that could ensure 

that the ASEAN legal instrument is consistently applied. However, this does not mean 

that decisions from ASEAN would not have binding effect. Some legally binding 
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agreements have been adopted by ASEAN. The ASEAN Charter, which is perceived 

to be the constitution of ASEAN, is the most significant example. The ASEAN 

Charter is a significant development in creating ASEAN law. Nevertheless, the lack 

of regulatory institutions could lead to problems of non-compliance.  

Therefore, to establish a regional IP system that grants supranational rights, legally 

binding instruments is required. Even without having law-making institutions, 

ASEAN could still issue legal instruments that are legally binding to all the member 

states. ASEAN could adopt regional agreements to establish an ASEAN-wide IP 

system with harmonised substantive and procedural rules.  Like the EU, a unified IP 

regime should operate in parallel with national systems, and thereby provide 

alternatives to the applicants who would like to obtain protection in all the ASEAN 

states through the filing of a single application. However, without effective 

mechanisms for enforcement, it could still lead to the problem of non-compliance, 

and thereby obstruct ASEAN from achieving its goal of establishing a unitary system 

of IP rights.  Strict enforcement mechanisms are therefore necessary, without them 

harmonising IP systems at the regional level would be significantly undermined. 

However, creating effective compliance mechanism would require ASEAN to adapt 

the ‘ASEAN Way. ASEAN’s traditional practices are counterproductive to enforcing 

obligations by implementing strict enforcement mechanisms. Moreover, a strong 

political will and resolve to give a greater role to regional institutions and to follow 

the rule of law is needed to help ASEAN move toward greater economic integration.  

 

5.2 Proposed Solutions for ASEAN 

The different level of development between the member states, ASEAN’s current 
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institutional structures and its practices are major impediments to ASEAN achieving a 

high level of IP harmonisation. Despite concrete action plans, ASEAN’s progress in 

developing a regional IP system has still fallen behind schedule. However, to 

establish a well-functioning common market, harmonisation of IP laws should be 

urgently and seriously addressed. Creating an ASEAN-wide IP regime could be 

considered as one of the prerequisites of the free movement of goods. Consequently, 

taking into consideration the capacities and interests of its members and ASEAN’s 

practices and institutional structure, the following should be considered as feasible 

solutions to the pending problems.  

 

5.2.1 Adapting the ‘ASEAN Way’ 

By sticking to the traditional ‘ASEAN Way’, a higher level of IP harmonisation 

would be difficult to achieve.  ASEAN members are reluctant to conduct regional 

affairs that would undermine their national sovereignty. They tend to use informal and 

non-binding instruments in order to preserve their sovereignty. This is contrary to the 

EU practice. In the EU, all EU members give consent to limit some part of their 

sovereignty and transfer it to regional institutions. EU members adapt their view 

toward sovereignty by embracing the notion that pooling and limiting sovereignty will 

lead to more sustainable cooperation between them.  This attitude has helped the EU 

achieve a greater level of institutionalisation than other regional institutions. 

In view of the EU’s success, ASEAN members should reconsider their attitudes 

towards national sovereignty, as well as other principles embodied in the ‘ASEAN 

Way’ if it wants to successfully establish a full-fledged AEC and achieve deeper 

regional integration. They should have a common view to give priority to the overall 
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benefits of ASEAN over domestic interests. Being too protective of their national 

sovereignty is counter-productive to regional growth. Limiting member states’ 

sovereignty and moving away from consultation and consensus based decision-

making is necessary to build more sustainable regional cooperation. Generally, 

limiting sovereignty is still a sensitive issue in ASEAN.  However, sovereignty in 

regional economic cooperation is possibly less so. Embracing a limitation of 

sovereignty in this area may be more feasible and palatable than reducing political or 

security sovereignty. A strong, unwavering political will and resolve from all ASEAN 

members would be crucial. It should be emphasised that a changing perspective 

toward sovereignty is not only a prerequisite to achieving deep and stable regional 

economic integration, but will also yield substantial benefits to all the member states.   

Additionally, since the current ASEAN’s institutional structure cannot allow ASEAN 

to achieve deeper regional economic integration, adapting the mindset of the ‘ASEAN 

Way’ may also lead to further institutional changes. Various suggestions regarding 

the institutional structure have been made and not acted upon due primarily to strict 

adherence to the traditional ‘ASEAN Way’. Constructing regional institutions that 

could undermine national sovereignty is not desirable for ASEAN members. 

However, in order to move forward, ASEAN must acknowledge that modifying its 

strict adherence to the ‘ASEAN Way’ in the economic integration context is 

necessary. If successful, it would enable ASEAN to strengthen regional institutions 

and introduce further institutional changes. This would help ASEAN members 

gradually transfer their national sovereignty to the regional level, and thereby 

strengthen the role of regional institutions in regional affairs. Nevertheless, since the 

issue of sovereignty is still sensitive in ASEAN, this new attitude should be gradually 

and carefully developed. With strong political will power and cooperation from all 
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ASEAN members, ASEAN could soon achieve its desired economic integration. 

 

5.2.2 Bridging the Development Gap between the ASEAN Members 

Different levels of development lead to different levels of interest in creating or 

enhancing IP standards.  A major factor impeding harmonisation of IP rights is a large 

gap in development between ASEAN members and narrowing this gap as soon as 

possible should be a priority. Although not achievable quickly, decreasing the 

development gap will facilitate harmonisation. To reduce the ASEAN development 

gap, helping the the CLMV countries to catch up with other members must be 

prioritised. Instead of issuing policy that aims to provide equal benefits to all 

members, special focus should be given to the CLMV members, allowing them to 

obtain more benefits. Moreover, all initiatives must be strictly implemented within 

proposed timeframes. The Initiative for ASEAN Integration (IAI), for instance, 

focused on the development of infrastructure, human resources, access to information, 

and communication technology in the member states. Fully implementing initiatives 

such as this will help the CLMV countries make progress in catching up to the more 

developed countries in the region. To this end, effective compliance mechanism is 

needed. The ASEAN Secretariat plays a major role in ensuring compliance; this role 

should be strengthened.  Sufficient human and financial resources should be allocated 

to ensure the effective performance of these duties. Furthermore, core financial 

resources of ASEAN such as the ASEAN Development Fund (ADF) and ASEAN 

Infrastructure fund (AIF), should be sufficiently allocated to the member states, 

particularly the CLMV countries, to fuel their development and prevent a widening of 

development gap. 
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However, this is not an easy task. Strong political will and intense and steady 

cooperation in the spirit of ‘ASEAN-help-ASEAN’, will help accomplish this task. To 

move forward in a more unified manner, adapting the ‘ASEAN Way’ of thinking is 

essentially required. In the best interest of ASEAN as a whole, partially transferring 

national sovereignty to enhance the roles of regional institutions in implementing 

regional policies would be necessary. This would help ASEAN move steadily forward 

and ensure that the benefits of creating a deeply integrated community are equitably 

shared among member states. 

 

5.2.3 Approximating National IP Legislation of the Member States through 

Accession to International IP Treaties 

The level of development of each country has a direct correlation with the level of IP 

protection and enforcement.  IP harmonisation in ASEAN should be approached with 

a consideration for the readiness and capacity of the members while also pursuing 

policies to narrow the development gaps. Harmonisation should begin by 

approximating national IP legislation of the member states to standardise IP 

protection.  An analysis of ASEAN’s institutional structure indicates that ASEAN 

lacks institutions that have law making and enforcement powers. The most 

appropriate way to approximate the national IP laws of the member states would be to 

make accession to major international IP treaties. This would be consistent with the 

ASEAN the AEC Blueprint 2025 and the upcoming ASEAN IPR Action Plan 2016-

2025. Instead of providing a uniform set of IP laws, ASEAN adopted more flexible 

approach by requiring member states to participate in the international IP community 

through accession to major international IP treaties such as the Hague Agreement, the 

Madrid Protocol and the PCT. Acceding to these treaties would help the ASEAN 
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countries enter the global IP community and enhance their level of design, trademark 

and patent protections to conform to international standard.  

Thus, the first priority should be to ensure that these commitments are effectively 

implemented by all member states. Special assistance should be given to ASEAN 

least developed countries to ensure that all ASEAN members can effectively 

participate timely in the global IP community. Myanmar is a primary example of a 

country that requires special assistance. Myanmar became a member of the WIPO in 

2001. It has not yet acceded to the WIPO-administered treaties, the Paris Convention, 

Berne Convention, Madrid Protocol, Hague Agreement and PCT. Moreover, despite 

the fact that Myanmar is one of the founding members of the WTO, it is still in the 

process of bringing its legislation in line with the TRIPs provisions. Consequently, 

assistance from both inside and outside the ASEAN region should be intensified, 

especially for the ‘least developed’ members. Enhancement of administrative capacity 

of these members can help them actively participate in the global IP community. It 

should be emphasised that to effectively implement regional IP commitment, IP 

administrative capacity and infrastructure of the member states should be improved to 

a level that could effectively accommodate strong IP standards. This will contribute to 

a considerable level of harmonisation and ultimately, result in benefits to all 

members. Decreasing the development gap among member states will also improve 

the IP capacities of the lesser-developed countries. It would help ensure that every 

country share a common interest in standardising IP protection. Eventually, all 

countries will equally obtain benefit from this process. Furthermore, to promote 

compliance with regional IP policies and instruments, the role role of ASEAN’s 

dispute settlement and monitoring compliance mechanisms should be strengthened. 

Consequently, when IP protection in all the ASEAN members meets the international 
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standard, it will be easier for ASEAN to develop a region-wide IP system. It is likely 

that IP harmonisation in ASEAN cannot happen in a short period of time. It took 

several years for the EU to bring more consistency to national IP systems of its 

members and develop a community IP system operating alongside the national 

systems. However, success in narrowing the development gaps and approximating 

national IP legislation to meet international standards can facilitate ASEAN’s pursuit 

of a higher level of harmonisation in the future. This also underlines the importance of 

establishing effective compliance mechanisms to monitor implementation. It is 

recognised that the philosophy of the ‘ASEAN Way’ fosters non-implementation. 

Naturally, non-implementation undermines ASEAN’s harmonisation efforts. The 

Framework Agreement and various IPR action plans have been created, but have not 

been universally implemented by the member states. The ‘ASEAN Way’s’ preference 

for non-binding commitment results in compliance on a voluntary with no punishment 

for non-compliance. Consequently, the philosophies and beliefs, which characterise 

the ‘ASEAN Way’, must be modified to establish effective enforcement mechanisms.   

 

5.2.4 Developing an ASEAN IP System through the Combined Use of Soft and 

Hard Law 

Creating unified registration systems in trademark and patent have been areas of 

priority for ASEAN. The creation of patent and trademark regional registration 

systems, including the regional patent and trademark offices have long been included 

as a priority in the ASEAN IPR Action Plans. Nevertheless, achieving these goals has 

been impeded by development gaps and resulting diversity in IP protection and 

enforcement.  To ensure that all member states can accommodate a unitary system, 

the national IP regimes in the ASEAN members must comply with international 
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standards. A decrease in the disparity of IP protection and enforcement would 

facilitate the establishment of a region-wide IP system.  

As previously discusses, ASEAN should start to develop an ASEAN-wide IP regime 

in the area of trademark and patent. The ASEAN trademark and patent systems would 

be different from the PCT and the Madrid Protocol systems. The ASEAN trademark 

and patent systems would not merely be a regional version of these international 

registration systems. Rights granted under such a regional registration system would 

not be a bundle of national rights.  A successful application would be granted rights 

that are recognised throughout ASEAN. Moreover, a uniform registration system 

would not replace the national registration systems or the multi-national registration 

systems of the Madrid Protocol or the PCT. It would merely provide alternatives to 

obtaining protection in one or more member countries by utilising a national or an 

international registration system. However, creating an ASEAN patent system might 

be more challenging than creating a trademark system due to complexity of its content 

and the huge difference in patent regimes between the member states.349 The different 

capacities of the member states in providing protection for innovation caused the 

progress in creating an integrated system in patent registration in ASEAN fall behind 

that of regional trademark registration system.350  Compared to trademark process, 

patent prosecution is more complex and takes longer time to grant protection.351 

Examiners with technical educational background are required in order to examining 
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patents.352 Given these factors, it would be easier to harmonise trademark law than 

patent law. ASEAN members should therefore consider preparing to draft the 

ASEAN agreement on regional trademark system. 

Also, possibility in establishing a regional IP system in the area of geographical 

indications (GIs) should be explored. As a region with abundant natural resources, a 

regional GIs system would help ASEAN countries receive the utmost benefits from 

GIs. Most ASEAN members are classified as a ‘developing’ or ‘least developed’ 

country.  Strengthening GIs protection would facilitate development of the rural areas 

in these countries. GI has been adopted by various countries as a tool for economic 

development and trade strategy.353 GIs can transform cultural value into economic 

value and thus can be regarded as a marketing tool.354 Effective GIs protection is 

valuable to agricultural based economies. 355  Success in protecting local products 

though GI is considered an element fundamental to the development of a grass roots 

economy.356 Therefore, strengthening GIs protection in ASEAN countries would help 

enhance economic development, and thereby bridging the development gaps between 

ASEAN members. To achieve this task, the benefits of GIs need to be recognised.   

Expanded GI protection should be provided. Also, a concrete GIs-specific plan 

emphasising intense cooperation between the member states should be established. 

This would enable ASEAN countries to reap the benefits of strengthening GIs. 

Having an effective regional GIs system would add economic value to local products 
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and open international markets to them.   

In order to provide a unified system of IP protection throughout the region, there are 

major issues that need to be addressed. Firstly, ASEAN should create an ASEAN 

Regional IP Office, a central registration system of IP rights by establishing 

centralised organisations to process and examine applications for regional IP 

protection. Rights granted through ASEAN Regional IP Office should have unitary 

character and are valid throughout the ASEAN countries. The AWGPIC, comprised 

IP offices of the 10 ASEAN Member States, would be able to play an important role 

in setting up the ASEAN Regional IP Office. Secondly, ASEAN speaks many 

languages. An official language for consistency should be established. The ASEAN 

Charter designates English as the working language of ASEAN. English is also 

widely perceived to be the language of global commerce. The adoption of English as 

the official language of ASEAN regional IP system could attract more applications 

from all over the world. Thus, English should be selected as the official language of 

the registration system. Lastly, all members must comply with the terms of binding 

commitments, even if it means modifying existing laws. There should be effective   

mechanisms to monitor and ensure compliance. Furthermore, a transition period 

should be adopted to allow those heavily burdened by compliance enough time to do 

so.    

ASEAN IP system should harmonise both substantive and procedural components. If 

only certain filing procedures are harmonised, it would not provide benefits to right 

holders more than they can receive from filing application via international system 

such as the Madrid Protocol and the PCT. The ASEAN regional IP system would 

merely be a regional version of the multilateral system. Consequently, ASEAN should 
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enact binding agreements that provide harmonised substantive and procedural 

provisions. In other words, harmonisation by hard law approach should be adopted.  

The term ‘hard law instruments’ was defined by Kenneth Abbott and Duncan 

Snidalas as ‘legally binding obligations that are precise (or can be made precise 

through adjudication or the issuance of detailed regulations) and that delegate 

authority for interpreting and implementing the law’. 357  Monitoring and ensuring 

compliance with laws and initiatives has long been a problem in ASEAN. Using hard 

law would make member states’ commitment to create regional IP regime more 

credible. A breach of a hard law would generate higher sanctions because it adversely 

affects the state’s reputation.358  Furthermore, using ‘hard law instruments’ allows 

member states to monitor and enforce their commitments through dispute resolution 

bodies such as courts.359  Hard laws tend to be used by states when the ‘benefits of 

cooperation are great’. 360  For ASEAN members, one of the greatest benefits of 

becoming the AEC is making ASEAN a unified common market. The combined 

economy of 10 ASEAN members is the 7th largest economy in the world. 361 

Consequently, using hard laws in creating a regional IP system could help ASEAN 

move closer to its ambitious goal of becoming a more integrated economic region.  

However, the establishment of a regional IP system with a unitary effect is not easy.  

In the EU, harmonisation is still an ongoing process in spite of its decades long effort. 

Though it has long been one of the ASEAN’s goals, it has not made much progress. 
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Due to the high diversity between the member states and traditional practices that 

place great emphasis on national sovereignty, IP harmonisation in ASEAN has 

followed  a soft law approach.362 It is often voluntary and non-binding. This allows 

the member states to implement rules when they are ready to do so.363  An example is 

the ASEAN IPR Action plan 2011-2015. Instead of trying to establish a fully 

harmonised regional IP system with one set of IP laws, this plan states that regional IP 

cooperation shall be strengthened between members and through the participation in 

the global IP community.  The capacity and readiness of each member state to comply 

are taken into consideration. Each member state would be permitted to implement 

these projects and initiatives when they feel they are ready and when they feel they 

have the capacity to do so. Members that have lesser IP capacities could benefit from 

this inherent flexibility. Nevertheless, the lack of legally binding or enforceable 

obligations resulted in non-compliance and delay IP harmonisation.   

Consequently, it is necessary to use hard law with precise, legally binding obligations 

that can be enforced by a delegated authority.  Hard law instruments create strong and 

clear binding commitments between ASEAN members. However, the development 

gap between countries can mean that imposing obligations that are too strict and 

without some flexibility could also be problematic.  The use of a hard law approach 

could impose a much greater burden on less developed countries to comply.   

Consequently, less developed members might be reluctant to adopt a hard law 

instrument because it does not take into consideration their capacity and readiness. 

Moreover, colonial history makes national sovereignty a sensitive issue. An 

adjustment in the attitude toward sovereignty cannot occur quickly. However, a 
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gradual modification of ASEAN’s attitude to national sovereignty is necessary. 

Immediately imposing hard law obligations that are contrary to the nature of ASEAN  

may not be acceptable to some member states. Therefore, solely relying on the use of 

hard law would not be appropriate. As a consequence, the use of other approaches in 

combination with hard law should be considered as an alternative.  

Soft law has some advantages over hard law. The use of soft law, which provides 

more flexibility, could lessen sovereignty costs of the member states.364 Soft law 

obligations would not significantly affect their national sovereignty making it easier  

to participate. Weak obligations would not be characterised by strong compliance 

mechanisms or sanctions, which could result in the limitation of state sovereignty.365  

Additionally, it was suggested that soft law could deal with diversity better than hard 

law.366 In the EU, soft law has been increasingly adopted by EU institutions in order 

to protect national diversities of member states.367 Flexible implementation of soft law 

give the member states leeway to adapt European policies to their social and 

economic circumstances.368 Since hard and soft laws offer particular advantages and 

disadvantages, these two instruments could interact as alternatives and 

complements.369  The use of hard law in combination with soft law can be used as a 

tool for international problem solving.  Similar provisions in the form of soft and hard 
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law can exist parallel to each other.370 Moreover, due to the flexibility inherent in soft 

law, it can be adopted to elaborate on hard law in order to articulate and give meaning 

to provisions of hard law. 371  Although soft law contains more flexibility, which 

results in less binding obligations, it can turn into hard law once the level of 

uncertainty decreases.372 Soft law could help pave the way to the adoption of hard law 

when state practices gives rise to a high degree of consensus. Soft law could be 

hardened at the national level once an instrument is incorporated  in national 

legislation.373 Consequently, soft law can be seen as a step towards further unification 

of the law.374  

Taking the different levels of development and IP standards of members and 

ASEANs practices into account, it would be more appropriate for ASEAN to use a 

combination of soft and hard law approaches in developing the beginning stages of a 

regional IP system. Doing so would provide alternatives for the member states that 

may not be ready to accede to an agreement governing the establishment of a regional 

IP system that would oblige them to significantly amend their IP laws. Adopting soft 

law gives these member states leeway to adapt regional IP norms to their national 

social and economic backgrounds. Although this could result in partial harmonisation 
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and not create a consistent community-wide IP system, it could cope better with the 

diversity between the ASEAN members. When uncertainties in the areas that lead to 

greater disparity in IP standards between the member states decrease, a higher degree 

of consensus would help facilitate the harmonisation process and bring ASEAN closer 

to its goal in creating a harmonised regional IP regime.  

Soft law instruments have been used in the area of IP right in order to help developing 

countries implement new IP standards. For instance, the Tunis Model Law was 

adopted by the WIPO in 1976 in order to assist developing countries in drafting their 

national copyright laws. 375  This model law was drafted by experts and provided 

provisions consistent with the Berne Convention.376  Developing countries can use the 

Tunis Model Law as a reference in drafting their own copyright laws, and thereby 

help them to provide copyright protections that are in the conformity with 

international standard.  Moreover, in 1982, the Model Provisions for National Laws 

on the Protection of Expressions of Folklore against Illicit Exploitation and Other 

Forms of  Prejudicial Action, was issued by the WIPO.377 This model provides a sui 

generis model that each country can adopt as a guideline in protecting folklore and 

cultural property.  The use of a soft law approach can be also used as a tool in setting 

and approximating IP standards. It would allow states ‘to be more ambitious and 

engage in deeper cooperation’. 378  Therefore, in parallel with ratifying regional 

agreements, ASEAN should issue soft law instruments such as a code of conduct or a 

model law that contain similar provisions as those contained in the agreements. 
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Furthermore, these soft law instruments should provide additional provisions to 

elaborate on the hard law in order to give meaning to the rules under the agreement. 

Doing so would provide comprehensive knowledge to the member states that could 

help them accommodate new IP development. As a result, the adoption of soft law 

could help make changes to the national IP law of the member states.  Since soft laws 

create non-binding actions, member states would be given flexibility to comply with 

the guidelines without being concerned about enforcement. Once these new standards 

are incorporated into their national IP systems, the soft law would then be hardened 

into hard law that provides precise legally binding obligations. When uncertainties 

and disparities between member states are reduced, all ASEAN members would be 

able to participate in the agreement, and thus establish an ASEAN-wide IP system.  

Combining the flexibility of soft law and the effectiveness of hard law in ensuring 

credible commitments seems to be a feasible solution. This would assist ASEAN 

establish an integrated IP system with unitary character that could provide utmost 

benefits to all the ASEAN members. Since ASEAN is still in its transition period to a 

more ruled-based organisation, this measure would be an appropriate solution for 

ASEAN.  Moreover, strong political will from all the member states in harmonising 

the IP regime would be another key factor that would help ASEAN move closer to 

this goal. Success in establishing a single regional IP system would ensure the proper 

function of the common market, and thus help ASEAN move towards deeper regional 

economic integration. 

 

5.2.5 Creating a Regional Judicial Institution on IP Matters 

Sovereignty is a sensitive issue in ASEAN. As such, constructing supranational 
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regional institutions as the EU has done would not be appropriate for ASEAN.   

Modifying the traditional way of thinking and thereby undermining founding 

principles will be unacceptable to some members. It should be emphasised, however, 

that ASEAN must establish a regional judicial institution in order to move forward to 

become a more rule-based organisation.  In the EU, the CJEU plays an important role 

in the process of harmonisation of laws. It is true to say that that the CJEU has done 

much to assist IP harmonisation in the EU.379 The existence of the CJEU ensures that 

EU laws are consistently applied. This has a significant positive effect on IP 

harmonisation.  Therefore, to pursue a higher level of harmonisation, ASEAN should 

establish a regional judicial institution. This institution should have authority to solve 

disputes that arise when a member state fails to fulfill its obligations, providing 

harmonisation and consistency. However, having a regional judicial institution that 

has jurisdiction over a specific area would be more feasible than establishing an 

ASEAN Court of Justice that has jurisdiction over questions of ASEAN legal 

instruments in wide range of areas. Establishing an ASEAN IP Court could be seen as 

stepping stone towards the creation of ASEAN Court of Justice.  

Harmonised IP rules are not enough without consistent interpretation and application 

of those rules. A regional IP court would provide consistency and have a positive 

impact on the overall effectiveness of a regional IP system. ASEAN legal instruments 

would be subject to different interpretations by the national courts of the member 

state. By having an ASEAN IP Court, a national court could refer a question 

concerning the interpretation of the ASEAN legal instruments relating to IP to the 

Court. Therefore, to make sure that these instruments are applied consistently in all 
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ASEAN countries, a regional IP court with jurisdiction over all ASEAN IP legal 

instruments should be established. Although this might be inconsistent with the 

traditional ‘ASEAN Way’, discussion on the establishment of ASEAN IP Court 

should be initiated. However, a concrete action plan should be adopted that 

incrementally establishes an ASEAN IP court and takes into consideration the wide 

development gap in outline appropriate implementation timeframes. Mutual 

understanding and cooperation would help ASEAN move forward toward deeper 

regional integration.   

Additionally, strengthening the rule of law in the ASEAN members would be 

necessary to establishing an ASEAN IP court. Weak rule of law in some ASEAN 

countries  is a major impediment to ASEAN having  a regional judicial institution.380  

In the less developed ASEAN countries, there are weak judicial systems and an 

urgent need to reform their legal systems in order to ensure the rule of law. Among 

the ASEAN countries, Myanmar and Cambodia score relatively low on the World 

Bank’s rule of law indicator.381 Furthermore, judicial systems in IP law in the ASEAN 

members have developed diversely. Although the WIPO-administered IP treaties and 

the TRIPS Agreement do not require the contracting parities to create specialised 

courts in the area of IP, some ASEAN countries have established an IP court to give 

proper attention to IP cases. Presently, only Thailand and Malaysia have specialised 

IP courts. In 2002, Singapore  planned to establish an IP branch  of  its Supreme Court 
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in response to the growth in commercial disputes relating to IP rights.382 However,  as 

of now, there is no specialised IP court in Singapore.383  In Indonesia and Philippines, 

IP cases can be brought to the commercial courts384 since most IP rights disputes are 

related to trade. Despite such positive developments, some IP judicial systems need 

improvement. Myanmar is currently reforming its entire IP regime. IP judicial 

systems in Laos, Cambodia and Vietnam still need further development. Cambodia is 

considering creating a commercial court as a specialised organ to hear IP disputes.385 

Vietnam has a poor judicial system in solving IP disputes.386 Also, the commercial 

court system in Laos was claimed to be less transparent. 387  Consequently, 

strengthening national judicial systems in ASEAN countries is necessary and seems to 

be ASEAN’s priority task. Effective national judicial systems can be considered a 

prerequisite for upholding the rule of law. 

In order to move forward towards this goal, assistance from more developed members 

is required. Countries such as Singapore and Philippines should help. Singapore was 

categorised as a top ten country  where ‘justice prevails’ in  the World Justice Project 

(WJP) rule of law index 2015.388 Philippines is also a ‘rule of law success story’ due 

to its significant improvement in judicial and political reformation.389 These countries 
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should support the less developed members in enhancing the effectiveness of their 

judicial systems. Additionally, since laws governing IP rights are complicated, highly 

experienced judges with specialised knowledge are required. Countries that have 

established a specialised IP court should play a role in assisting other members. 

Thailand and Malaysia should play a lead role in improving the judicial expertise and 

court efficiency of other members to promote greater understanding of IP issues. This 

would help the other members’ judicial system to deal with IP issues and strengthen 

the enforcement of IP rights within the region.  

Improving the rule of law in ASEAN members will facilitate ASEAN’s efforts to 

establish an ASEAN IP Court. The ASEAN IP Court can be located in Singapore, 

which has high ratings for rule of law and sufficient IP administrative capacity and 

infrastructures. Having a regional court with authority to effectively and consistently 

apply IP rights will foster IP harmonisation and the proper functioning of a regional 

IP regime. This would surely have a positive impact on the operation of the ASEAN 

common market and result in deeper regional economic integration. Consequently, 

ASEAN should strongly prioritise the establishment of an ASEAN IP court. This is a 

good starting point for ASEAN to develop a supra-national ASEAN Court, which is 

essential to regional economic integration. Doing so will clearly transform ASEAN 

into a rule-based organisation and enhance ASEAN’s overall credibility.   
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5.3 Concluding Remarks  

It is possible way for ASEAN to achieve greater harmonisation of IP laws and 

develop a single regional IP regime. However, more intense cooperation is required. 

To move forward as a highly competitive regional economic integration, a 

modification of the traditional ‘ASEAN Way’ is necessary. Member states should 

start to take their obligations more seriously and move forward in a more unified 

manner in pursuit of its goal of harmonising the IP regimes. It should be emphasised 

that strictly preserving national sovereignty could undermine the ASEAN’s goal in 

this area, and thus obstruct the establishment of a well-functioning ASEAN common 

market. Additionally, due to the high disparity in the level of development between 

the member states, the IP harmonisation process in ASEAN should proceed parallel to 

a narrowing of the development gaps between its member states. It must be ensured 

that all action plans and initiatives issued to address these disparities are consistently 

implemented by all the member states. The creation of regional funding that provides 

financials resource to support the implementation of the ASEAN’s initiatives would 

help improve capacity and infrastructure development of the ASEAN developing and 

least developed countries.  This would enable the less developed members to catch up 

with more developed countries. The member states should be ensured sufficient 

resources from regional funds to enhance their human, institutional and infrastructure 

capacities. This will bridge the development gaps among the ASEAN members. Since 

the level of development is interrelated with the standard of IP protection, decreasing 

the development gap will help shape interest in setting up consistent IP policies in 

ASEAN and facilitate harmonisation.  

To help ASEAN move towards its goals in establishing a regional IP system, the  

process should start with an approximation of the national IP laws of the member 
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states through an accession to major international IP treaties. The participation in 

international IP community would help enhance the level of IP protection and 

enforcement of the ASEAN members to be more in line with international standards, 

and thus facilitate ASEAN to pursue a higher level of harmonisation at a later stage.  

A major factor causing the delay in harmonising IP laws is non-implementation.  

Non-implementation is the result of using a soft law approach and ASEAN’s reliance 

on loose cooperation. Introducing hard law instruments governing the establishment 

of a regional IP system combined with a modification of the ‘ASEAN Way’ attitude 

would help ASEAN move closer to its goal of having a single regional IP regime.  

Nevertheless, merely using hard law instruments might not be appropriate for 

ASEAN because of the high disparity in the member states and long historical roots 

within the concept of the ‘ASEAN Way’. Using a combination of soft and hard law 

instruments would be a more practical alternative for ASEAN. Moreover, to ensure 

consistent and effective application of the law, a regional IP court should be 

established. It should be emphasised that for ASEAN to truly move on as a more rule-

based organisation, strengthening the rule of law in all the member states should be 

also highly prioritised. 
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CHAPTER 6 CONCLUSION 

 

This thesis has discussed major aspects of IP harmonisation at various levels and 

provided an analysis of the ASEAN member states’ IP regimes with a view to the 

implementation of an overarching harmonised IP system. A comparison has been 

made herein of the regional harmonisation of IP laws in the EU and in ASEAN.  The 

objectives were to investigate whether there is a need to harmonise IP laws among the 

ASEAN members, and secondly what would be effective and appropriate measures 

for ASEAN to implement to achieve greater IP harmonisation and develop a regional 

IP regime. 

 

6.1 The Need for the Harmonisation of IP Laws in Regional Economic 

Integration 

The analysis contained in this thesis has shown that the rationale behind the 

harmonisation of IP law in ASEAN is to promote a deeper regional economic 

integration. IP is considered a major factor that would help enhance ASEAN’s 

competitiveness in the global economy. Thus, a commitment to enhance IP 

cooperation within the region is one of ASEAN’s priorities. This will foster the 

establishment of the full-fledged AEC, in which all 10 member states combined are 

treated as a single entity. To help ASEAN successfully establish a well-functioning 

common market, which refers to ASEAN as one territory, ASEAN members 

committed to work towards removing tariff and non-tariff barriers (NTBs). Disparities 

in national IP law among member states have equivalent effect to NTBs. It has been 

recognised that to ensure that goods can freely move around the community, and 
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thereby promote inter-community trade, the disparities in national IP laws of the 

member states should be eliminated. Moreover, it has to be ensured that IP rights, 

which are essentially territorial, do not constitute barriers to trade and obstruct the 

proper functioning of the common market. IP harmonisation has therefore become 

one of the essential tasks of ASEAN in moving towards establishing deeper regional 

economic integration.  

Due to the increased significance of IP rights in international trade, IP is not only a 

national concern, but also a regional and international one. To facilitate cross border 

trade, IP harmonisation has become increasingly relevant and necessary. There have 

been steady efforts to harmonise IP rights at various levels in order to approximate IP 

laws of different countries to be consistent. However, IP harmonisation is not an easy 

task. Seeking full harmonisation is much more difficult. The movement of 

harmonising IP standards has been from more developed to less developed countries. 

The direction is upwards to implement higher levels of IP protection prevailing in 

developed countries. This decreases flexibility for developing and least developed 

countries to adjust their IP laws to suit their national interests. Therefore, benefits of 

strong IP protection in developed countries in both legal and economic aspects are 

quite obvious. That said, strong IP standard introduced by them can help foster 

economic growth and development. However, it is still controversial whether 

countries in the developing world can benefit from strengthening IP protection.  

Stronger IP law can have both positive and negative effects on less developed 

countries. On the one side, strong IP protection can provide a positive impact on 

inflow of FDI, technology transfer and investment in R&D. By having harmonised 

rules governing IP protection and enforcement, more legal certainty is provided to 

both national and foreign investors. On the other side, a negative outcome may result 
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due to stringent IP standards that are inappropriate to their levels of development and 

administration capacity. Adopting stronger IP laws can lead to IP protection and 

enforcement standards in less developed countries that are overly burdensome to 

implement. Too stringent IP regimes in some areas, particularly patents, can adversely 

affect public interest. This implies that the positive impact of strengthening IP laws in 

less developed countries is not automatic, but conditional on a level of development, 

which is different from one country to another.  

Hence, in order to enable ASEAN, a community of largely developing economies, to 

reap benefits of stronger IP rights, IP harmonisation should be developed 

incrementally and should take into account the divergent interests and capacity of 

each country. External assistance from relevant international organisations such as the 

WIPO and WTO and also from developed countries is necessary to enhance 

administrative capacity and infrastructure and guide those less prepared through 

harmonisation.  

 

6.2 The Correlation between the Harmonisation of IP Laws and a Well- 

Functioning ASEAN Common Market 

It is inevitable that harmonisation of IP laws is essential to facilitate the free 

movement of goods, one of the fundamental principles of the AEC. A high degree of 

IP harmonisation is clearly linked to the EU’s success in creating a properly 

functioning internal market. It has been seen that the territorial nature of IP rights is 

incompatible with the concept of the internal market. Similarly, ASEAN has 

recognised the importance of streamlining and harmonising regional IP system and 

considers it essential to the free movement of goods across national borders. 
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However, unlike the EU, a minimal degree of harmonisation has been achieved. Due 

to wide disparities in IP laws and administrative capacity in ASEAN countries, 

ASEAN departed from its ambitious goal in seeking full harmonisation. Instead, 

closer cooperation between member states themselves, as well as cooperation with 

other external partners, and participation in international IP community are considered 

as stepping stones towards long term goal in establishing a regional IP system. It is 

quite clear that ASEAN members strongly committed to harmonise IP laws to reap 

the benefits of the AEC and global market. It would not be possible to unify the 

national markets into a single market if IP rights are treated differently from country 

to country. Consequently, it is no longer a question of whether ASEAN should 

harmonise IP laws. Instead, major consideration should be identifying which measure 

is most appropriate to develop regional harmonised IP system.  

The EU is the only regional grouping that has achieved a considerable level of IP 

harmonisation. Learning from the experience of the EU can therefore help ASEAN 

move forward and help ASEAN find feasible means of  achieving  a higher level of IP 

harmonisation. The most important lesson to be drawn from the EU experience is that 

the passage of secondary legislation, directives and regulations and judicial 

interpretations by the CJEU have all contributed to the EU’s harmonisation of IP 

laws. The EU started the harmonisation by approximating the national IP laws of its 

members through the issuance of various harmonisation directives, particularly in the 

substantive areas that could directly obstruct and negatively affect the proper function 

of an internal market. Nevertheless, these directives only broadly approximated IP 

laws. Some areas remained unharmonised along with disparity in the IP standards.  

Since the approximation of IP laws through directives could not eliminate the 
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territorial nature of IP rights, a well-functioning internal market could not be 

guaranteed. The nature of IP rights, which are generally limited to the territory of a 

member state granting it, can still partition the common market, which is contrary to 

the principle of free movement of goods. Consequently, in order to resolve the 

conflict between IP rights and the principle of free movement of goods, unifying IP 

rights is essential. To this end, various regulations governing EU-wide IP regimes 

have been approved to create a harmonised regional IP system with a unitary effect. 

By providing uniform protection in the internal market, differences between national 

IP laws and the territorial nature of IP rights can be eliminated, and thus these rights 

can be granted the same protection in all the EU member states. EU-wide IP systems 

have been created in the areas of trademarks, designs, GIs and PVRs, and operate 

alongside member states’ national IP systems. In the near future, the unitary patent 

system will soon be in place. The EU is therefore getting closer to its goal of complete 

harmonisation in all major areas of IP rights. Only copyright law remains fragmented. 

By achieving a higher degree of IP harmonisation, IP rights has truly become an 

important tool in helping to promote economic growth, competitiveness and 

innovation in the EU. Furthermore, from a non-EU perspective, harmonised IP 

protection and enforcement can increase legal certainty and create a business-friendly 

environment. This has helped attract a greater influx of FDI, and thereby impacted on 

the economic development of the EU.  

It can thus be concluded that the acquisition of IP rights on a region-wide basis is seen 

as suitable method of ensuring the free movement of goods within the common 

market. The creation of EU-wide IP regimes is why the EU successfully established a 

well-functioning internal market. However, it is undeniable that this success comes 

from harmonisation directives. The resulting decrease in the disparity in national IP 
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law facilitated the EU’s development of a unitary system of IP rights. Since ASEAN 

is strongly committed to establishing a common market, IP rights disparity among 

member states should be seriously addressed. Minimising the differences in IP laws 

among the 10 members would help facilitate ASEAN’s development of a regional IP 

system. Successfully establishing an ASEAN-wide IP system would be a stepping 

stone on the journey towards deeper regional economic integration and a highly 

competitive region. 

 

6.3 Strategic Plan for ASEAN in Developing a Regional IP Regime 

Another important aspect of this thesis is an analysis of the development of IP 

harmonisation in the EU and ASEAN in order to propose a feasible method for the 

latter to devise a single regional IP system. IP harmonisation in ASEAN has been 

lagging behind schedule due to major obstacles it faces. Diversity in social and 

economic development, ASEAN’s preference for loose cooperation, adherence to 

traditional ‘ASEAN Way’ and the current level of institutionalisation have all 

inhibited progress.  

To enable ASEAN to reap the benefits from having a regional IP system, in addition 

to harmonising IP laws, ASEAN must modify its approach and deviate from the 

traditional ‘ASEAN Way’ of thinking. Placing less emphasis on national sovereignty 

and deviating more from the principle of non-interference will facilitate institutional 

change and finding effective and appropriate measures to bridge the development 

gaps between the member states. Decreasing the disparities in the levels of 

development will help approximate the interests of ASEAN members in setting IP 

standards and fostering IP harmonisation.  Taking into account the divergent interests 
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of the ASEAN members and ASEAN’s general practices, strategies that would help 

ASEAN achieve harmonisation of IP laws and the creation of a regional IP regime are 

as follows;  

Firstly, the ‘ASEAN Way’ of thinking should be modified. Deep regional economic 

integration is not possible by strictly adhering to it. ASEAN members are quite 

reluctant to conduct regional affairs that would undermine their national sovereignty. 

To reserve national sovereignty, they prefer non-binding instruments on regional IP 

policy rather than binding agreements. The ‘ASEAN Way’ is therefore considered as 

impediment rather than facilitator of regional cooperation. This way of thinking is 

contrary to the EU’s practice. In the EU, members give consent to partial transfer of 

their sovereignty to regional institutions for the benefit of the whole. This approach 

helped the EU achieve deep regional economic integration and successfully establish 

a genuine internal market. To do likewise and build an ASEAN common market 

through the AEC, the ‘ASEAN Way’ of thinking should be modified and adherence 

to it lessened. More power should be given to regional institutions. This is an 

appropriate time for ASEAN to move away from operating relationship-based 

organisations to more ruled-based organisations. However, sovereignty remains a 

quite sensitive issue in ASEAN. The attitude toward preserving sovereignty is borne 

out of, and deeply rooted in, historical backgrounds and relatively short lifespans as 

independent countries. Historically, preservation of sovereignty has been less 

sensitive in economic areas as opposed to political sovereignty. Taking this into 

consideration, it is reasonable and practical to deviate slowly and gradually away 

from the traditional ‘ASEAN Way’ of thinking by first applying it in economics.    
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Secondly, the development gaps between the ASEAN members should be narrowed 

as much as possible. Reducing the development gap is a cornerstone of ASEAN’s 

pursuit of harmonisation. The level of social and economic development is 

interrelated with interest of individual countries in setting up IP policies and 

standards. Countries with a high level of development tend to provide strong IP 

protection and enforcement, whereas less developed countries usually have weak IP 

regimes. Therefore, bridging the gap between the ASEAN members would align their 

interests in setting consistent IP standards. There used to be wide disparity between 

the older and the newer members of the EU, however, the EU overcame this problem, 

using regional funds to reduce the disparity. Better-off countries contributed more 

than poorer countries and the funds were used to assist those countries more in need. 

This proved to be an effective measure. ASEAN created the ASEAN development 

fund (ADF), is a core framework used to address development gaps between its 

members. However, in spite of the ADF, there are still insufficient funds to achieve 

this goal. Special attention and assistance should be given to help less developed 

members, particularly the CLMV catch up with the more developed countries in the 

region. In order to prevent the gaps from widening, ASEAN should ensure that the 

less developed receive more support, and the more developed contribute more to the 

fund. It would not be possible for member states to become less inward looking and 

give priority to region-wide interests while they are still engaged in a struggle against 

poverty and inequality. Thus, in order for ASEAN to move forward in a more unified 

manner, it needs to ensure that less developed members have the capacity to fully 

participate in regional economic integration and be able to reap benefits from this 

process equally. 
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Thirdly, national IP laws of the ASEAN members should be approximated to be in 

line with international standards. It should ensure that all the members could accede 

to all major international IP treaties and comply with all the obligations within the set 

time frames. To help ASEAN move steadily toward its goal, enhancing the 

administrative capacity of ASEAN’s less developed members, particularly the 

CLMV, is indispensable. More intense internal cooperation between member states 

and external cooperation with significant trading partners on administrative capacity 

building would help less developed members effectively implement all regional IP 

policies. Moreover, different levels of implementation of regional IP policies and 

instruments in ASEAN countries is another obstacle. To promote implementation and 

compliance, it would be essential for ASEAN to strengthen the role of dispute 

settlement and monitoring compliance mechanisms. Due to the ‘ASEAN Way’, 

strengthening existing institutional bodies, particularly the ASEAN Secretariat in 

order to improve its capacity to monitor compliance with ASEAN IP policies and 

initiatives would be appropriate. Sufficient fund and adequate numbers of well-trained 

staffs should be allocated to support the Secretariat to foster IP development in the 

region. To deal more effectively with a case of non-compliance by member states in 

ASEAN economic agreements, including the ASEAN Framework Agreement on IP 

Cooperation, ASEAN EDSM should be strengthened to provide more legal certainty 

and reliability. Sanctions should be introduced to support EDSM. Like the WTO 

dispute settlement mechanism, punitive actions like trade sanctions can be used to 

deter non-compliance to TRIPs obligations. This would help ensure that all the 

ASEAN’s commitments are properly enforced and disputes are resolved. By 

successfully acceding to all major IP treaties, a certain level of substantive and 

procedural IP law would be harmonised. This would help decrease disparity in IP 
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laws among the ASEAN countries, and thus facilitate a higher level of IP 

harmonisation. The EU has supranational institutions, namely the EU Commission, 

the Council of the EU, the EU Parliament and the CJEU that play an important role in 

harmonising IP laws. These institutions are involved in proposing, passing and 

ensuring a uniform interpretation and application of EU legislation, which has 

supremacy over national laws of the member states. These characteristics and 

institutional legal system allow the EU to develop the EU law IP regime. 

Nevertheless, ASEAN lacks equivalent characteristics and institutions and is not 

ready to move toward community law. Thus, approximating IP laws of ASEAN 

members through the adoption of international IP treaties would be more appropriate 

and practical. Part of the EU’s success in creating an EU-wide system of IP rights is 

the approximation of IP laws through the issuance of directives. These directives 

paved the way for the use of regulations and eventually to the EU’s establishment of a 

unitary IP system. Therefore, participating in international IP communities would be a 

good start for ASEAN to develop a well-articulated regional IP regime. Although 

some regional IP commitments in acceding to major international IP treaties cannot 

be kept to the target of 2015, the progress can be considered a milestone in the 

development of an ASEAN IP regime. Intense and continuous cooperation between 

Member States themselves and between Member States and trading partners can 

therefore lead to further harmonisation. 

Fourthly, a region-wide IP regime should be developed through the combined use of 

hard and soft laws. Taking into account the high divergence among the member states 

and ASEAN’s practices, this approach would be the best route for ASEAN to achieve 

the desired level of IP harmonisation. In conjunction with hard law instruments such 

as binding agreements, ASEAN should also issue soft law instruments such as model 
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laws or codes of conduct. Using them in combination advances the creation of a 

regional IP system as well as a higher level of harmonisation. Soft law instruments 

should mirror the binding agreements and additional provisions to elaborate on the 

terms of the hard law. Merely using hard law would be contrary to the nature of 

ASEAN and the ‘ASEAN Way’ and certainly not acceptable to some members. 

Moreover, since the level of development and IP standards in ASEAN are quite 

diverse, some countries might not be prepared or able to join an agreement or 

immediately comply with the obligations.  Soft law instruments would provide more 

acceptable alternatives to those countries. While the flexibility of soft law could better 

accommodate the different levels of development, the use of hard law could impose 

strict obligations, compliance with which is overly burdensome to less developed 

members. Consequently, the use of hard law in combination with soft law at the early 

stages of the development of a regional IP system would be appropriate. Removing 

the uncertainties that obstruct harmonisation could lead to the eventual hardening of 

soft law. Additionally, ASEAN should begin to create an ASEAN-wide IP regime in 

the area of trademarks, since certain a level of harmonisation has been achieved. 

Compared with patents, harmonising trademark law would be easier. Given the 

benefits that GIs may generate for ASEAN countries, the establishment of regional 

GIs system should also be considered. This would help promote the 

commercialisation of GIs in both regional and international markets. Due to the wide 

development gap among ASEAN members, ASEAN minus-x formula should be 

adopted at the early stage in developing a region-wide IP system to allow flexible 

participation. Member states that are not ready can be granted option to delay their 

participation to the agreement. Meanwhile, other members can proceed ahead. This 
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would allow decision to be made without full consensus from all member states, and 

thereby avoid decision paralysis. 

Finally, having binding harmonised rules is not enough without consistent application 

and enforcement of those rules. A regional judicial institution that has jurisdiction 

over regional IP disputes should be established to ensure consistency and enhance 

certainty in legal instruments throughout the region. The court can be located in 

Singapore, which has a strong rule of law and sufficient IP administrative capacity 

and infrastructure. Without an IP court with region-wide authority, different 

interpretations in different countries of the same legal instruments are possible. In 

spite of having harmonised rules, this would still lead to fragmentation. Case law 

from regional IP court’s ruling could ensure the uniform application of ASEAN legal 

instruments on IP and thereby increase legal certainty. Introducing institutional 

change to ASEAN might be a challenging and burdensome process. However, the 

creation of an ASEAN IP Court is a good starting point for ASEAN to develop a 

supranational ASEAN court, which would help ASEAN achieve deeper regional 

integration and truly become a rule-based community. The EU’s experience has 

shown that both legislation and institutions are significant to IP harmonisation. Part of 

the EU’s success in harmonising laws is the existence of the CJEU. It has the 

authority to ensure effective and consistent application of the law throughout the EU. 

Hence, ASEAN should establish a regional judicial institution to ensure homogeneous 

interpretation and application of ASEAN legal instruments. To achieve this goal, 

improvement on the rule of law is essential. The establishment of the regional judicial 

institution would not be possible as long as the rule of law is weak in some member 

states. 
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Developing an ASEAN-wide IP regime can be considered one of the prerequisites for 

ensuring the free movement of goods in the common market. This could therefore 

help ASEAN obtain deeper regional economic integration. These changes, however, 

are not possible without strong political will from the leaders. Priority should be given 

to ASEAN-wide interests. The leaders must resolve to push ASEAN forward towards 

IP harmonisation. They must provide the people of the ASEAN countries with an 

understanding of IP rights and the potential benefits of becoming the AEC.  

Knowledge and understanding can only help the ASEAN people prepare themselves 

and move towards a more integrated community. To help achieve these goals, strong, 

steady and unwavering cooperation is required. Public and private sectors within 

ASEAN, countries within ASEAN, international organisations and trading partners 

must all cooperate and provide development aid to ASEAN if it is to achieve its lofty 

goals. Without this, the establishment of a single regional IP system in ASEAN and a 

well-functioning common market may be unattainable.   
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